THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.

Paper No. 17

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte KIMB. PEYTON and SOPH A L. WANG

Appeal No. 96-2898
Application No. 08/340, 998!

ON BRI EF

Before METZ, JOHN D. SM TH and LI EBERMAN, Adni ni strative
Pat ent Judges.

JOHN D. SMTH, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal pursuant to 35 U . S.C. §8 134 fromthe
final rejection of clainms 1, 2, 18, 19, and 34-36.

Clainms 1 and 35 are representative and are reproduced
bel ow.

1. An additive conposition for reducing the pour point
and wax haze in a lubricating oil, said conmposition conprising

! Application for patent filed Novenber 17, 1994.
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A) an esterified styrene-mal ei c anhydri de copol yner wherein

t he nunber of repeating units ranges from about 60 to about
400, and wherein said polyner is a reaction product of a
styrene-mal ei ¢ anhydri de copol ynmer and a m xture of GC,-C,

i near al cohols and C,, al cohol wherein the alcohols are in a 3
to 1 ratio for GC,-Cy Iinear alcohols to C, al cohol; and B) an
esterified al pha-ol efin mal eic anhydri de copol yner wherein the
nunber or repeating units ranges from about 20 to about 220,
and wherein the al pha-ol efin mal eic anhydri de copolyner is the
reacti on product of maleic anhydride and an al pha-olefin
having 6 to 36 carbon atons, and wherein the esterified al pha
ol ef i n-mal ei ¢ anhydri de copolynmer is a reaction product of an
al pha ol efin-mal ei ¢ anhydri de copol yner and one or nore

al cohol s having fromabout 9 to about 18 carbon atons in a
ratio of about 3 to 1 to about 1 to 3 of either esterified
copolymer to the other esterified copol yner.

35. A lube oil conposition conprising:
a naphthenic lube oil displaying a wax haze at room

tenperature and a quantity of an additive sufficient to
reduce the haze, said additive conprising a m xture of an
esterified styrene-nal ei c anhydri de copol yner and an
esterified al pha-olefin maleic anhydride copolyner in a ratio
of about 1 to 3 and about 3 to 1 of either copolyner to the
ot her copol yner.

The references of record relied upon by the exam ner are:

Cee et al. (Gee) 3,574,575 April 13, 1971
Bri dger 4,548, 725 Cct ober 22,
1985

The appeal ed clains stand rejected under 35 U.S.C. § 103
in view of Gee and Bridger.

W affirm

The subject matter on appeal is directed to an additive

conposition for reducing the pour point and wax haze in a
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| ubricating oil such as a naphthenic lube oil. The additive
conposition is conprised of two polyners; an esterified
styrene-mal ei ¢ anhydri de copol yner (SMA) and an esterified
al pha-ol efin mal ei c anhydri de copolyner (OMA). In a bl ended
conbination in lube oils, the two copolyners are said to
provi de an unexpected synergistic effect with respect to pour
poi nt reduction of the lubricating oil when conpared to the
pour point reduction effected by either copol ynmer used al one.
By way of background, appellants acknow edge that two
probl ens encountered with hydrocarbon |ubricating oils are
visible wax particles and the need for pour point inprovenent
(specification, page 2, lines 6 and 7). Appellants further
state at page 2, lines 7-14 that

[Wax particles in lubricating oils can
cause bl ockage of filters and delivery

I ines on equi pnent and engi nes, thus
interfering with the flow of oil to noving
parts. Wax particles in lubricating oils
al so cause the oil to | ook hazy. This is
especially a problemin those oils such as
autonotive oils, turbine oils and the |ike
whi ch are desirably bright and clear in
appearance at roomtenperature. These oils
typically include fractions taken from
paraffinic or naphthenic crude oils or
crude oil blends from Pennsyl vani a, M d-
Continent, Gulf Coast and West Coast

regi ons.
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Appel l ants’ additive conposition, as noted above, is said to
address both prior art problens in that it sinultaneously
effects a reduction of wax haze and an all eged unexpected
synergi stic reduction of pour point in lubricating oils.

As evi dence of obviousness of the clainmed subject matter
on appeal, the exam ner relies on Gee and Bridger. Cee
di scl oses that esterified styrene-nmal eic anhydri de copol yners
are useful as pour point depressants and fluidity inprovers
for liquid hydrocarbon mneral oil conpositions. See columm
1, lines 31-41; colum 1, line 63 to colum 2, |line 10; and
exanples 1-5 of Gee. GCee also teaches that such oi
conpositions “may contain other additive materials intended to
enhance the val ue of such conpositions in certain well-defined
and specific aspects”. See colum 6, lines 63-66 of the
ref erence.

The exam ner relies on Bridger for the disclosure that
certain esterified nmaleic anhydride-ol efin copolyners act to
reduce | ow tenperature mcro-crystalline wax formation in
mneral oils. See Bridger generally at colum 1, line 66 to
columm 3, line 44.

The exam ner’s factual finding (answer,
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page 3) that Gee’s esterified styrene-mal ei c anhydride
copolynmers are identical to appellants’ clainmed SMA copol yner
conponent is not disputed. Likew se, the exam ner’s factual
finding (answer, page 3) that Bridger’s esterified maleic
anhydri de-ol efin copolyners are identical to appellants’

cl ai mred OVA copol ynmer conponent is not chall enged by
appel | ant s.

Based on the conbi ned teachings in the relied upon
references, the exam ner argues, and we agree (particularly
when faced with the dual prior art problens encountered with
certain lubricating oils having visible wax particles and a
need for pour point inprovenent), that one of ordinary skill
inthis art would have been |l ed to have conbi ned the copol yner
additives described in Gee and Bridger in a |ubricant
conposition based on a reasonabl e expectation of reducing the
| ubri cant pour point, inproving the lubricant fluidity, and
reducing the |l ow tenperature mcro-crystalline wax formation
in the lubricant.

Appel  ants’ fundanental argunent on appeal is that the
evi dence of record shows the performance of the clained
conposition “to be greater than that of the known performnces
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of the individual conponents of said invention (brief, page
4).” Appellants characterize the data in Tables Il and Il of
their specification as a dramatic illustration of synergism
Wi th respect to pour point reduction of certain |ubricants
when the claimed additive conbination is added. However, we
poi nt out that while synergismis one factor to be consi dered
inthe ultimte determ nati on of obviousness of a conposition,
“no magi ¢ status” should be attributed to synergi smper se
“because it may be expected or unexpected’. 1ln re

Huel | mantel , 324 F.2d 998, 1002, 139 USPQ 496, 500 (CCPA

1963). Here, appellants have failed to establish a factual
basis for determ ning whether the reported data actually

represents unexpected synergisnt in this art. It is well

2 In Smal heer et al. (Smal heer), LUBRI CANT ADDI TI VES, The
Lezius-Hi les Co., develand, Chio, copyright 1967, pp. 1-11
(copy attached) at page 8, it is indicated that even the snal
anmount of wax remaining after dewaxi ng of “paraffin wax
present in alnost all heavy mneral oil fractions” can raise
“by tens of degrees Fahrenheit the tenperature at which an oi
will flow freely as neasured by suitable “pour point” tests.
Thus, it is questioned whether the use of a conposition
conprised of a blend of a copolyner known to di sperse or
solubilize wax with a copol ymer known to reduce pour point
woul d have been expected by a person of ordinary skill in this
art to sinply denonstrate an additive effect in reducing the
pour point of a given lubricant.
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settled that it is an appellants’ burden to denonstrate that
the difference in results obtained through a clainmed invention
and those obtained by the prior art would not have been
expected by one skilled in the art. Here, appellants have not
met this burden.

In any event, we agree with the exam ner that no cl aimon
appeal is reasonably comensurate in scope with the limted
showi ng of all eged unexpected results. 1In this regard, the
tested conpositions referred to in appellants’ specification
i nvol ve the bl ends of very specific copolyners including, for
exanple, an esterified al pha-olefin nmaleic anhydride
copol ymer prepared by reacting a C, to C, blend® of |inear
al pha olefins with mal eic anhydride. The appeal ed cl ai ns,
however, are much broader in scope, covering nunerous other
OMA copol yner conponents, e.g., an esterified olefin-maleic
anhydri de copol yner prepared froma 1-octadiene olefin as
exenplified in the exanple of Bridger. Thus, we find no

adequat e basis for concluding that the great nunber of

3 Appel lants do not report the relative proportions of the
specific linear alpha olefins in this blend. See the
specification at page 11, line 1
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conpositions included by the appeal ed clainms woul d behave in
t he sane manner as the tested conpositions.

In light of the above, we agree with the exam ner that
the subject matter defined by the appeal ed clains would have

been obvious within the nmeaning of 35 U.S.C. § 103.

The decision of the examiner is affirned.
No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED
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