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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
clainms 10 through 12, which are all of the clains pending in

the application. This appeal is related to Appeal No. 95-

! Application for patent filed March 14, 1995. According
to the appellants, this application is a continuation of
Application No. 08/218,170, filed March 28, 1994, which is a
di vi sion of Application No. 08/057,919, filed May 7, 1993,
which is a continuation of Application No. 07/716, 444, filed
June 17, 1991, all of which are now abandoned.
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4981, an appeal fromthe final rejection of clainms 10 through
16 in Application 08/248,583, which is directed to a nethod
for formng a fiber reinforced silicon carbide matrix.

Claim 10, the broadest claimin this application, reads
as follows:

10. A fiber reinforced silicon carbide matrix conposite
conprising at |east about 10 vol unme percent of netal nitride
coated fiber and fromabout 5 to 90 vol une percent silicon
carbide, said netal nitride coated fiber consisting
essentially of a silicon carbide fiber, and a netal nitride
coating selected fromthe group consisting of silicon nitride,
titaniumnitride, tantalumnitride, zirconiumnitride, hafnium
nitride, alumnumnitride, niobiumnitride, and m xtures
t hereof, where said netal nitride first coating is a
conti nuous coating covering the entire surface of said silicon
car bi de fi ber

As evi dence of obvi ousness, the exam ner relies on the
followng prior art:
Singh et al. (Singh) 4, 889, 686 Dec. 26, 1989
Borom et al. (Boron) 5, 015, 540 May 14, 1991
(filed Jun. 1, 1987)

Rousseau 5, 051, 300 Sep. 24, 1991
(filed Aug. 15,1989)

Clainms 10 through 12 stand rejected under 35 U S.C. § 103
as unpatentabl e over the conbined disclosures of either Borom
or Singh, and Rousseau.

W reverse.



The exam ner states (Answer, pages 3 and 4) that:

Borom forns a conposite of fibrous silicon
carbide coated with boron nitride, in a matrix of
silicon carbide. See lines 39-55 of col. 1
Si ngh di scl oses a process which conprises applying a
continuous coating of boron nitride (col. 3, lines
48-50) to a fibrous material which may be Si C (col
3, line 5). The diameter of the coated fibers are
from50 mcrons to 250 mcrons (col. 8, line 29).
Singh's coated fibers are infiltrated with a nolten
m xture of boron and silicon. One such conposite
formed conprised about 65% by vol une of silicon
carbi de and about 10% by vol unme of coated fibers
(col. 18, lines 52-60).
Bot h Borom and Singh differ fromthe instantly
cl ai med invention only in that they use boron nitride as
the coating material instead of silicon nitride,
aluminumnitride, titaniumnitride, zirconium
nitride, hafniumnitride, niobiumnitride, or
tantalumnitride or m xtures thereof.

To remedy this deficiency of Borom and Si ngh, the exam ner
relies on Rousseau to denonstrate that it woul d have been
obvious to one of ordinary skill in the art to substitute a
nitride of alum num hafniumor zirconiumfor boron nitride on
the fibers of the fiber reinforced silicon carbide matrix
conposite described in Boromor Singh. See the Answer, page
4.

Appel l ants do not dispute the exam ner’s findings
regardi ng the contents of Borom and Singh. See the anended

Brief inits entirety. Appel I ants, however, dispute that



Rousseau provi des a suggestion to deposit the nitride of

al um num hafni um or



zirconium in lieu of boron nitride, on the fibers of the
fi ber reinforced conposite described in Boromor Singh. See
t he anmended Brief, pages 8-12.

The dispositive question is, therefore, whether it would
have been obvious to deposit the nitride of al um num
zirconium or hafnium in lieu of boron nitride, on the fibers
of the fiber reinforced conposite described in Boromor Singh.
We answer this question in the negative.

We observe that both Borom and Singh enploy a boron
nitride coating on the fibers to prevent or substantially
prevent reaction between the fibrous material and the
infiltrating silicon. See Borom columm 3, lines 58-66 and
Singh, colum 4, lines 3-17. Rousseau, however, does not
teach that the nitride of alum num zirconiumor hafniumis
equi valent to boron nitride for the purpose of preventing
reacti on between the fibrous material and the infiltrating
silicon. See colum 3, lines 5-15. 1In fact, we observe that
Rousseau teaches away fromusing the nitrides involved in an
envi ronnent where nolten silicon (infiltrating silicon) is
involved. See colum 3, line 20. Absent the appellants' own
t eachi ngs, we can think of no cogent reason why one of

ordinary skill in this art would have been notivated to enpl oy



the nitride of alumnum zirconiumor hafnium in |lieu of
boron nitride, on the fibers of the fiber reinforced conposite
described in Boromor Singh. As the court in Uniroyal, Inc.
v. Rudkin-WIley Corp., 837 F.2d 1044, 1051,
5 USPQ2d 1434, 1438 (Fed. G r. 1988) stated, "it is
inperm ssible to use the clains as a frane and the prior art
references as a nosaic to piece together a facsimle of the
clainmed invention."

In view of the foregoing, we reverse the examner’s

decision rejecting clains 10 through 12 under 35 U.S.C. § 103.



No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).
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REVERSED

SHERVAN D. W NTERS
Adm ni strative Patent Judge

ANDREW H. METZ
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge
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