The opinion in support of the decision being entered today
(1) was not written for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 36

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CEORGE SCHWARTZKOPF and GEETHA SURENDRAN

Appeal No. 1996-2734
Application No. 08/133, 680

HEARD: Decenber 07, 2000

Before KIM.IN, JOHN SM TH, and KRATZ, Adm nistrative Patent

Judges.
KRATZ, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allow clainms 15-19 as anended after final rejection. Cains
13, 20 and 21, which are all of the remaining clains pending
in this application have been indicated as being all owabl e by
t he exam ner.

BACKGROUND

Appel lants' invention relates to an al kal i ne-cont ai ni ng

phot oresi st stripping conmposition that includes a specified
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stripping solvent, a nucleophilic amne and a reduci ng agent
selected fromanong a given list thereof (See, e.g., claim
15). As a result of the inclusion of about 0.1 to about 10% by
wei ght of a reducing agent fromthe list provided in the total
conposition, appellants allege that the stripping conposition
i s capable of reducing or inhibiting nmetal corrosion if and
when the conposition is used in renmoving certain photoresists
from substrates containing nmetal (paragraph bridgi ng pages 2
and 3 of the specification).

Appel lants indicate that the patentability of dependent
clains 18 and 19 stand or fall with claim 17 and that clains
15-17 shoul d be consi dered separately (brief, page 4).
However, appellants have not separately argued the
patentability of dependent clains 16-19 with any reasonabl e
degree of specificity. See 37 CFR 8§ 1.192(c)(7) and
(c)(8)(iv) (1995). Accordingly, dependent clains 16-19 stand
or fall with claim15. See In re N elson, 816 F.2d 1567,
1571, 2 USPQ2d 1525, 1527 (Fed. GCr. 1987). Caim15, the
sol e i ndependent clai mbefore us and the representative claim

on which we decide this appeal, is reproduced bel ow
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15. An al kal i ne-cont ai ni ng photoresi st stripping
conposition conprising from about 50%to about 98%
by wei ght of a stripping solvent having a solubility
paraneter of from about 8 to about 15, from about 1%
to about 50% by wei ght of a nucleophilic am ne and a
reduci ng agent in an amount effective to inhibit or
reduce netal corrosion when said stripping
conposition is enployed to strip hardened or
cross-linked photoresist froma substrate containing
nmetal, said reducing agent being selected fromthe
group consi sting of ascorbic acid, an unsaturated
ketone, uric acid, tetram sole, hydrazine and
derivatives thereof, oxinmes, hydroquinone, gallic
acid, 2,4,5-trihydroxybutyro-phenone,
3,5-di-tert-butyl -4-hydroxyt ol uene,

3-tert-butyl -4-hydroxyani sol e, tocopherol,

6- hydroxy-2,5,7,8 -tetra- mnethyl chroman-2-carboxylic
acid, a thiol selected from conpounds of the formula
RSH where R is an organic radical selected fromthe
group consi sting of heterocylic, dicarboxyal kyl, an
am no substituted carboxyal kyl radical or a radical
of the formula

0
|
R- 0- C R-

where R and R are al kyl radicals; aldehydes and
their derivatives.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Schwar t zkopf 5,308, 745 May 03,
(filing date - Novenber 06, 1992)

Bhatt et al. (Bhatt) 5,310, 428 May 10,
(filing date - Decenber 22, 1992)

Page 3

1994

1994
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Clains 15-19 stand rejected under 35 U.S.C. § 103 as
bei ng unpatent abl e over Schwartzkopf in view of Bhatt. Cains
15-19
stand rejected under the judicially created doctrine of
obvi ousness-type doubl e patenting over clains 1-3, 5, 6, 8,
10, 11, 13 and 15 of Schwartzkopf (U.S. Patent No. 5, 308, 745)
considered in view of Bhatt.

OPI NI ON

We have given careful consideration to the evidence of
record and to the respective positions articul ated by
appel lants and the examner. |In so doing, we find ourselves
in agreenment with the exam ner’s conclusion that the applied
references establishes the obviousness, within the neani ng of
35 U S. C
§ 103, of the clained subject matter. Accordingly, we wll
sustain the examner’'s 8 103 rejection. Likew se, we shall
sustain the exam ner’s separate obvi ousness-type doubl e
patenting rejection. W add the following primarily for
enphasi s.

We start with the examiner’s 8§ 103 rejection of the

appeal ed cl ai ns over Schwartzkopf in view of Bhatt. At the
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outset, we consider appellants challenge to the prior art
status of the applied references based on a subni ssion under
37 CFR

§ 1.131 (brief, pages 10-13). Qur review of that subm ssion

reveals that only one of the two nanmed inventors for this

application have signed the §8 1.131 declaration and the record
does not reflect that the sole signing inventor is a party
t hat has been asserted to be, let alone found to be, qualified
under 37 CFR 8 8§ 1.42, 1.43, or 1.47 as is required by 37 CFR
§ 1.131 under such circunstances. Hence, we determ ne that
t he subm ssion under 37 CFR § 1.131 is defective and
insufficiently authenticated. As such, that declaration does
not qualify as acceptable proof of alleged facts therein to be
wei ghed agai nst and possi bly overcone the rebuttable
presunption that the relied upon patents are avail abl e as
prior art to the herein clained subject matter by virtue of
their filing dates.

Recogni zi ng that the teachings of the applied references
could be found to be art that is prior to and available in

considering the patentability, under 35 U.S.C. § 103, of the
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cl ai med subject matter on appeal herein, appellants urge that
the applied references do not suggest the clainmed conposition.
In this regard, we note that appellants do not dispute that
Schwar t zkopf descri bes an al kal i ne-cont ai ni ng phot or esi st
stripper conposition that includes a solvent and a

nucl eophilic am ne that correspond in kind and anount to that

required by

appellants’ claim15 (See page 4 of the brief and pages 6 and
7 of the answer). Thus, appellants argunents focus on the
reduci ng agent conponent of the conposition as the basis for
the patentability of the clainmed subject natter. W do not
find those argunents convincing for reasons as foll ows.

We observe that appellants acknow edge that Schwart zkopf
descri bes the addition of non-nitrogen containing weak acids
to the stripper conposition (brief, paragraph bridgi ng pages 5
and 6). W note that the weak acid conponent is used in the
conposition of Schwartzkopf in anobunts of about .05 to about
25% by weight, (colum 3, lines 15-22), an anount that

corresponds to appellants’ effective anmobunt of reducing
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agent.* Additionally, like the so called “reducing agent” of
appel l ants, that weak acid conponent of the conposition of
Schwart zkopf is enployed to prevent undesirabl e netal
corrosion when the conposition is used to strip certain
photoresist filnms froma netal -containing substrate (colum 1,
lines 8-20 and colum 2, lines 41-61). Qur review of the

t eachi ngs of Schwartzkopf regarding the weak acids

that may be enployed in the conposition reveals that various
phenol s including di- and tri-hydroxy benzenes are anong the
acids that may be enployed (colum 3, lines 1-22). |Indeed, we
find that the specifically listed resorcinol of Schwartzkopf
is a positional isoner of hydroquinone, which is specifically
recited in representative appealed claim15 as a reducing
agent. On this record, we find that at |east sone of the weak
aci ds described by Schwartzkopf are so structurally simlar to
t he conmpounds i ncluded as reducing agents in the appeal ed

clainms that, prinma facie, the description of the acid

! Appeal ed claim 18, which ultimtely depends fromrepresentative claim
15 makes it clear that appellants’ “anmount effective...” (claim15) is
i nclusive of the about 0.1%to about 10% by wei ght range of claim 18.
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mat eri als of Schwartzkopf would have | ed one of ordinary skil
inthe art to select structurally simlar materials such as
hydr oqui none, for exanple, for use therein. It is well
settled that a prima facie case of obviousness rises fromthe
notivation of one of ordinary skill in the art to use
structurally simlar conpounds for |ike purposes with the
expectation that conpounds of simlar structure will have
simlar properties. After all, both appellants and

Schwart zkopf teach selecting and using their respective
reduci ng agent and weak acid conponents so as to reduce the

nmetal corrosive effects of their respective conpositions.

Addi tionally, appellants have not convincingly refuted
the examner’s inplicit finding that one of ordinary skill in
the art would have understood that the weak acids of
Schwart zkopf are, in effect, reducing agents.2? Concerning
this matter, appellants have not established with objective

evidence that the acids of Schwartzkopf would not act as

2 See the definitions of acid and reduce at pages 8,9 and 500 of Grant &
Hackh’s Chemical Dictionary, 5th Ed. (1987), a copy of which is attached to

t hi s deci sion.
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reduci ng agents, as woul d have presunptively been expected by
one of ordinary skill in the art fromthis record. In this
regard, it is significant that acids are included in
appellant’s |ist of reducing agents. Consequently, on this
record, we find that the teachings of Schwartzkopf woul d have
| ed one of ordinary skill in the art to the use of reducing
agents that are enbraced by claim 15 and in anmounts
corresponding to the clained effective anount in the stripping
conposition with a reasonabl e expectation of success in so

doi ng.

For the foregoing reasons, we find that the exam ner has
presented a prima facie case of obvi ousness based upon the
teachi ngs of the applied references. Determ ning
patentability
on the totality of the record, by a preponderance of evidence
with due consideration to the persuasiveness of appellants’
argunents, we conclude that the subject nmatter of the appeal ed
cl ai r8 woul d have been obvious to one of ordinary skill in the

art within the neaning of 8 103. See In re Cetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr. 1992).
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Accordingly, we shall sustain the examner’s 8 103 rejection
of clains 15-19.

In essentially lock step wwth their argunments regarding
the 8 103 rejection discussed above, appellants argue the
exam ner’ s obvi ousness-type doubl e patenting rejection based
on alleged differences between the herein clainmed reducing
agent and weak acid of Schwartzkopf (brief, pages 9 and 10).
Appel l ants’ viewpoint on this issue is consistent in that, in
obvi ousness-type doubl e patenting rejections, the analysis
enpl oyed parallels the guidelines for analysis of a § 103
obvi ousness determ nation. See In re Longi, 759 F. 2d 887,
892-93, 225 USPQ 645, 648 (Fed. Cir. 1985). G ven that the
clainms at issue in the Schwartzkopf patent call for a
conposition which includes a solvent, nucl eophilic am ne and
weak acid such as resorcinol (see, e.g.
claims 1 and 5 of Schwartzkopf), we shall Iikew se affirmthe
examner’s rejection of clainms 15-19 under the judicially
created doctrine of obviousness-type double patenting for
reasons that follow fromthose di scussed above.

CONCLUSI ON
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The decision of the examner to reject clains 15-19 under
35 U.S.C. 8 103 as being unpatentabl e over Schwartzkopf in
view of Bhatt and to reject clains 15-19 under the judicially
created doctrine of obviousness-type doubl e patenting over
claims 1-3, 5, 6, 8, 10, 11, 13 and 15 of Schwartzkopf (U. S
Pat ent No. 5, 308, 745) considered in view of Bhatt is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).
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