TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the

Boar d.
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ON BRI EF

Bef ore CALVERT, STAAB, and MCQUADE, Adninistrative Patent
Judges.

CALVERT, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to

8, all the clains remaining in the application.

! Application for patent filed May 28, 1993.
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The clains on appeal are drawn to a glass conpression
nol di ng apparatus, and are reproduced in the appendix to

appellant’s brief filed on August 8, 1995 (Paper No. 22).°?

2 Appel lant’ s second brief, filed October 10, 1995 (Paper
No. 24), states in part Ill that a copy of the clains "is
attached hereto,"” but no such attachnment is found. All
references herein to appellant’s brief are to this second
brief.
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The references applied in the final rejection are:

Webb 2,410, 616 Nov.
5, 1946
Ander son 2,888, 316 May 26,
1959
Copel and 3, 244, 497 Apr. 5,
1966
Angle et al. (Angle) 3,844, 755 Cct. 29,
1974
Kubo et al. (Kubo) 5, 250, 099 Cct. 5,
1993

(filed Mar. 29, 1991)
Yoneya et al. (Yoneya) 63-222021 Sep. 14,
1988

(Japanese Kokai)

Hosoe et al. (Hosoe) 3-187931 Aug. 15,
1991

(Japanese Kokai)

The adm tted prior art teaching on pages 1 to 5 of appellant’s
specification® and drawing Figs. 1 to 5 (PAT).

An additional reference, of record, applied herein pursuant to

37 CFR § 1.196(b), is:

Marechal et al. (Marechal) 4,854,958 Aug. 8, 1989
The appeal ed clains stand rejected on the follow ng

gr ounds:

® References herein to appellant’s specification are to
the substitute specification filed on July 15, 1994.
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(1) Cdainms 3 and 8, unpatentable for failure to conply with

t he second paragraph of 35 U S.C. § 112;°

(2) Cainms 1, 2 and 4, unpatentable over PAT, under 35 U. S. C
§ 103;

(3) dainms 1, 3 and 4, unpatentable over Copel and, under

35 U S.C. 8§ 103;

4 This was a new ground of rejection first made in the
exam ner’ s answer (pages 12 and 13).
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(4) daim2, unpatentable over Copeland in view of PAT, under
35 U S.C § 103;

(5) daimb5, unpatentable over Copel and or PAT in view of

Webb, under 35 U.S.C. § 103;

(6) Caim6, unpatentable over Copel and or PAT in view of Wbb
and Angl e or Kubo, under 35 U.S.C. § 103;

(7) ddaim?7, unpatentable over Copel and or PAT in view of Wbb
and Yoneya or Hosoe, under 35 U.S.C. § 103;

(8) C aim8, unpatentable over Copeland in view of Anderson,
under 35 U.S.C. § 103.

Rej ection (1)

The exam ner asserts that clains 3 and 8 are indefinite,
and thus do not conply with the second paragraph of § 112,
because the expression "said mating fit" in claim3 indicates
that the mating fit referred to is the sane as the "nating
fit" recited in parent claiml, part(b)(i). According to the
exam ner, the mating fit recited in claiml is between the
| ower hol |l ow cylinder and the upper core, while the mating fit
inclaim3 refers to a different mating fit, nanely, "a mating

fit between the | ower hollow cylinder and said upper cylinder"
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(suppl enental answer, page 1).° Appellant, on the other hand,
contends that the claimlanguage is correct, and that "said
mating fit" inclaim3 is the sanme mating fit recited in claim
1.

Consi dering the enbodi rent shown in appellant’s Figs. 11
to 16, which includes an upper hollow cylinder 13 with an
upper core 12 nounted therein, the upper core is in a mating
fit with the lower hollow cylinder 33. However, the |ower
holl ow cylinder 33 is not in a mating fit with the upper
cylinder 13, which nerely rests on top of the | ower cylinder,
as shown in Fig. 14. Thus, claim 3 appears to be accurate as
witten, in that the lower cylinder is aligned with the upper
cylinder due to the mating fit of the upper core and the | ower
cylinder. This is borne out by page 7, lines 1 to 6 of the
speci fication, where appellant discloses (enphasis added) that
"the cylinder of the lower nolding die is aligned with the

upper core by a mating fit . . . the cylinder of the | ower

°In effect, the examner’s rejection is on the ground
that claim3 is not supported by the disclosure, and m ght
wel | have been based on 8 112, first paragraph (witten
descri ption).
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nolding die is aligned with the cylinder of the upper nolding
die by the [i.e., the previously described] mating fit."
Since the term"said mating fit" in claim3 is not

incorrect, rejection (1) will not be sustained.
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Rej ecti on(2)

In this rejection, the exam ner takes particul ar note of
the fact that, in describing the operation of a conventiona
(prior art) conpression nolding machi ne, the appellant states
on page 2, lines 11 to 15,° that (enphasis added):

Then, an upper platen (omtted from

illTustration) is noved downwards closing the die

cavity and cl anpi ng upper and | ower nol ding dies

6 and 7 together. The preform5 is then heated

and conpressed so that the nolding 8 is obtained

as shown in Fig. 2.
Fromthe term"then," the exam ner infers the suggestion "that
cl anmpi ng and conpressing are occurring i ndependently of one
anot her using clanping and conpressi ng neans"” (answer, page
6) .

W do not agree with the exam ner. Regardless of whether
the dies 6 and 7 of appellant’s disclosed prior art device are
desi gnat ed upper and | ower, or vice versa, the above-quoted

statenent from page 2 of the specification nust be read in

context. The thrust of appellant’s disclosure is that the

¢ Al though the exam ner entered the substitute
specification, the rejection cites pages and lines of the
original specification. W have transposed these citations to
the correspondi ng pages and |ines of the substitute
speci fication.
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non-paral | el i sm probl ens experienced using the prior art
apparatus (as illustrated in Fig. 3) nay be avoi ded by

cl anpi ng the upper
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and | ower dies together and then conpressing the preform using
a separate conpression device (see, e.g., page 13, line 22, to
page 14, line 6). It is clear fromappellant’s description of
the prior art that in the prior art, the dies are clanped and
the preformis conpressed by noving one die relative to the
other (i.e., fromthe Fig. 1 position to the Fig.2 position),
and no separate neans for clanping the dies and conpressing
the preformare described or suggested. As we read page 2,
lines 11 to 15 (quoted above), appellant there discloses that
in the prior art apparatus, the dies are noved together a
certain distance to "clamp" themtogether, and then are noved
further together in order to conpress the preform W find no
suggestion therein that any additional neans (not shown in
"prior art" Figs. 1 to 5) should be provided to conpress the
preform nor would we expect to, since that is what appell ant
di scl oses as being at | east a major aspect of his invention.

The exam ner alternatively argues that if one were not to
interpret the PAT as disclosing i ndependently operable
cl anpi ng and conpressi on neans,

then it can be considered that it would have
been obvious to one of ordinary skill in the art

at the tinme the invention was made to nmke the

10
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cl anpi ng and conpressi on neans i ndependently
operabl e, since it has been held that
constructing a

11
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formerly integral structure in various

el enents only involves routine skill in the
art. Nerwin v. Erlichman, 168 USPQ 177,
179 [(Bd. Pat. Int. 1969)]. (answer, page
7)

We do not consider this argunent to be well taken.
Certainly, as Nerwin states, "the nere fact that a given
structure is integral does not preclude its consisting of
various elenents” (id.), but what the exam ner is proposing in
this case is not nerely making die 6 or 7 out of a plurality
of elenments, but rather adding to die 6 or 7 el enments operable
I ndependently therefromto conpress the preform8. Such a
reconstruction of appellant’s disclosed prior art apparatus
woul d not constitute sinply an obvious change in its
constituent nunber of elenents, but instead would involve
nodi fying its elements and including other elenents so that it
could performone of its functions in a different way. W
find no evidence which would suggest such a nodification to
one of ordinary skill in the art, and therefore w |l not
sustain the rejection.

Rej ection (3)

The exam ner sets forth the basis of this rejection on

12
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pages 7 and 8 of the answer. Appellant contends that claim1l
i s unobvi ous over Copel and, because Copel and does not di scl ose
(1) "a lower hollow cylinder defining an interior bore of

constant di aneter which receives said upper core with a mating

fit" (claim

13
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1, part (b)(i)) or (Il) "conpression neans, operable
i ndependently of said clanping neans, . . . [etc.]" (claiml1,
part (d)).

Wth regard to argunent (1), the examner identifies
Copel and’ s sl eeve 16 as the "l ower hollow cylinder"” and
el ements 23, 60 and 20 as the "lower nold die," which is
aligned with the upper nold die by spigot 29 having a mating
fit in the socket. However, as appellant points out,

Copel and’s "l ower hollow cylinder"” 29 does not have "an
interior bore of constant dianmeter which receives the upper
core with a mating fit," because the "upper core" (11) is not
even received within the bore of cylinder 29, as shown in
Fig.2 of Copel and. The exam ner responds that Copeland s
el ement 29 inserts into an indentation in elenent 10 (answer,
page 18), but elenment 10 is not an upper core, nor is it
received in an interior bore of cylinder 29, as required by
claim1. Therefore, Copel and does not neet part(b)(i) of
claim 1.

As for argunent (I1), we agree with appellant that
Copel and’ s "cl anpi ng neans” and "conpression neans" do not

oper at e i ndependently, because the same downward novenent of

14
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ram 20 is required to both clanmp the dies (engage 10 and 16)

and to conpress nolten glass 52. As with rejection (2),

supra, we

15
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consi der Nerwin to be inapplicable here and find no suggestion
in Copeland that the clanping and conpression functions of
t he apparatus be nade i ndependently operable.

W will accordingly not sustain rejection (3).

Rej ection (4)

This rejection will not be sustained, since the
conbi nati on of Copeland and PAT does not overcone the
deficiencies of each as di scussed above with regard to
rejections (2) and (3).

Rejections (5) to (8)

The secondary references applied in these rejections do
not render obvious what we have found above to be lacking in
Copel and and/or PAT. Rejections (5) to (8) will therefore not
be sustai ned.

Rej ection Under 37 CFR 8§ 1.196(hb)

Pursuant to 37 CFR 8 1.196(b), clains 1, 2 and 5 are
rejected under 35 U. S.C. 8§ 103 as unpatentabl e over Marecha
al one, or in view of Hosoe. Marechal discloses a glass
conpressi on nol di ng apparatus having a first nolding die with
a cylindrical core 1, a second nolding die having a hol | ow
cylinder 3 and core 2, both cores fitting within the cylinder,

16
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and each nold being attached to a hydraulic cylinder (col. 6,
lines 3 to 9). 1In operation, the first hydraulic cylinder
clanps the first nold 1 and cylinder 3 against frame 8, and
the other hydraulic cylinder forces nold 2 against gl ass
preform9 (col. 6, lines 7 to 13); thus, the Marecha
apparatus has a cl anpi ng neans and
an i ndependent|y operabl e conpressi on neans, as recited in
claim1l.” As for claimb5, Marechal provides inactive gas to
the region between the dies (col. 7, lines 4 to 10; col. 7,
line 68 to
line 2).

Wi | e Marechal discloses that core 1 is the |ower core

and core 3 the upper core, such designation appears to be

" On page 15 of the brief, appellant argues that In re
Donal dson Co., Inc., 16 F.3d 1189, 1193, 29 USPQ2d 1845, 1848-
49 (Fed. Cir. 1994), requires that the neans-plus-function
| anguage of his clains be construed to cover his correspondi ng
di scl osed structure and equival ents thereof ( 8 112, sixth
par agraph). However, since appellant does not disclose any
particul ar structure for the recited "clanpi ng neans” or the
recited "conpression neans"” (except for rods 60, which would
be equivalent to the piston rod of Marechal’s hydraulic
cylinder), it is not apparent how appel |l ant can argue that the
apparatus disclosed in the prior art is not the equival ent of
the "means" di sclosed by him nor does he explain why it would
not be.

17
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somewhat arbitrary, and it woul d have been obvious to operate
the apparatus inverted, as this would have no effect on its
functioning. Alternatively, it would have been obvious to use
Marechal’s core 2 in the lower position in view of Hosoe,

whi ch di scl oses a gl ass nol di ng apparatus in which the | ower
core 19 is driven upwardly into the upper nold 18 by pl unger

7, and further discloses at page 9, lines 9 to 14, that the

pl unger may pass

18
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either through the ceiling wall or the floor wall of the
nol di ng chanber. This would have suggested to one of ordinary
skill in the art positioning core 2 of Marechal at the | ower
end i nstead of at the upper end of the apparatus.

Renmand to t he Exani ner

Pursuant to 37 CFR 8§ 1.196(a) and MPEP § 1211, this
application is remanded to the exam ner to consi der whet her
clains 3, 4 and 6 to 8 should be rejected under 35 U S.C. §
103 as unpatentabl e over Marechal alone, or in view of Hosoe,
further in view of other prior art.

Concl usi on

The exam ner’s decision to reject clains 1 to 8 is
reversed. Clains 1, 2 and 5 are rejected pursuant to 37 CFR 8§
1.196(b). The application is remanded to the exam ner under
37 CFR
§ 1.196(a).

This application, by virtue of its "special" status,
requires i medi ate action, MPEP 8§ 708.01(d). It is inportant
that the Board be informed pronptly of any action affecting

the appeal in this case.

19
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Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8 1.196(b) provides that "[a] new ground of rejection shal
not be considered final for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showi ng of facts
relating to the clains so rejected, or both, and
have the matter reconsidered by the examner, in
whi ch event the application will be remanded to
t he exam ner. :

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeal s
and I nterferences upon the sane record. .

20
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136 (a).
Reversed & Remanded; 37 CFR § 1.196(b)
| AN A. CALVERT )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
LAWRENCE J. STAAB ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
JOHN P. MCQUADE )
Adm ni strative Patent Judge )
SLD
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Lorusso and Loud
3137 M. Vernon Avenue
Al exandria, VA 22305
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