THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte YONG S. ZHEN and KENNETH HRDI NA

Appeal No. 1996- 2530
Application No. 08/246, 324

ON BRI EF

Before WNTERS, WLLIAMF. SMTH, and LORI N
Adm ni strative Patent Judges.

LORIN, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. " 134 fromthe
final rejection of clainms 1-4, 6, 8, 11-13, 15-19, 27

and 28, all the clainms pending in the application.
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Backgr ound

Claiml is illustrative of the subject matter on
appeal and reads as foll ows:

1. A process for producing at |east one of
ceram c powders and netal powders conpri sing:

honbgeneously i ncorporating at |east one netal
cation into a polyneric foam form ng a netal
cation-containing foamcell structure;

calcining said netal cation-containing foam cel
structure at a calcination tenperature and a tine
required for conplete renoval of all organics and
formation of a crystal phase, producing at |east one
of an oxi de powder and a netal powder; and

recovering said powder.

The reference relied upon by the exam ner is:
Wood et al. (Wod) 3, 833, 386 Sep. 3, 1974
Clainms 1-4, 6, 8, 11-13, 15-19, 27 and 28 are
rejected under 35 U.S.C. " 103 over Wbod.

Di scussi on

We have carefully considered the entire record and
reviewed the respective positions of the exam ner and
appellants. For the followi ng reasons, we reverse the
rejection under 35 U . S.C. " 103 over Wod because the

exam ner has not nade out a prina facie case of

obvi ousness.

As a prelimnary matter, we note that appeal ed claim
1 is the only independent claimand is therefore
representative of the clainms on appeal.

The exam ner has the initial burden of establishing

a prinma facie case of obviousness. 1In re Oetiker, 977
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F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cir. 1992).

Under " 103, the scope and content of the prior art
are to be determ ned; differences between the prior
art and the clains at issue are to be ascertai ned;
and the level of ordinary skill in the pertinent art
resol ved. Against this background, the obviousness
or nonobvi ousness of the subject matter is

det er m ned.

Graham v. John Deere, 148 USPQ 459, 467 (US 1966).

In determ ning the scope of the prior art, exam ner
makes this statenent:

Wood di scl oses a process of preparing a
structure containing an organic foam and a net al
cation salt in some type of carrier or solvent,
adding citric acid and ethylene glycol thereto,
heating to dissolve the carrier, and calcining the
resultant foam |eaving as a product a ceram c or
met al powder (see exanple 3 of Wbhod).

Exam ner's Answer, p. 3.
In ascertaining the differences between the prior
art and the clainms at issue, this statenment is made:
The appealed clainms differ fromthe prior art [Wod]
in that the specific heating and/or cal cining
tenperatures presently clainmed are not disclosed in
the prior art, and the exact solvents recited in
appeal ed clainms 16-18 are not specified in the prior
art.
Exam ner's Answer, p. 3. Wth regard to this statenent,
we point out that claim1, the representative claim does
not provide specific tenperatures or exact solvents.
Therefore, this distinction is not determ native of the

prima facie case of obvi ousness.

In resolving the |level of ordinary skill in the

pertinent art, nothing is stated.
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Agai nst this background, the exam ner concl udes
t hat :

Because the prior art discloses process steps
substantially the same as presently clained, which
may be perfornmed using materials substantially the
sanme as those used in the process of the appeal ed
claims and under identical conditions (tenperature,
etc.), a prima facie case of obviousness has been
est abli shed between the disclosure of Whod and t he
i nvention of the clains on appeal.

VWhil e exam ner follows the standard G- aham v. Deere

analysis, it is deficient in one inportant respect. It
does not address all the limtations of the clainmed
invention; nanely, it does not address the fact that, in
contrast to Wod, the clainmd nethod specifically calls
for

... producing at |east one of an oxi de powder and

a netal powder; and
recovering said powder

As Appell ants have argued, "it is clear throughout

the Wod et al. reference that the product produced by

t he process taught by the Wod et al. patent is arigid

ceram c foam structure," brief, p. 4, and not a powder.
From our review of Whod, we agree with appellants that

Whod teaches
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maki ng and recovering a "structure," whereas "powder" is
mentioned only in the context of a starting material and
never as a product to be produced and recovered.

I n a nunber of places in the record, exam ner has
been unequi vocal about Wod teaching a powder. For
exanple, the Final rejection (paper no. 7, p. 3) states
that "the prior art [i.e., Wod] discloses preparing a
ceram c or netal powder." But no such disclosure can be
found. Exam ner refers to Wod's abstract for a teaching
of a "finely divided sinterable" material which "appears
to be equivalent to a powder” (final rejection, paper no.
7,

p. 4) but, as Wod's abstract makes very clear,® this
finely divided sinterable material is an additive

di spersed in the foamprior to heat treatnent and not the
product produced or recovered. Also, as cited earlier,
in analyzing the scope of the prior art, the examner's
answer (p. 6) states that "Wod discloses a process of

preparing a structure

1 "The invention disclosed is for ceram c foam structures

prepared by reacting an i socyanate capped pol yoxyet hyl ene pol yol
reactant with | arge anmounts of an aqueous reactant containing
finely divided sinterable ceramc material. The resultant foans
having the sinterable cerami c material dispersed thereon are
heat treated to deconpose the carrier foamunder firing
conditions which sinter the ceramc particles resulting in a
rigid ceram c foam structure."”
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| eaving as a product a ceramc or netal powder (see
exanple 3 of Whod)." But this is inaccurate. It clearly
states in the exanple, as in other exanples, that the
met al powder is added prior to making the foam (col. 10,
lines 10-15) and a "sintered netallic foamresulted"

(col. 10, lines 18-21). In other words, the powder
mentioned in Whod's Exanple 3 is dispersed in the foam
prior to sintering. It is not produced and recovered
after calcination, as the clains require.

Exam ner's statenents notw t hstandi ng, Wbod nowhere
suggests or discloses nmaki ng and recovering a powder.
The last two steps of the clained process are not taught
in the prior art before us, rendering Wod i nadequate to

support the prim facie case.

To fill the m ssing connection between the clained
"powder" and Wbod's "structure," exam ner attenpts to
equat e the two:

[T]his distinction [between the clainmed "powder"” and
Wbod's "structure"] is largely one of semantics.
Assum ng arguendo that all of the products of Wod are
in fact rigid structures, such would not distinguish
bet ween the processes of the appeal ed clains and those
of Whod. First, it is unclear precisely how | arge of
a particle would render sonething a powder, i.e. would
the maxi mum si ze of a particle be 1 im 1 nm 1 inch,
or even |arger sizes? Wuld these particles be
required to be roughly spherical, or could they be

pol ygonal or oblong in shape? More inportantly, if
one were to hypothetically step on or otherw se apply
pressure to one of the structures of Wod, clearly a
powdery substance of sone sort would result. Thus, no
patent abl e distinction is seen between the shape or
structure of the products of Wod and those produced
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by the presently clained process.
Exam ner's Answer, p. 6. As we understand it, exam ner
is arguing that the clainmed making and recovering of a

powder is prima facie obvious over Whod's structure

because:
Wbod may be teaching a so-called "powder";
Even if Whod teaches a structure and not a powder,
per se, Wod's structure could be considered a particle
(i.e., part of a powder); or,
Even if Whod teaches a structure that is not a particle,
Wbod's structure could be converted into a powder.
Exam ner's first argunment depends on what is neant
by "powder" and "structure." In this regard,
[I]t is axiomatic that, in proceedings before the
PTO, clainms in an application are to be given their
br oadest reasonable interpretation consistent with
the specification. |In re Prater, 415 F.2d 1393,
1404, 162 USPQ 541, 550 (CCPA 1969), and that claim
| anguage should be read in |light of the
specification as it would be interpreted by one of

ordinary skill in the art. In re Johnson, 558 F.2d
1008, 1016, 194 USPQ 187, 194 (CCPA 1977).

In re Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed.

Cir. 1983). We therefore turn to appellants’
specification to assist us in understanding the neaning
of the term "powder." According to the specification

[t] he powders produced in accordance with this
process are high purity, uniform agglonerate-free,
subm cron or nanoneter size, single or

mul ti conponent ceram c/ netal powders. Powders
produced in accordance with this process range in
size from about 2 nanoneters to about 0.99 m crons.
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Specification, p. 9. Appellants seek to nmake "ceramc
powders for use as starting powders for high technol ogy
ceram cs" (spec. p. 2). Read in light of this
di scl osure, the clainmed process produces and recovers
powders conposed of small particles. Looking now at
Wood, it discloses rigid ceramc foam structures usabl e
as
nucl ear reactor conponents, filters, acoustical
i nsul ators, electrical insulators and thernmal
i nsul ators, noi se suppressors or nmufflers,
conponents of aircraft and m ssiles, radones,
circuit bases, wave guides, conbustion ports, rocket
nozzl es and vanes, base support structure for
abl ation materi als, heat exchangers for vehicle
afterburners and the |ike.
Colum 7, line 65 to colum 8, line 4. Conparing the two
- the small particle powder of the clains and the
structures of Whod - there is no question that they refer
to two conpletely different things. For this reason, we
are unpersuaded by Exam ner's argunment to the contrary.
Exam ner's second argunent is equally w thout nerit.
Common sense dictates that a structure of the type Wod
is mking (e.g., filters, conponents of aircraft, etc.)

i s not
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a particle of the size the clainmd nethod is producing
and recovering (i.e., starting powders for high
t echnol ogy ceram cs).

Exam ner's third argunent rests not on prior art to
show that it would have been obvious to nodify Wod's
process to make a powder, but rather on hindsight: "if
one were to hypothetically step on or otherw se apply
pressure to one of the structures of Wod, clearly a

powdery substance of sone sort would result.” Since

A[ o] bvi ousness can not be established by hindsight

conbi nation to produce the claimed invention,@ In re
Dance, 160 F.3d 1339, 1343, 48 USPQ2d 1635, 1637 (Fed.
Cir. 1998), we are not persuaded by this argunment either.

I n conclusion, we find that Wod does not disclose
the |l ast two steps of the clainmed process and that there
IS no suggestion to nodify Wod's process to nake and

recover a powder. As a result, a prima facie case of

obvi ousness has not been established to show that the
cl ai med process woul d have been obvi ous over Wod to one

with ordinary skill in this art.
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The rejection under 35 U.S.C. " 103 is reversed.

REVERSED

SHERMAN D. W NTERS )
Adm ni strative Patent Judge )

)
g
) BOARD OF PATENT
WLLIAM F. SM TH ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES

)
)
HUBERT C. LORIN )
Adm ni strative Patent Judge )
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