THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte LEONARD T. KI NG

Appeal No. 96-2501
Application 08/177, 2431

ON BRI EF

Bef ore COHEN, ABRAMS and FRANKFORT, Adninistrative Patent Judges.

FRANKFORT, Adninistrative Patent Judge.

! Application for patent filed January 4, 1994. According
to appellant, the application is a continuation-in-part of
Application 08/049,977, filed April 19, 1993, abandoned.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clains 2 through 7, which are all of the clains

remaining in this application. Caim1l has been cancel ed.

Appellant's invention relates to a stationary materi al
m xi ng apparatus (i.e., a static mxer) as seen in Figures 7
through 9 of the application drawings. As indicated on page 7
of the specification, the appellant's m xi ng apparatus conpri ses
a conduit (31) in the formof a cylinder having a |ongitudinal
axis (37). Wthin the cylinder there are provided a plurality
of mxing elenents (33-36). As appellant further points out on
page 7 of the specification,

[t] hese el enments are characteri zed as havi ng
no edges or surfaces perpendicular to |ongi-
tudi nal axis 37 and are sized so that no such
el ements are in contact wth one another
resulting in an open region of travel 96 for
fluids passing through conduit 31 along its

| ongi tudi nal axis ideally, each mxing el e-
ment is seated within the conduit at an angle
bet ween approximately 30E to 45E to said

| ongi tudi nal axis. Mst inportantly,

however, the m xing elenents are positioned
within the conduit so that at |east 75% of
the conduit circunference in any plane is
free of any mxing elenent. Cbviously,
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various mxing elenents are provided with
no points of contact so that there are
absolutely no “crotches” provided in the
pr esent

i nvention which would otherwise result in
mat eri al hangup. In fact, it is a design
obj ective of the present invention to enable
debris having effective dianeters of 75% or
nore of the conduit dianeter to pass through
the conduit w thout entrainnent.

As is noted on page 4 of the specification, it was a
design priority for appellant to enhance m xing efficiency by
providing an increase in the effective roughness of the interior
wall of the conduit, but to achieve such a result w thout major
obstruction to the flow of large debris itens entrained in a
process or flow system To that end appellant has sought to
elimnate "dead zones" in the m xing apparatus where fluids, even
in turbulent flow, accurmulate and remain virtually unm xed and to
elimnate "crotches" where fibrous material, etc. can gather and
hang-up and encourage cl oggi ng or plugging of the m xer when
fibers, clunps and particul ates are contained within the fluids

to be m xed.
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Caim?7, the only independent claim is representative
of the subject matter on appeal and reads as foll ows:

7. A stationary material m xing apparatus conprising a
conduit having a length, a substantially circular circunference,
a longitudinal axis through said | ength and bei ng open at both
ends thereof, said conduit housing a plurality of m xing
el emrents, said m xing el enents having no edges perpendicular to
said longitudinal axis and are sized and positioned wthin said
conduit such that at any plane passing perpendicularly to said
| ongi tudi nal axis, at least 75% of the circunference of said
conduit is free of any m xing elenent and no m xing elenents are
in contact with one another resulting in an open region of travel
for fluids passing through said conduit along its |ongitudinal
axi s.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Doom 4,072, 296 Feb. 7, 1978
Kao 4, 258, 782 Mar. 31, 1981
Schul z 24, 309 Mar. 2, 1914

(Nor wegi an Patent)?

Clains 2, 3, 6 and 7 stand rejected under 35 U S. C

8 102(b) as being anticipated by Doom

2 Qur understanding of this foreign | anguage docunent
i s based upon a translation prepared for the U S. Patent and
Trademark O fice. A copy of that translation acconpanies this
deci si on.
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Clains 2, 3, 4, 6 and 7 stand rejected under 35 U S. C

8 102(b) as being anticipated by Schul z.

Clains 2, 6 and 7 stand rejected under 35 U. S. C

8 102(b) as being anticipated by Kao.

Claim5 stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Schul z.

Rat her than reiterate the examner's full statenent
of the above-noted rejections and the conflicting viewoints
advanced by appell ant and the exam ner regardi ng those
rejections, we nmake reference to the exam ner's answer (Paper No.
10, mail ed January 24, 1996) for the examner's full reasoning in
support of the rejections, and to appellant's brief (Paper No. 9,

filed Cctober 19, 1995) for appellant's argunents thereagainst.?3

OPI NI ON

3 The reply brief filed February 23, 1996 (Paper No. 11)
was refused entry by the exam ner. See Paper No. 12, nuil ed
March 26, 1996
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In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and clains, to
the applied prior art references, and to the respective positions
articul ated by appellant and the exam ner. As a consequence of

our review, we nake the determ nati ons which foll ow

Turning first to the examner's rejection of clainms 2,
3, 6 and 7 under 35 U S.C. 8 102(b) as being anticipated by Doom
and that of clains 2, 6 and 7 as being anticipated by Kao, we
observe that appellant has argued (brief, pages 6-8) that neither
of these applied references has an arrangenent of m xing el enents
whereby "no m xing elenents are in contact with one another
resulting in an open region of travel for fluids passing through
said conduit along its longitudinal axis," as recited in
i ndependent claim7 on appeal. The exam ner has taken the
position that Doom and Kao are responsive to these limtations in
that the individual mxing elenents of the references are not in

physi cal contact with one another and create an open regi on of
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travel for fluids passing through the conduit al ong sonme
arbitrary longitudinal axis. |In this regard, the exam ner notes
that the |anguage of claim 7 does not specify that the

"l ongi tudi nal axis" set forth in the independent claimis the
central l|ongitudinal axis of the conduit and that such

| ongi tudi nal axis thus "could be an axis near the wall of the
conduit, offset fromthe center axis of the conduit, or any axis

runni ng | engthwi se along the conduit"” (answer, page 11).

It has been a | ong-standi ng maxi m of patent |aw that,
during exam nation, "clains in an application are to be given

t heir broadest reasonable interpretation consistent with the

specification" and, in addition, that the "clai mlanguage shoul d

be read in light of the specification as it would be interpreted
by one of ordinary skill in the art" (enphasis added). In re
Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983).
Qur Court of review has also inforned us that the draw ngs
included in the application may aid in the interpretation of

claimlimtations, in that the "drawi ngs al one may be sufficient
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to provide the "witten description of the invention' required

by 8§ 112, first paragraph.” Vas-Cath Inc. v. Mhurkar, 935 F. 2d

1555, 1564, 19 USPQ2d 1111, 1117 (Fed. Cr. 1991). Thus, in
those instances where a visual representation can flesh out

words, as in the present application, draw ngs can and shoul d be
used like the witten specification to provide evidence rel e-
vant to claiminterpretation and used to interpret what the
inventor intended by the claimterns. Applying these precepts to
the present application, we find that, when the clai ml|anguage
under consideration is read in light of the present application

di scl osure as such would be interpreted by the hypotheti cal

person possessing ordinary skill in the art, and particularly
when this | anguage is viewed in light of the invention as seen
in Figures 7-9 of the application draw ngs, the clai mlanguage
requiring that "no mxing elenents are in contact with one

anot her resulting in an open region of travel for fluids passing
through said conduit along its longitudinal axis,"” as recited in
appel l ant's i ndependent claim 7 defines over the static m xing

apparatus of either Doom or Kao.
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As is explained in the portion of page 7 of appellant's
specification quoted above, it is critical to appellant's
invention that the m xing elenents are sized and positioned
within the conduit such that "no such elements are in contact
wi th one another resulting in an open region of travel 96 for
fluids passing through conduit 31 along its |ongitudinal axis"
and that the elenents are further provided with no points of
contact "so that there are absolutely no 'crotches' provided in
the present invention which would otherwise result in materi al
hangup." Thus, from our perspective, one of ordinary skill in
the art would readily understand that appellant's independent
claim7 defines a m xing apparatus in the formof a conduit of
substantially circular configuration (i.e., a cylinder) having a

central

| ongi tudinal axis (37) and a plurality of m xing el ements nounted
within the conduit such that the m xing el enments a) have no edges
per pendi cular to said |ongitudinal axis, b) are sized and
positioned within said conduit such that at any pl ane passing
perpendicularly to said longitudinal axis, at |east 75% of the

circunference of said conduit is free of any m xing el enent and
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c) have no points of contact with one another and thereby provide
an open region of travel (96) for fluids passing through the
conduit 31 along its longitudinal axis and absolutely no
"crotches" where fibrous material, etc. can gather and hang-up
and encourage cl ogging or plugging of the m xer when fibers,
clunps and par- ticulates are contained within the fluids to be
m xed, as essentially seen in Figures 7-9 of the application
drawings. In this regard, we note that the examner's
interpretation of the [imtation contained in the last two |lines
of claim7 and of the term"longitudinal axis,"” in particular, is
contrary to any reasonabl e understandi ng of appellant's clainmed
subj ect matter based on the application disclosure and the clear
meani ng of "longitudinal axis" as it would be understood by one

of ordinary skill in the art.

In light of the foregoing considerations, it is clear
to us that neither Doom nor Kao teaches or suggests a m xi ng

appar atus which anticipates that defined in appellant's claim?7

10
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on appeal. Both of these references include nunerous "crotches"
where fibrous material, etc. can gather and hang-up and encourage
cl ogging or plugging of the m xer when fibers, clunps and par-
ticulates are contained within the fluids to be m xed, and both
of these references have structures which obstruct the area al ong
the |l ongitudinal axis of the mxing conduits therein. Thus, both
of these references have m xing el enments which are "in contact”
as that term nol ogy woul d be understood from appellant's

di scl osure, and also fail to define "an open region of travel for

fluids passing through said conduit along its |ongitudinal axis"

(enphasi s added), as recited in independent claim?7 on appeal.
Accordingly, the examner's rejection of clains 2, 3, 6 and 7
under 35 U.S.C. 8§ 102(b) as being anticipated by Doom and that of

clains 2, 6 and 7 as being anticipated by Kao nust be reversed.

Next for our consideration are the exam ner's
rejections of clainms 2, 3, 4, 6 and 7 under 35 U S.C. §8 102(b)
based on Schulz and of claim5 under 35 U.S.C. 8 103 based on

Schul z.
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For essentially the sanme reasons as expressed above with regard
to the rejections based on Doom and Kao, we find that the
rejections relying on Schul z nust also be reversed. That is,
whi | e

Schul z may di scl ose an open region of travel for fluids passing
t hrough the conduit along its central longitudinal axis (e.g., in
Figs. 1 and 1b), when the |imtation set forth in the last two
lines of appellant's independent claim?7 is given the
interpretation we have expressed above, it is clear that Schul z
has m xi ng el enents which are "in contact wth one another,"” as
that term nol ogy woul d be understood by one of ordinary skill in
the art fromappellant's disclosure, in that Schulz clearly has
numer ous "crotches" where fibrous material, etc. can gather and
hang-up and encourage cl oggi ng or pluggi ng of the m xer when
fibers, clunps and particul ates are contained within the fluids

to be m xed.

In addition, with regard to the examner's treatnent of
dependent claim6 in each of the 8 102(b) rejections on appeal,

we nmust point out that as explained in the Manual of Patent

12
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Exami ning Procedure (Rev. 2, July 1996) at § 2173.05(g), there is

not hi ng i nherently wong with defining sonme part of the invention

in functional terns, and such functional limtations nust be

evaluated just like any other limtation of the claim As for
the exam ner's position concerning what m ght be "conceivabl e
under sone circunstances and/ or operating conditions”
(answer, page 12), we nust point out that inherency cannot be
established by possibilities or probabilities, but instead, the
di scl osure relied upon nust be sufficient to show that the
natural result flowing fromthe teachings of the applied
reference would result in the clainmed subject matter. See In re

Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981) and

Hansgirg v. Kemmer, 102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA
1939), cited therein. W find nothing in the disclosure of
Schul z, Doom or Kao which woul d provi de any reasonabl e
expectation that any m xi ng apparatus therein has the capability
of passing therethrough solid matter having a dianmeter of at

| east 75% of the dianeter of said conduit, as required in

appellant's claim®6 on appeal .

13



Appeal No. 96-2501
Appl i cation 08/177, 243

To summari ze:

The decisions of the examner rejecting clains 2, 3, 6
and 7 under 35 U.S.C. § 102(b) based on Doom clains 2, 6 and 7

under 35 U.S.C. §8 102(b) based on Kao, and clainms 2, 3, 4, 6

and 7 under 35 U.S.C. 8§ 102(b) based on Schulz are reversed. 1In

addition, the decision of the exam ner rejecting claimb5 under

35 U S.C. 8 103 based on Schulz is also reversed.

REVERSED

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT
NEAL E. ABRANMS APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

CHARLES E. FRANKFORT
Adm ni strative Patent Judge
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Mal colm B. Wttenberg
Crosby, Heafey, Roach & May
1999 Harrison Street

Cakl and, CA 94612
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