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Appel | ant has appealed to the Board fromthe exanmi ner's
final rejection of clainms 6 through 10, which constitute al

the clains remaining in the application.

Claim6 is further illustrative of the subject natter on
appeal and reads as fol |l ows:
6. An information processing device, conprising:

a recordi ng nmedi umon which data is recorded thereon as
files, the recording nmediumincluding identification
information for identifying whether a file should be tine-
conti nuously processed or time-discontinuously processed;

reproduci ng neans for reading out data recorded on said
recordi ng medi um

buf f er nmeans having storage capacity corresponding to a
plurality of data storage units on said recording nmedi um and

control nmeans for controlling data wite-in and readout
operations for said buffer neans so that when it is judged on
the basis of the identification information read out fromsaid
recordi ng nmedi um by sai d reproduci ng neans that a sel ected
file read out from said recordi ng nedi um should be ti nme-
conti nuously processed, data contained in the selected file
are witten in a first part of said buffer neans and at the
sanme tinme data contained in the selected file are read out
froma second part
of said buffer nmeans, to thereby continuously output the data
contained in the selected file, and when it is judged on the
basis of the identification information read out fromsaid
recordi ng nmedi um by said reproduci ng neans that the sel ected
file read out fromsaid recordi ng nmedi um shoul d be tine-
di sconti nuously processed, data contained in the selected file
are witten into said buffer neans and thereafter read out
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fromsaid buffer neans, to thereby discontinuously output the
data contained in the selected file.

The follow ng references are relied on by the exam ner:

Kondo 5,177, 720 Jan. 5, 1993
Yamauchi et al.
( Yamauchi ) 5,243,582 Sep. 7, 1993

(filed July 2, 1991)
Clainms 6 to 9 stand rejected under 35 U.S.C. 8 102(e) as
bei ng antici pated by Yamauchi. C aim 10 stands rejected under
35 U S.C. 8 103. As evidence of obviousness, the exam ner
relies upon Yamauchi in view of Kondo.
Rat her than repeat the positions of the appellant and the
exam ner, reference is made to the brief and the answer for

the respective details thereof.

CPI NI ON
Essentially for the reasons set forth by appellant at
pages 4 through 7 of the brief, we reverse the rejection of
cl ai s
6 through 9 as being anticipated by Yamauchi. As such, we

al so reverse the rejection under 35 U . S.C. § 103 of claim10
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because the conbi nation of references there does not cure the
deficiencies with respect to Yanauchi al one.

Yamauchi teaches a so-called “karaoke” playback apparatus
utilizing prior art CD-ROM XA disc stores. The data structure
in which this disc is formatted is taught in Yamauchi to be
consistent with appellant's discussion in the background of
the invention as well as the conventional CD ROM sector
structures shown in Figure 1. Note also the bottom of col umm
4 of Yamauchi
I ndi cates that data structures for CD-ROM s have been
standardi zed in the art. The particular data structures shown
in Figures 2 and 5 of Yamauchi as discussed from col ums 4
through 7 are also consistent with the prior art or
conventional CD-ROM data structure of appellant's Figure 1
including a setable real-tine flag wwthin the sub node portion
of the sub-header.

Qur detailed study of Yamauchi |eads us to concl ude as
appel | ant asserts at the bottom of page 4 of the brief that
Yamauchi “does not appear to teach tine-discontinuous
processing, since with karaoke it is both unnecessary and
undesirable to do so.” This argunent is continued in the

4



Appeal No. 96-2383
Application 08/217, 418

context of claim®6 on appeal at page 5 of the brief where it
is further argued that even in the detail ed di scussions of
Figure 2 and the various portions of Figure 5 there is no
indication in these figures or the witten description portion
of the specification “that the recordi ng nmedi um cont ai ns
identification information indicating that a file should be
ti me-di scontinuously processed.” From our study of Yanauchi
we have the sane doubts as expressed at page 6 of the brief
that a conventional karaoke pl ayback apparatus has displ ays of
successi ve phrases of lyrics which appear to continuously
change in synchronismw th the nusic, thus

apparently causing these visual displays to be continuously
processed at the same tine in synchronismwth the nusic by a
control neans.

Yarmauchi does not teach in the witten description
portion or show in any of the figures that data is per se
processed in a time-continuous or tine-discontinuous nanner.
Audi o information reproduced froma CD-ROMis that type of
data that woul d be continuously processed, which would be
consistent with that portion of independent claim®6 on appeal.
However, serious doubts are raised by the absence of specific

5
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teachi ngs of tine discontinuous processing as required by
claim6 on appeal for the visual display capabilities in
Yamauchi . For the karaoke environnent of Yamauchi, there is
sinply no specific teaching that the data structure of
Yamauchi, which is consistent with the conventional data
structure of the prior art in disclosed Figure 1, is
specifically taught to permt the use of the tine
di sconti nuous or non-real-tinme setting of the appropriate flag
to process the graphic or other information in association
with the audio information tine continuously processed at
substantially the sanme tine.

For his part, the exam ner appears to nerely assert that
Yamauchi teaches the noted tine continuous and tine
di sconti nuous
capabilities in a coordinating manner. Qur study of Yamauch
does confirmthe exam ner's basic assertion that Yanmauchi
processes audio information in a tinme continuous manner but
does not confirmthat the other or graphic information is
processed in a time discontinuous manner in accordance with

the requirenents of claim®6 on appeal.
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To sustain the examner's rejection, we would need to
resort to specul ation or unfounded assunptions to supply the
factual deficiencies in the record before us. This we decline
to do.

Not e t he gui dance provided by In re Warner, 379 F.2d 1011,

1017, 154 USPQ 173, 178 (CCPA 1967), cert. denied, 389 U S

1057 (1968), reh'g denied, 390 U.S. 1000 (1968). Here, sinply

put, nore evidence is needed to convince us. To the extent
the exam ner's position may be viewed as bei ng based upon

i nherency, inherency nay not be established by probabilities
or possibilities since inherency requires a teaching nust be

necessarily present in the applied prior art. Continental Can

Co. v. Monsanto Co., 948 F.2d 1264, 1269, 20 USPQ2d 1746, 1749

(Fed. Cir. 1991) relying on In re Celrich, 666 F.2d 578, 581,

212 USPQ 323, 326 (CCPA 1981). These findings are consistent
wWith a nore recent case fromour reviewng court, Inre
Rober t son,

__F.3d ___, 49 USPQ2d 1949 (Fed. Cir. 1999).

In view of the foregoing, the decisions of the exam ner

rejecting various clains under 35 U.S.C. 8 102 and 8 103 are

rever sed.
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