THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore KIM.IN, WARREN and ONENS, Adm nistrative Patent Judges.

OVNENS, Adm ni strative Patent Judge

DECI SI ON ON APPEAL

This is an appeal fromthe exanminer’s final rejection of

clainms 3-10, which are all of the clains remaining in the

appl i cation.

1 Application for patent filed Septenber 22, 1993.
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THE | NVENTI ON
Appel  ants cl ai ma vul cani zabl e rubber conposition
contai ning a vul cani zati on accel erator having a recited
formula. Caim3is illustrative and reads as foll ows:

3. A vul cani zabl e rubber conposition containing a
vul cani zati on accel erator corresponding to the fornul a

7‘: T“
QL=
H, Hj

where A represents OH, OCOR, OR, COOR, NRR’ or CN, wherein
R, R and R are the sane or different and represent hydrogen,
or

C - C, alkyl or G - C, aryl radicals, and

R, to R, are the sane or different and represent H C, - C,
al kyl, G - C, aryl, CHOR, CHCOCR and CH,OH, or

wherein the R, R, R and R radicals are bonded to one or
nmore carbocyclic rings with 3 to 7 C atons.

THE REFERENCES

Bogemann 2,026, 863 Jan. 7, 1936
Kl ei man 2,510, 893 Jun. 6, 1950
Boustany et al. (Boustany) 3,770, 707 Nov. 6, 1973
Fujii et al. (Fujii) 4,258, 193 Mar. 24, 1981
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THE REJECTI ONS

Clainms 3-10 stand rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Boustany, Bogemann or Kl ei man, each al one or
with Fujii.

OPI NI ON

After considering appellants’ specification and the
evi dence and argunents of record, we conclude that appellants’
clainms 3, 5, 6, 9 and 10 are unclear to the extent that the
determ nati on of obviousness of the clainmed subject matter
over Bogemann, alone or with Fujii, is not possible. For this
reason, we procedurally reverse the examner’s rejection over
t hese references. Regardl ess of the claimclarity
probl em however, we are able to determ ne that that the
af orenenti oned rejections of clains 4, 7 and 8 over Bdgenann,
alone or with Fujii, and clainms 3-10 over Boustany or Kl ei man,
each alone or with Fujii, are not well founded. Accordingly,
we reverse these rejections on the nerits.

Rej ecti on over Bogemann,
alone or in view of Fujii
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Bogemann di scl oses conpounds whi ch are condensati on
products of mercaptobenzot hiazoles with aromatic sul fur
chl orides or brom des, and which are useful as vul canization

accel erators

(col. 1, lines 1-3; col. 2, lines 12-14). The aryl group to
the right of the disulfide Iinkage in Bogemann’ formula is
benzene or napht hal ene, which may be substituted wi th hal ogen,
methyl, nitro or al koxy (col. 2, lines 1-11).

Fujii discloses (col. 8, lines 1-6) at |east one conpound
which falls within the scope of the fornula recited in
appellants’ claim3. Fujii’s conpounds, however, are
di scl osed as being useful for “immobilizing enzynes, cross
i nking enzynmes and wat er-insoluble carriers, for inmobilizing
antigens or antibodies, cross linking antigens or antibodies
and water-insoluble carriers, for antigenic haptens, cross
I i nki ng proteins
and haptens, or, as enzyme imuno assay conponents, the cross
i nking of enzymes and i mmune conponents” (col. 7, |ines 50-
56) .

In appellants’ claim3, R to R are defined as foll ows:
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“R, to R, are the sane or different and represent H C, - C,

al kyl, G - C, aryl, CHOR, CHCOOR and CH,OH'. The claimthen
states, “or, wherein the R, R, R and R radicals are bonded
to one or nore carbocyclic rings with 3 to 7 C atons.” As
indicated by the “or”, the second statenent is an alternative
to the definition, but does not define RR to R. Instead, it
nmerely states what R' to R* are bonded to. Because the second

statenent is an

alternative to the definition and does not define R to R, the
claimis indefinite.

Al'so, in view of appellants’ disclosure, the nmeaning of
“bonded to one or nore carbocyclic rings with 3 to 7 C atons”
is not clear. If R to R can be bonded to one or nore
carbocyclic rings, then since the term “carbocyclic rings”

i ncludes aromatic rings,? it appears that the group to the
right of the disulfide linkage in the structure in appellants’
claim3 may be the al koxy-substituted aryl group in Bdégenmann’s

formula (col. 2, line 5). However, to get fromthe generic

2 See The Condensed Chem cal Dictionary 193 (Van Nostrand
Rei nhol d, 10th ed. 1981).
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formula in claim3 to the structure on the right in the second
row of conpounds in claim4, it appears that Rt to R nust be
menbers of a ring rather than being bonded to aring. If R
to R nust be nmenbers of the ring, then it appears that the
ring cannot be aromatic, in which case the clai mexcludes
Bogenann’ s aryl group

In sone instances, it is possible to make a reasonabl e,
conditional interpretation of clains adequate for the purpose
of resolving patentability issues to avoid pieceneal appellate
review. In the interest of adm nistrative and judici al

econony,

this course is appropriate wherever reasonably possible. See
Ex parte Saceman, 27 USPQ2d 1472, 1474 (Bd. Pat. App. & Int.
1993); Ex parte lonescu, 222 USPQ 537, 540 (Bd. App. 1984).

In other instances, however, it nay be inpossible to determ ne
whet her or not clainmed subject matter is anticipated by or
woul d have been obvi ous over references because the clains are
so indefinite that considerabl e specul ati on and assunpti ons

woul d be required regarding the meaning of terns enployed in
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the clains with respect to the scope of the clains. See In re
Steele, 305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962).

For the reason di scussed above, we consi der appellants’
claim3 and clains 5, 6, 9 and 10 whi ch depend therefrom and
do not remedy the deficiency in claim3 di scussed above, to be
sufficiently indefinite that application of Bdogemann to the
clains is not possible. On this basis, we do not sustain the
rejection under 35 U.S.C. 8 103 over Bdgemann, alone or in
view of Fujii. It should be understood that this reversal is
not a reversal on the nmerits of the rejection but, rather, is
a procedural reversal predicated upon the indefiniteness of

the cl ai ns.

Clainms 4, 7 and 8, however, recite a Markush group of
species within the generic fornmula recited in claim3. The

exam ner has not explained, and it is not apparent, why

Bogenmann,
alone or with Fujii, would have fairly suggested to one of
ordinary skill in the art a vul cani zabl e rubber conposition
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contai ning any of these species. W therefore reverse on the
merits the rejection of clains 4, 7 and 8 over Bdgenann, al one
or with Fujii.

Rej ecti ons over Boustany or Kl ei man,
each alone or in view of Fujii

We need only to address claim3, which is the only
i ndependent claim

Boust any di scl oses certain al kyl- and cycl oal kyl -nitro-
benzot hi azol yl disul fides as vul cani zati on accel erators (col.
1, line 43 - col. 2, line 2). The benzothiazolyl radical in
t hese conpounds, unlike that in appellants’ conpounds, is
substituted in the 5 or 6 position with a nitro radi cal
Al so, the “R’ group in Boustany’s structural formula (col. 1
lines 48-56) is al kyl or cycloal kyl and, therefore, differs
fromthe polar group to the right of the disulfide |linkage in

the formula in appellants’ claim 3.

Kl ei man di scl oses a net hod for nmaking unsynmetri cal
organic disulfides (col. 1, lines 8-16). The exam ner does
not point to any particular conpounds in Kleimn as being

simlar to appellants’ clained conposition.
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The exam ner does not explain why Boustany or Kl ei man,
taken al one, would have fairly suggested appellants’ cl ai ned
invention to one of ordinary skill in the art. W therefore
reverse the rejections over these references applied
i ndi vi dual |y.

Regardi ng the conbi nation of these references with Fujii,
t he exam ner argues that it would have been obvious to one of
ordinary skill in the art to use Fujii’s conpounds as
vul cani zation accel erators because their structures are
sufficiently simlar to those of known dithi obenzot hi azol e
vul cani zati on accel erators (answer, page 4).

Structural simlarity is sone evidence of obviousness and
is a factor to be taken into account, along with other
rel evant factors, when determ ning obvi ousness of appellants’
clainmed invention. See In re Mehta, 347 F.2d 859, 863-64, 146
USPQ 284, 287 (CCPA 1965). “Wen the PTO seeks to rely upon a
chem cal theory, in establishing a prinma facie case of
obvi ousness, it nust provide evidentiary support for the
exi stence and neani ng of
that theory. [citation omtted] The known structural
rel ati onshi p between adj acent honol ogs, for exanple, supplies
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a
chem cal theory upon which a prinma facie case of obvi ousness
of a
conmpound may rest.” In re Gose, 592 F.2d 1161, 1167-68, 201
USPQ 57, 63 (CCPA 1979).

The exam ner has not explained why Fujii’s conpounds are
adj acent honol ogs of the conpounds di scl osed by Boustany or
Kl ei man, or provided evidentiary support which shows that any
structural simlarity between Fujii’s conmpounds and those of
Boustany or Kleiman is sufficient that one of ordinary skil
in the art would have had a reasonabl e expectation that
Fujii’s conmpounds, |ike those of Boustany or Kleimn, would be
useful as vul cani zation accel erators. Consequently,
regardl ess of the neaning of RR to R in appellants’ clainms, we
are able to determne that the exam ner has not carried his
burden of establishing a prinma facie case of obvi ousness of
appel l ants’ clained invention over the conbi ned teachings of
ei ther Boustany or Kleinman, taken with Fujii. Accordingly, we
reverse on the nerits the rejections over these conbinations

of references.
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RENMAND
We remand the application to the exam ner for the
exam ner and appellants to clarify the clai mlanguage and
explain their positions regarding the patentability of the

clarified clains.

DECI SI ON
The rejections of clainms 3-10 under 35 U S.C. § 103
over Boustany, Bdgemann or Kl ei man, each alone or with Fujii,
are reversed.

REVERSED and REMANDED

EDWARD C. KI M.I'N )
Adm ni strative Patent Judge )
)
|
CHARLES F. WARREN ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
TERRY J. OWENS )
Adm ni strative Patent Judge )
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