THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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Before JOHN D. SMTH, GARRI S, and LI EBERVMAN, Admi nistrative
Pat ent Judges.

GARRI S, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of claims 6, 9, 10 and 13-15 which are all of the clains

pending in the application.

! Application for patent filed August 11, 1993.
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The subject matter on appeal relates to a process for
attaching an optical fiber to a glass integrated optical
conponent as well as to the article resulting fromthis
process. The process conprises the steps of nmachining the
conponent, subjecting the resulting machine surface to attack
by an acid solution, treating the surface with a sil ane
adhesi on pronoter and gluing an optical fiber to the treated
surface. This appeal ed subject matter is adequately
illustrated by independent claim 14 which reads as foll ows:

14. A process for attaching an optical fiber to a glass
i ntegrated optical conponent conprising the steps of

machi ning a regi on of said conponent to expose a machi ned
gl ass surface,

subj ecting said nmachi ned surface to attack by an acid
sol uti on,

treating said surface with a silane adhesi on pronoter, and
gluing an optical fiber to the treated surface.
The references relied upon by the exam ner as evidence of

obvi ousness are:

Hartlein 3,702,783 Nov. 14,
1972

Deneka et al. (Deneka) 4,767,430 Aug. 30,
1988

Bil kadi et al. (Bilkadi) 5, 307, 438 Apr
26, 1994
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(filed Aug. 13, 1992)

Al'l of the clains on appeal stand rejected under 35 U.S. C
8 103 as being unpatentabl e over Deneka in view of Hartlein and
Bi | kadi .

We cannot sustain this rejection.

Deneka teaches adhering or bonding a glass fiber to a
surface of a glass conponent (e.g., see figures 7 and 8 of the
drawi ng and the specification disclosure relating thereto).
However, the Deneka reference contains no teaching or
suggestion of treating the aforenentioned surface with a silane
adhesi on pronoter as required by the clains on appeal.
Concerning this deficiency, the exam ner concludes that it
woul d have been obvious for one with an ordinary |evel of skil
inthe art to treat Deneka’ s conponent surface with silanes of
the type and for the reasons taught by Hartl ein.

We cannot agree. As correctly pointed out by the
appel lants, Hartlein teaches the use of silanes to inprove the
bondi ng of siliceous surfaces, such as glass, to organic resins
(e.g., see the abstract and lines 58-65 in colum 2). W

consi der the record before us inadequate to establish that
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Hartlein's disclosure of using silanes to inprove the bond of
gl ass-to-resin woul d have suggested using silanes to inprove
the bond of glass-to-glass in Deneka s process. 1ln re

O Farrell, 853 F.2d 894, 903, 7 USPQ2d 1673, 1680-1681 (Fed.

Gr. 1988).

In short, the fact that Deneka and Hartlein are
respectively directed to differing materials mlitates against
the exam ner’s conclusion that the latter would have suggested
nodi fying the fornmer in the manner proposed with a reasonabl e
expectation of success. For this reason, it is our ultimte
determ nation that the exam ner has failed to carry his burden

of establishing a prima facie case of obviousness on the record

before us. As a consequence, we cannot sustain the exam ner’s
8 103 rejection of the appeal ed clains as being unpatentabl e
over Deneka in view of Hartlein and Bil kadi .

The deci sion of the exam ner is reversed.

REVERSED

JOHN D. SM TH )
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Adm ni strative Patent Judge

BOARD OF PATENT

BRADLEY R GARRI S APPEALS
Adm ni strative Patent Judge AND
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PAUL LI EBERVAN
Adm ni strative Patent Judge
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REVERSED

Prepared: April 20, 2001



