THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RAY R AYERS and DONALD W ALLEN

Appeal No. 96-2247
Application No. 08/218, 488!

ON BRI EF

Bef ore FRANKFORT, MQUADE, and NASE, Administrative Patent
Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 3, which are all of the clains

pending in this application.?

! Application for patent filed March 28, 1994.

2 The appellants' reply brief (Paper No. 15, filed Cctober
16, 1996) anended claim 1l to overcone the new ground of rejection
set forth in the examner's answer (Paper No. 10, nuailed
Septenber 18, 1995). Based upon the anendnent to claim1l1, the
suppl enment al exam ner's answer (Paper No. 18, mailed March 21,
1997) withdrew t he new ground of rejection.
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We REVERSE.
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BACKGROUND

The appellants' invention relates to a marine spar platform
A copy of clainms 1 through 3 appears in the appendix to the

appel lants' reply brief.

The prior art references of record relied upon by the
exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Tal | man 3, 696, 325 Cct. 3, 1972
W de 3,717, 113 Feb. 20, 1973

Every et al. (Every), Vortex-Excited Vibrations of Cylinders and

Cabl es and Their Suppression, Ccean Engng., Vol. 9, No. 2,
pp. 135-157 (1982)

Clainms 1 through 3 stand rejected under 35 U . S.C. 8§ 103 as

bei ng unpatentable over Wlde in view of Tallnman and Every.

Rat her than reiterate the conflicting viewoints advanced by
the exam ner and the appellants regarding the 8 103 rejection, we
make reference to the examner's answer for the examner's
conpl ete reasoning in support of the rejection, and to the
appel l ants' brief (Paper No. 9, filed June 30, 1995) for the

appel l ants' argunents thereagai nst.
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OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articul ated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it is
our conclusion that the evidence adduced by the exam ner is not

sufficient to establish a prima facie case of obvi ousness with

respect to clainms 1 through 3. Accordingly, we wll not sustain
the examner's rejection of clains 1 through 3 under 35 U.S. C

8 103. Qur reasoning for this determ nation foll ows.

In rejecting clains under 35 U. S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prinma facie case of

obvi ousness. See In re Rijckaert, 9 F.3d 1531, 1532, 28 USPQd

1955, 1956 (Fed. Cir. 1993). A prima facie case of obviousness

is established by presenting evidence that the reference

t eachi ngs woul d appear to be sufficient for one of ordinary skil
in the relevant art having the references before himto make the

proposed conbi nation or other nodification. See In re Lintner, 9

F.2d 1013, 1016, 173 USPQ 560, 562 (CCPA 1972). Furthernore, the

conclusion that the clainmed subject matter is prima facie
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obvi ous nust be supported by evidence, as shown by sone objective
teaching in the prior art or by know edge generally available to
one of ordinary skill in the art that woul d have | ed that

i ndi vidual to conbine the relevant teachings of the references to

arrive at the clained i nvention. See In re Fine, 837 F.2d 1071,

1074, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). Rejections based on
8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt that
the invention is patentable, resort to specul ation, unfounded
assunption or hindsight reconstruction to supply deficiencies in

the factual basis for the rejection. See In re Warner, 379 F.2d

1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied, 389 U S.

1057 (1968).

Wth this as background, we turn to the examner's rejection

of claim1l.

Claim1l recites a marine spar platformconprising an
essentially vertical cylindrical buoyant vessel and a shroud
surroundi ng the essentially vertical cylindrical buoyant vessel.

Claim1l further recites that the shroud conprises two essentially
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perpendi cul ar intersecting sets of fiberglass elenents, wherein
t he open area between the fiberglass el enents exceeds about 40%

of the total shroud area.

The exam ner, at pages 3-4 of the answer, determ ned that

W | de discloses the basic clained structure including a
marine spar platformw th an essentially cylindrical vessel
50, a shroud 52 surrounding the vessel and standoffs 73, 77,
78. Not disclosed by Wlde is the particular clainmd shroud
including intersecting sets of elenents.

The exam ner then determ ned that Tallman and Every teach shrouds
of two essentially perpendicular intersecting sets of elenents
and concl uded t hat
It woul d have been obvious to a person of ordinary skill in
the art at the tine the invention was nade to formthe
shroud of Wlde in the manner taught by Tall man and Vort ex

[ Every] including two essentially perpendicular intersecting
sets of elenent [sic, elenents] in order to provide inproved

fluid flow past the cylindrical vessel. Additionally, it
woul d have been an obvi ous choice of engineering design to a
person of ordinary skill in the art at the tine the

i nvention was nmade to formthe shroud of Wlde, as nodified
by Tall man and Vortex [Every] above, of the particul ar

di mrensions for inproved flow and of fiberglass for high
strengt h.

The appel l ants' argue (brief, pp. 3-4) that a prinma facie
basis for the rejection is not presented by the applied prior
art. W agree. It is our opinion that Tallman and Every woul d

not have suggested nodifying Wlde's shroud 52 to be two
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essentially perpendicular intersecting sets of elenents since
that woul d have resulted in the shroud 52 being porous. WIlde's
shroud 52 is disclosed as being a buoyant nenber 52. W] de

di scl oses (colum 6, |ines 22-47) that

[t] he buoyant nenbers 52 are generally hollow structures and
their effective buoyancy may be varied by allow ng water to
flowinto or forcing water out of the internal spaces wthin
the foil nmenbers. In this way, the net buoyancy of entry
tube 50 and the various structures connected thereto (not

i ncluding central sphere 10) may be adjusted about a neutral
buoyancy so as to be capable to providing a net positive or
a net negative buoyancy of entry tube 50 and the attached
structures. It should be noted that when the access
apparatus (e.g., entry tube and attached structures), are in
functional relationship to the sub-sea structure as shown in
FIG 4, the access apparatus nmay have either a negative or a
positive net buoyancy and still achieve the desired righting
action by neans of buoyant foil nenbers 52. This may be best
illustrated by noting that increasing the weight at the

| oner end of entry tube 50 will decrease the buoyancy of the
access neans and still give the desired vertically floating
characteristic as a result of buoyant foils 52. Therefore,
the choice of positive, negative or neutral buoyancy for the
access nmeans when in functional disposition with respect to
the sub-sea structure will depend on the structural details
and the anchoring or nooring for the sub-sea structure.

Thus, it is our opinion that one skilled in the art would not
have nodified Wl de's nenber/shroud 52 to be porous since that

woul d have negated the primary purpose of the nmenber/shroud 52.

Addi tionally, the appellants argue that the applied prior

art would not have suggested the limtations of claim1l that the
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shroud (1) include intersecting sets of fiberglass elenents, or

(2) have a "porosity" (i.e., open area) greater than 40%

Qur review of Tallman and Every reveal s that the teachings
therein woul d not have rendered the above-identified limtations
obvious to one of ordinary skill in the relevant art at the tine
of the appellants' invention. |In that regard, we see no teaching
in Tall man and/ or Every that woul d have suggested nodi fying WIde
to include a shroud having intersecting sets of fiberglass
el ements as set forth in claiml1l. Contrary to the examner's
assertions, we find no teaching in the applied prior art that
woul d have suggested a shroud having intersecting sets of
fiberglass elements. VWhile fiberglass may be known for its high
strength, we see no notivation in the applied prior art, of why
one skilled in the art would have nodified the device of Wlde to
i nclude a shroud conprising two essentially perpendicul ar
intersecting sets of fiberglass elenments. Furthernore, the
exam ner has not set forth an effective line of reasoning of why
a shroud having a "porosity” (i.e., open area) greater than 40%
woul d have been an obvi ous choice of engineering design to a
person of ordinary skill in the art at the tinme the invention was

made.
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In summary, we see no notivation in the applied prior art,
of why one skilled in the art would have nodified the device of
Wl de to have a shroud conprising two essentially perpendi cul ar
intersecting sets of fiberglass elenents, wherein the open area
between the fiberglass el enents exceeds about 40% of the total
shroud area. Thus, it appears to us that the exam ner has
engaged in a hindsight reconstruction of the clained invention.
This, of course, is inpermssible.® Since the exam ner's
rejection was based upon an erroneous obvi ousness determ nati on,
the exam ner has failed to neet the initial burden of presenting

a prima facie case of obviousness.* Thus, we cannot sustain the

exam ner's rejection of appeal ed i ndependent claim1, or clains 2

and 3 which depend therefrom under 35 U. S.C. § 103.

CONCLUSI ON

To summarize, the decision of the examner to reject clains
1 through 3 under 35 U.S.C. 8 103 is reversed.

REVERSED

S |Inre Fine, supra; In re Warner, supra.

“ Note In re Rijckaert, supra; In re Lintner, supra;, and ln
re Fine, supra.
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CHARLES E. FRANKFORT
Adm ni strative Patent Judge

BOARD OF PATENT

JOHN P. McQUADE APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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