TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina

rejection of clainms 24 through 30. These clains constitute

Application for patent filed Septenber 24, 1993. According to
appellant, this application is a continuation of application serial no.
07/789,599, filed Novenmber 8, 1991, now abandoned, which is a divisional of
application serial no. 07/556,081, filed July 24, 1990, now U. S. Patent No.
5,074, 840, issued Decenber 24, 1991.
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all of the clainms pending in this application.

W REVERSE and REMAND

BACKGROUND

The cl ains on appeal are drawn to nethods of manipul ating
ti ssue and packing during an endoscopically perforned
operative procedure and to a nethod of perform ng an
endoscopi ¢ operative procedure. An understanding of the
I nvention can be derived froma reading of exenplary claim?24
whi ch appears on pages 18 and 19 of appellant's main brief.

The reference applied in the final rejection is:

Lee 682, 090 Sep. 3, 1901

The following rejection is before us for review

Clainms 24 through 30 stand rejected under 35 U . S.C. 8§ 103
as being unpatentabl e over Lee.?

Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appell ant regardi ng the above-noted

2 Caims 24 through 30 were also rejected in the final rejection on the
ground of obviousness-type double patenting. However, subsequent to the fina
rejection, a termnal disclainer was filed (Paper No. 9). Since the
obvi ousness-type doubl e patenting rejection has not been repeated in the
exam ner's answer, we understand that the rejection has been overconme by the
term nal disclainer.
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rejection, we make reference to the final rejection (Paper No.
6) and the exam ner's answer (Paper No. 16) for the conplete
reasoning in support of the rejection, and to the corrected

mai n

brief (Paper No. 15) and reply brief (Paper No. 17) for the
appel l ant' s argunents thereagai nst.
OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant's specification and
clains, to the applied prior art reference, and to the
respective positions articulated by the appellant and the
exam ner. As a consequence of our review, we neke the
det erm nati ons which follow

Initially we note that on pages 2-5 of the main brief,
the appell ant requests that we consider the clains as anended
by an anmendnent (Paper No. 8) filed after the final rejection
and which was refused entry by the exam ner (Paper No. 10).
We nust point out, however, that under 35 U S. C. § 134 and 37
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CFR 8 1.191, appeals to the Board of Patent Appeals and
Interferences are taken fromthe decision of the primry

exam ner to reject clains. W exercise no general supervisory
power over the exam ning corps and decisions of prinmary

exam ners to deny entry of amendnents are not subject to our

review. See Manual of Patent Exam ning Procedure (MPEP) 88

1002. 02(c) and 1201 (7th ed., Jul. 1998); In_

re Mndick, 371 F.2d 892, 894, 152 USPQ 566, 568 (CCPA 1967)
and

In re Deters, 515 F.2d 1152, 1156, 185 USPQ 644, 648 (CCPA

1975). Inasnuch as consideration of the clains as anmended
subsequent to the final rejection would, in effect, overrule
the exam ner's decision to refuse entry of the anendnents, we
decline to take such action.

Clainms 24 through 26 recite a nethod of nanipul ating
ti ssue during an endoscopically perforned operative procedure.
Clainms 27 through 29 set forth a method of packing during an
endoscopically performed operative procedure. Caim30 calls

4
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for a nethod of perform ng an endoscopi ¢ operative procedure.
Thus, we agree with appellant that each and every claimis
limted specifically and unequivocally to a particul ar

conbi nation of steps to be performed during or in the course
of an endoscopic-ally performed operative procedure.

The patent to Lee discloses a "surgical dressing packer”
useful "for packing antiseptic gauze or other surgica
dressing into the uterus or deep-seated abscesses or wounds”
(lines 9-13). There is no nention in Lee of any
endoscopically performed operative procedure nmuch | ess any
teachi ng or suggestion that the
di scl osed apparatus woul d be useful in perform ng endoscopic
surgery.

In applying the test for obviousness,® we reach the
concl usion that the clainmed nethod woul d not have been
suggested by the applied prior art. Specifically, we see no
suggestion in the applied prior art of using the apparatus

di scl osed therein in an endoscopically perforned operative

3 The test for obviousness is what the conbined teachings of the
references woul d have suggested to one of ordinary skill in the art. See In
re Young, 927 F.2d 588, 591, 18 USPQ@d 1089, 1091 (Fed. Cir. 1991) and ln re
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981).
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procedure. Thus, we nust conclude that the exam ner used
I nper m ssi bl e hi ndsi ght.*

For the above reasons, the exam ner's rejection of
appel lant’s clains 24 through 30 under 35 U.S.C. § 103 as
bei ng unpatentabl e over Lee will not be sustai ned.

REMAND TO THE EXAM NER

The specification indicates that prior to appellant's
i nvention, nethods of packing an internal operative site
duri ng

open surgery were well known. The appellant also admts that

prior to his invention nethods for exposing and mani pul ati ng

ti ssue during endoscopically perfornmed operative procedures

4 The conclusion that the clained subject matter is obvious nust be
supported by evidence, as shown by some objective teaching in the prior art or
by know edge generally available to one of ordinary skill in the art that
woul d have |l ed that individual to conbine the relevant teachings of the
references to arrive at the clained invention. See In re Fine, 837 F.2d 1071,
1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). The exam ner may not, because of
doubt that the invention is patentable, resort to specul ati on, unfounded
assunption or hindsight reconstruction to supply deficiencies in the factua
basis for the rejection. See In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173,
177 (CCPA 1967), cert. denied, 389 U S. 1057 (1968).
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wer e known, al beit inadequate. The specification also

di scl oses that it was known prior to appellant's invention to
renove body fluids fromthe operative site for externa
col l ection using suction equi pnent during endoscopically
performed operative procedures. See, specification, pages 1
and 2.

Accordingly, we remand this application to the exam ner
to consider the clained subject nmatter relative to the
endoscopi -cal ly perfornmed operative procedures known prior to
appel lant's invention and to determne if the clained subject
matter is patentable under 35 U.S.C. § 102 and § 103 over the
known endoscopi cally perforned operative procedures al one or
in conbination with other prior art, such as, the patent to
Lee.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clainms 24 through 30 under 35 U.S.C. 8§ 103 is reversed.
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Addi tionally, we have remanded the application to the
exam ner for consideration of issues relating to prior art.

REVERSED AND RENMANDED

| RWN CHARLES COHEN )
Adm ni strative Patent Judge )
)
)
) BOARD OF PATENT
MURRI EL E. CRAWORD ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
)
JOHN F. GONZALES )
Adm ni strative Patent Judge )
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