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DECI SI ON ON APPEAL
This is an appeal fromthe final rejection of clains 1 to 5,
10, 13 to 16, 18, 21, 28 and 30 to 35. O the other clains in
the application, clains 6 to 9, 11, 12, 17 and 19, 20, 26 and 27

are indicated as allowed and clains 22 to 25 and 29 stand wt h-

lppplication for patent filed July 21, 1993
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drawn from consi deration as being directed to a nonel ected
invention. 37 CFR 1.142(b).2

The subject at issue is defined by claim1l as follows
(nunbers in brackets added for convenience):

1. A system for thernolysis of dermatol ogical tissue
in an area under the surface thereof with visualization
of said area which is sufficiently small to be hand
hel d, which conprises [i] a housing, [ii] a window in
sai d housing providing a port for illum nation
emanating fromw thin said housing and di sposed and
[sic: in] proximty to the tissue surface above said
area, [iii] means for projecting a | aser beamfromsaid
housi ng t hrough said wi ndow, [iVv] neans in said
projecting means for focusing said beam at sel ected

| ocations in said area at spots sufficiently small in
cross-section and of power and duration of said beamto
cause | ocalized thernolysis of the tissue at each of
said spots, [v] said projecting neans al so includi ng
means in said housing for deflecting said beamto

| ocate each of said spots at each of said sel ected

| ocations one at a tinme and stop said beam and [vi]
means in said housing for visualizing said area while
said beamis deflected thereby verifying that each of
said spots is at each of said selected |ocations.

The references applied in the final rejection are:

Sut t on 4,617, 926 Cct. 21, 1986
Taboada et al. (Taboada) 5,112, 328 May 12, 1992

2A rejection of claims 6 to 9, 11, 12, 26 and 27 under 35 USC § 112,
made in the final rejection, was, according to the advisory action mailed
January 27, 1995 (Paper No. 7), overconme by the anendnent filed January 12
1995.

3\ note that in line 3 of claim1, the expression “which is
sufficiently small to be hand held” is so positioned as to appear to nodify

“area” rather than “housing”. The claimshould be amended so that this
expression is positioned as it is in claim30, i.e., follow ng “housing”, and
we will interpret claim1 as if it had been so anended.
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Buys et al. (Buys) 5, 336, 217 Aug. 09, 1994
(Filed Jun. 05, 1992)

Keel er Ophthalmc, Inc. Brochure of Ophthal noscopes, pp 1-11, (no
date). (Keeler)

Met al aser Technol ogies, Inc. “CVL Network News” Bulletin, Spring
1992, pp 1-8. (Metal aser)

The clainms on appeal stand finally rejected under 35
USC 8§ 103 as unpatentable over the foll ow ng conbi nati ons of
ref erences:

(1) Caims 1, 3, 4, 10, 13 to 16, 18, 28, 30 and 32 to 35,
Buys in view of Taboada and Keel er;

(2) Cainms 2 and 31, Buys in view of Taboada, Keeler and
Sut t on;

(3) daimb5, Buys in view of Taboada, Keeler and Metal aser.

W will first consider the rejection of claim1, particu-
larly in relation to parts [iv] and [v] thereof. Each of these
parts calls for a neans plus function, and therefore nust be
interpreted as covering “the correspondi ng structure .
described in the specification and equival ents thereof.” 35 USC

8 112, sixth paragraph; In re Donaldson Co., Inc., 16 F.3d 1189,

1193, 29 USPQ 2d 1845, 1850 (Fed. Cir. 1994).

Part [iv] of claim1l recites a “neans in said projecting
means for focusing said [l aser] beam at selected |locations in
said area . . . . 7. In appellants’ specification, the nmeans for
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focusing the |aser is described thus (page 11, lines 11 to 17):

The | aser energy is delivered by the optical fiber

cable 22 to a fiber ferrule or coupler 66 from which

the incom ng beam projects and is focused by a | ens 68.

Lens 68 nomnally collimtes the beam A focus

mechani sm 69, which may be either manual or el ectro-

mechani cal, sets the depth below the surface that the

| aser light is focused. The focus nechani sm 69 noves

lens 68 in the z direction relative to ferrul e 66.

The exam ner does not identify any structure in the primry
reference (Buys) which would be the equival ent of the novabl e-
| ens focusing nmechani sm descri bed by appellants, nor do we find
any such structure therein. |In fact, as appellants assert in the
par agraph bridging pages 7 and 8 of their brief, the Buys
apparatus is fixed focus; as Buys states in colum 12, lines 3 to
8, the two-lens doublet 12, 13 which constitutes the imaging |ens
system 10 is “axially inmobilized and integral with frame 3 via
mounting 14". Thus, Buys does not disclose a nmeans for focusing
as recited in claim1.

Part [v] of claiml recites a “neans in said housing for
defl ecting said beamto |ocate each of said spots . . . .7 In
appel l ants’ device, the structure which perforns this function is

the two-mrror deflection system (specification, pages 10 to 11),

together with the shutter 72, which has a position so that the
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| aser beam can be used “as a spotter or tracking beamto |ocate

the sites to be treated” (page 13, lines 11 to 13). Buys does

not di scl ose any such equivalent structure. Wile the Buys
device contains a deflection systemand a shutter, the Buys

defl ection system does not deflect the |aser beam per se, but
rather deflects the end 9 of the optical fiber fromwhich the

| aser beam energes (colum 14, lines 28 to 61). Also, Buys’
shutter is not constructed to allow deflection of the beamto

| ocate each of the spots, but rather only opens after the end 9
of the fiber is in position for the next “shot” (colum 18, I|ines
6 to 11). In other words, appellants’ disclosed structure

defl ects the | aser beam across the area of the tissue to the next
spot to be “shot”, while the Buys apparatus, instead of

defl ecting the beam deflects the end of the fiber optic cable to
a position where by opening the shutter, it can then deliver the
next “shot”. The apparatus disclosed by Buys therefore does not
performthe sane function as appellants’ clainmed defl ecting
means, and is not equivalent to the structure disclosed by

appel lants for performng the recited function of the deflecting
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nmeans.

Cl aim 30, the other independent claimon appeal, recites
simlar nmeans which |ikew se find no response in Buys.

The secondary references, Taboada, Keeler, Sutton and
Met al aser, were cited by the exam ner as evidence of the

obvi ousness of various clained [imtations ot her than those

which we find above to be lacking in Buys. W find no disclosure
in any of these references which would supply the above-noted
deficiencies of Buys.

Accordingly, we wll not sustain the rejection of indepen-
dent clainms 1 and 30 or, it follows, of dependent clains 2 to 5,
10, 13 to 16, 18, 21, 28 and 31 to 35.

The exam ner’s decision to reject clains 1 to 5, 10, 13 to
16, 18, 21, 28 and 30 to 35 is reversed.

REVERSED

| AN A. CALVERT
Adm ni strative Patent Judge )

|
) BOARD OF PATENT
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WLLIAM F. PATE, 111 ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)
)
JEFFREY V. NASE
Adm ni strative Patent Judge )
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