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The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

! Application for patent filed Novenber 22, 1993.

According to appellants, this application is a continuation of

Application 07/963,002, filed October 19, 1992, abandoned;
which is a continuation of Application 07/750,232, filed
August 20, 1991, abandoned; which is a continuation of
Application 07/419,690, filed October 11, 1989, abandoned.
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CGeor ges Boussi gnac and Jean-C aude Labrune (the
appel  ants) appeal fromthe final rejection of clains 11-13,
15 and 16, the only clains remaining in the application.

W AFFI RM

The appellants' invention pertains to a respiratory
assi stance device. Independent claim1l1l is further
illustrative of the appeal ed subject nmatter and a copy thereof
may be found in EXHIBIT A of the brief.

The references relied on by the exam ner are:

Baum et al. (Baum'530) 4,270,530 Jun. 02,
1981
MG ail 4,584, 998 Apr. 29,
1986
Weerda et al. (Werda) 4, 630, 606 Dec. 23,
1986
Br own 4,813, 431 Mar. 21,
1989
Baum ( Baum ' 896) 2 114 896 Sep. 01
1983

(Geat Britain)
Clainms 11-13, 15 and 16 stand rejected under 35 U. S. C
8§ 112, first paragraph, as being based upon an ori gi nal
di scl osure which fails to provide descriptive support for the

subj ect matter now bei ng cl ai ned.
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Clainms 11 and 12 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Werda in view of Baum' 896 and
MG ail .

Clains 13, 15 and 16 stand rejected under 35 U.S.C. § 103
as bei ng unpatentable over Werda in view of Baum' 896, Brown
and Baum ' 530. 2

The rejections are explained on pages 2-4 of the final
rejection (Paper No. 33). The argunents of the appellants and
exam ner in support of their respective positions may be found
on pages 2-11 of the brief, pages 1-3 of the reply brief,
pages 5 and 6 of the answer, and page 2 of the suppl enental

answer .

OPI NI ON
At the outset, we note that on page 3 of the brief the
appel lants state that the rejected clains stand or fall
together. Accordingly, dependent clains 12, 13, 15 and 16
will stand or fall with independent claim1l. 37 CFR §

1.192(c) (7).

21t would appear that the exam ner also intended to
i nclude MG ail.
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We have carefully reviewed the appellants' invention as
described in the specification, the appealed clains, the prior
art applied by the exam ner and the respective positions
advanced by the appellants in the brief and reply brief, and
by the exami ner in the answer and suppl enental answer. As a
consequence of this review, we will sustain the rejections of
clainms 11-13,

15 and 16 under 35 U.S.C. § 103. W wll not, however,
sustain the rejection of clainms 11-13, 15 and 16 under 35
US C 8§ 112, first paragraph.

Considering first the rejection of clainms 11-13, 15 and
16 under 35 U.S.C. 8§ 112, first paragraph, we initially
observe that the description requirenent found in the first
paragraph of 35 U.S.C. 8 112 is separate fromthe enabl enment

requi renent of that provision. See Vas-Cath, Inc. v.

Mahur kar, 935 F.2d 1555, 1560-64, 19 USPQ2d 1111, 1114-17

(Fed. Cir. 1991) and In re Barker, 559 F.2d 588, 591, 194 USPQ
470, 472 (CCPA 1977), cert. denied, 434 U.S. 1238 (1978).

Wth respect to the description requirenent, the court in Vas-
Cath, Inc. v. Mahurkar at 935 F.2d 1563-64, 19 USPQ2d 1117

st at ed:
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35 U.S.C. 8§ 112, first paragraph, requires a

"witten description of the invention” which is

separate and distinct fromthe enabl enent

requi renent. The purpose of the "witten

description” requirement is broader than to nmerely

expl ain how to "make and use"; the applicant nust

al so convey with reasonable clarity to those skilled

inthe art that, as of the filing date sought, he or

she was in possession of the invention. The

invention is, for purposes of the "witten

description” inquiry, whatever is now clai ned.

: drawi ngs al one may be sufficient to
provide the "witten description of the invention”
required by 8 112, first paragraph.

Here, the exami ner believes that there is no adequate
descriptive support in the original disclosure for the
recitation of "controlling a cyclic flow of respiratory gas
supplied to a patient” as set forth in i ndependent claim11l,
apparently because "not all ventilation techni ques are cyclic"
(see answer, page 3). In our view, however, adequate
descriptive support for the limtation in question may be
found on page 5, |line 28, through page 6, line 21, of the
specification. Note in particular the reference to "a
conplete respiratory cycle,” "period of inspiration and the
period of expiration whilst observing the idle tines" and "the
end of the expiration cycle" on page 6 of the specification.

The answer al so states that:
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"Where does applicants' original disclosure state
that both sensors are used to control nornma
ventilation?" Nowhere does appellants' origi nal
di scl osure discuss or define "normal ventilation”
and what they nean by these terns. [Page 3.]

W are at a conplete |loss to understand the exam ner's
position. The clainms on appeal do not require that both

sensors be used to control "normal ventilation" or, for that

matter, make any reference whatsoever to "normal ventilation.

In view of the above, we will not sustain the rejection
of clains 11-13, 15 and 16 under 35 U. S.C. § 112, first
par agr aph.

Turning to the rejections of clainms 11-13, 15 and 16
under 35 U.S.C. §8 103, the appellants do not argue that it
woul d have been unobvi ous to conbine the teachings of the
references in the manner proposed by the exam ner. |nstead,
t he appel l ants focus on the teachings of Werda, stating that:

It is evident that in Werda's system
respiratory ventilation is controlled by the
measurenent of the intratracheal pressure by
pressure probe 5 which, of course, neasures the
pressure within the trachea rather than within the
ballonet. Only in the case of "disturbances” in the
operating conditions of the device (colum 4, lines
18-25) is any corrective or renedial action taken,
and this action consists only of deflating the
bal | oon sl eeve 3 and switching the operation of the
respirator 44 until the disturbance has been
elimnated (columm 4, lines 45-48).
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By contrast, in the present invention,

measurenent of the pressure within the ballonet is

used to control the flow of respiratory gas under

normal operating conditions. [Brief, pages 8 and

9.]

Wth respect to this argunent, we nust point out that
i ndependent claim 11 broadly recites:

el ectronic control neans controlled by said signals

for controlling a cyclic flow of respiratory gas

supplied to a patient.
As the appellants recogni ze, electronic control signals from
pressure receivers 10 (which provide voltage signals in
response to the pressure in balloon sleeve 3 via probe 6) and
45 (which provide voltage signhals in response to the pressure
in the intratracheal space 2 via probe 5) are used to control
the flow of respiratory gas in the respirator 44 of Werda.
The appel | ants have correctly noted that the control signals
fromthe pressure receiver 10 only function to "swtch" the
operation of Werda's respirator 44 in the case of
"di sturbances.” \What the appellants overl ook, however, is
that when the control signals fromthe pressure receiver 10
"sw tches" the operation of Werda's respirator, it causes the

respirator to switch fromone type of cyclic flow to another

type of cyclic flow That is, it switches the respirator from
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"cl osed" ventilation wherein the tracheal pressure is taken
into account in determning the amobunt of gas supplied during
ventilation to "open" ventilation wherein the tracheal

pressure is not taken into account in determ ning the anount

of gas supplied during ventilation (see, e.g., colum 2, lines
1-7). In either case, the ventilation (and, hence, flow is
"cyclic." Accordingly, giving the above-noted recitation in

claim 1l its broadest reasonable interpretation,® we are of
the opinion that the control signals of Werda can be
considered to control "a cyclic flow' of the respiratory gas
as broadly clainmed. Wile we appreciate the fact that there
are differences in operation between the appellants' device
and that of Werda, these differences sinply have not been set
forth in claim1l.

In view of the foregoing, we will sustain the rejections

under 35 U S.C. § 103 of clains 11 and 12 based on the

1t is well settled that the term nology in a pending
application's clains is to be given its broadest reasonable
interpretation (In re Mrris, 127 F.3d 1048, 1056, 44 USPQd
1023, 1028 (Fed. Cr. 1997) and In re Zletz, 893 F.2d 319,
321, 13 UsSPQ2d 1320, 1322 (Fed. Cir. 1989)) and limtations
froma pending application's specification will not be read
into the claims (§olund v. Misland, 847 F.2d 1573, 1581-82, 6
usP@d 2020, 2027 (Fed. Cir. 1988)).
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conbi ned teachi ngs of Werda, Baum'896 and McGail and of
clainms 13, 15 and 16 based on the conbi ned teachi ngs of
Werda, Baum ' 896, Brown and Baum ' 530.

I n summary:

The rejection of clains 11-13, 15 and 16 under 35 U. S. C
§ 112, first paragraph, is reversed.

The rejections of clainms 11-13, 15 and 16 under 35 U. S.C.

8§ 103 are affirned.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

AFFI RVED

James M Mei ster
Adm ni strative Patent Judge

Charles E. Frankfort BOARD OF
PATENT
APPEALS AND

| NTERFERENCES

Adm ni strative Patent Judge

Murriel E. Crawford
Adm ni strative Patent Judge

tdc
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Marshall, O Toole, Gerstein
Murray & Borun

6300 Sears Tower

233 Sout h Wacker Drive

Chi cago, |IL 60606-6402
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