THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DAVID J. ST. CLAIR and JAMES R ERI CKSCN

Appeal No. 96-1781
Appl i cation 08/389, 5211

ON BRI EF

Before WNTERS, JOHN D. SM TH and OAENS, Adni ni strati ve Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of

claine 13 and 14 and refusal to allow clains 11 and 12 as

1 Application for patent filed February 16, 1995.
According to appellants, the application is a division of
Application 08/ 262,818, filed June 21, 1994.
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anended after final rejection. These are all of the clains
remai ning in the application.

THE | NVENTI ON

Appel lants’ clainmed invention is directed toward a net hod
for maki ng a water dispersion of a crosslinkable epoxidized
pol ydi ene bl ock pol ymer conposition by dispersing in a mxture
of water and a nonionic or anionic surfactant having a
vol atil e cation, by use of a high shear mxer/emulsifier, a
m xture of an epoxidi zed bl ock polymer and a conpati bl e
amnoplast. Caim11ll is illustrative and reads as foll ows:

11. A process for making a water dispersion of a
crosslinkabl e epoxi di zed pol ydi ene bl ock pol yner conposition

whi ch conpri ses:

(a) making a m xture of a surfactant which is nonionic or
anionic and has a volatile cation and water,

(b) adding a m xture of an epoxidi zed bl ock pol yner
havi ng a wei ght average nol ecul ar wei ght of from 2000 to
3,000,000 and a conpati bl e am noplast to the surfactant/water
m xture, and

(c) dispersing the polyner/am noplast mxture in the
surfactant/water mxture by mxing with a high shear
m xer/ enmul sifier.

THE REFERENCES

Ander son 4,043, 963 Aug. 23, 1977
Bozzi et al. (Bozzi) 4,115, 328 Sep. 19, 1978
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Udi pi et al. (Udipi) 4,135, 037 Jan. 16, 1979
Howel | , Jr. 4, 255, 305 Mar. 10, 1981
Eri ckson et al. (Erickson) 5,247,026 Sep. 21, 1993

THE REJECTI ON

Clainms 11-14 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over the conbi ned teachings of Howell, Jr.,
Ander son, Bozzi, Erickson and Udi pi.?

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with the
exam ner that appellants’ clained invention would have been
obvious to one of ordinary skill in the art at the tinme of
appel lants’ invention over the applied references.
Accordingly, we sustain the aforenentioned rejections.

Appel l ants state that clains 12 and 14 shoul d be
consi dered separately fromclains 11 and 13 (brief, page 4).
W |imt our discussion to one claimin each group, i.e.,

claine 11 and 12. See In re Cchiai, 71 F.3d 1565, 1566 n. 2,

2 The exam ner’s reliance upon patents 3,699,184 to Tayl or
et al. and 5,229,464 to Erickson et al. is withdrawn in the
exam ner’ s answer (page 2).

-3-



Appeal No. 96-1781
Application 08/389, 521

37 USPQd 1127, 1129 n.2 (Fed. Gr. 1995): 37 CFR

§ 1.192(c)(7)(1995).

Rej ection of claim1l

Anderson (col. 2, lines 7-13), Bozzi (col. 2, |lines 46-
55; col. 6, lines 47-50) and Howel |, Jr. (col. 5, lines 38-46;
col. 7, lines 30-45) each disclose a process for naking a
wat er di spersion of an epoxy resin by dissolving an epoxy
resin and an am noplast in an organic solvent, and di spersing
this mxture in water and a surfactant using a high shear
m xer .

Appel l ants argue that their process does not use or
require and organi c solvent (brief, page 5). W are not
persuaded by this argunent because there is no | anguage in
appel l ants’ clai ns whi ch excludes an organi c sol vent, and
because appellants’ clains use the transition term
“conprising”, which opens the clains to include the step of
di ssol ving the epoxy resin and am noplast in an organic
solvent before this mxture is conbined with the
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surfactant/water m xture. See In re Baxter, 656 F.2d 679,
686, 210 USPQ 795, 802 (CCPA 1981).

During patent prosecution, clains are to be given their
br oadest reasonable interpretation consistent with the
specification, and the claimlanguage is to be read in view of
the specification as it would be interpreted by one of

ordi nary

skill in the art. See Inre Zletz, 893 F.2d 319, 321, 13
USPQ2d 1320, 1322 (Fed. Cir. 1989); In re Sneed, 710 F.2d
1544, 1548, 218 USPQ 385, 388 (Fed. Cir. 1983); In re kuzawa,
537 F.2d 545, 548, 190 USPQ 464, 466 (CCPA 1976). As argued
by appellants (brief, page 20), the description and exanpl es
in appellants’ specification do not state that an organic
solvent is used in the process. However, we find no

di sclosure in the specification which indicates that the
clainms, when interpreted in view of the specification, exclude
the use of an organic solvent. Appellants specifically refer

to the bottomof page 1 to the top of page 2 of their
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specification (brief, page 2), but we find no | anguage in this
portion of the specification which indicates that an organic
sol vent may not be used in appellants’ clai ned process.
Appel I ants argue that the epoxy resins of Anderson,
Howel |, Jr. and Bozzi are very different from appellants’
epoxi di zed pol ydi ene pol yners, and that the exam ner nakes an
unsupported conclusion that it would have been obvious to one
of ordinary skill in the art to substitute the epoxidized
pol ydi ene polynmers of Erickson and Udi pi for the epoxy resins
of Anderson, Howell, Jr. and Bozzi (brief, page 5).

Appel l ants argue that it

is not a foregone conclusion that a process which works with
t he epoxy resins of Anderson, Howell, Jr. and Bozzi w |l work
wi th the epoxidi zed pol ydi ene polynmers of Erickson and Udi pi
(see id.).

As argued by the exam ner (answer, page 5), the teachings
by Erickson (col. 17, lines 8-9) and Udipi (col. 1, lines 30-
33) that their epoxidized pol ydi ene bl ock pol yners provide
strong, flexible film would have notivated one of ordinary
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skill in the art to use their polyners in the processes of
Anderson, Howell, Jr. and Bozzi. |In addition, the teachings
poi nted out by the exam ner (answer, pages 6-8) by Anderson
(col. 2, lines 14-17) that any resinous pol yepoxide is useful
in his process if it can be dissolved in an organic sol vent of
l[imted water solubility such that it is enulsifiable into an
aqueous nedi um by means of a surfactant, and by Erickson (col.
12, lines 12-13) and Udipi (col. 3, lines 44-66) that their
epoxi di zed pol ydi ene bl ock polyners can be used in both
organi ¢ sol vent systens and water dispersions, would have
provi ded one of ordinary skill in the art with a reasonable
expectation of success in using the Erickson and Udi pi

polynmers in the processes of Anderson, Howell, Jr. and

Bozzi wherein the epoxy resin is dissolved in an organic
solvent and then is dispersed in water. Accordingly, we hold
that the invention recited in appellants’ claim 11l would have
been prima facie obvious to one of ordinary skill in the art

over the applied references. See In re Vaeck, 947 F.2d 488,
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493, 20 USPQR2d 1438, 1442 (Fed. Cr. 1991); Inre O Farrell,
853 F.2d 894, 902, 7 USPQ2d 1673, 1680 (Fed. Cir. 1988); In re
Longi, 759 F.2d 887, 892-93, 225 USPQ 645, 648 (Fed. G r
1985). Because appellants do not rely upon any evidence for
overcom ng such a prima facie case of obviousness, we concl ude
that the invention recited in appellants’ claim1l1l would have
been obvious to one of ordinary skill in the art within the
nmeaning of 35 U.S.C. § 103.
Rej ection of claim 12

Appel lants’ claim 12 depends fromclaim 1l and recites

that the epoxidi zed bl ock pol yner and am nopl ast are partially

prereacted before being added to the surfactant/water m xture.

The exam ner points out (answer, page 8) that Howell, Jr.
di scl oses heating a m xture of an epoxy resin and an
am nopl ast to 120- 130EF (49-54EC) and that Anderson discl oses
heati ng such a m xture to 50-55EC (col. 4, lines 2-7). The
exam ner argues that because these tenperatures are above the

m ni mum t enper at ure of
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the tenperature range of about 25EC to about 80EC within which
appel  ants’ pol yner/am nopl ast m xture is heated
(specification, page 20, lines 17-20), the partial prereaction
recited in appellants’ claim 12 necessarily takes place during
the heating steps of Howell, Jr. and Anderson.

Appel l ants nerely point out the benefit of their partial
prereacting (brief, page 6), but make no argunent which is
directed toward distinguishing over the prior art the process
recited in their claim12.

Because the examiner’s argunment is supported and is
reasonabl e, and because appel | ants have provi ded no evi dence
or technical reasoning to the contrary, we concl ude, based on
t he preponderance of the evidence, that the process recited in
appel lants’ claim 12 woul d have been obvi ous to one of
ordinary skill in the art wwthin the neaning of 35 U. S. C
§ 103.

DECI SI ON

The rejection of clainms 11-14 under 35 U . S.C. §8 103 over

t he conbi ned teachings of Howell, Jr., Anderson, Bozzi,

Eri ckson and Udipi is affirnmed.



Appeal No. 96-1781
Application 08/389, 521

No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

AFFI RVED

SHERVAN D. W NTERS
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

TERRY J. OVWENS
Adm ni strative Patent Judge
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Donal d F. Haas

Shell G| Conpany Legal -
Intell ectual Property

P. O Box 2463

Houston, TX 772-2463
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