TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

1 Application for patent filed July 20, 1993. According
to appellants, this application is a continuation of
Application No. 07/823,409 filed January 21, 1992, now
abandoned.
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This is an appeal under 35 U.S.C. §8 134 fromthe
exam ner’s refusal to allow clains 2 and 4 through 24 which

are all the clainms in the application.

THE | NVENTI ON

The invention is directed to a four conponent conposition
for use as a curing agent and adhesion pronotion in a hydroxy
term nat ed di organosi | oxane coating. The conposition contains
a first conponent which is an epoxy resin selected froma
bi sphenol epichl orohydrin reaction product, an epoxyl ated
novol ac and a cycl oal i phati c epoxide. The second, third and
fourth conponents respectively are an am ne functional silane
of a specific forrmula, a catalytic anount of an organic

metal lic conpound and a sol vent.

THE CLAIM
Caim23 is illustrative of appellants’ invention and is
reproduced bel ow.
23. A conposition consisting essentially of

(A) an epoxy resin selected fromthe group consisting of
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(I') a product of the reaction of epichlorohydrin and
bi sphenol which product has the formul a,

O=CHS -CH—CHS -CHS - :
\O/ O-CH CQ?“’ O-al:—cj(\__lcas

e s O
H2~0~
wherein nis a o 5 ° nunber in the

range of 0 to 15;

(i) a noval ac resin which resin has the
formul a,

wherein p is a nunber in the range of 1 to 2; and

(ti1) a cycloaliphatic conpound whi ch conpound has
the forml a,

0 ‘ |
cﬁ&uccn’-o-{-o-c(ca’ )’—O-o-cuLz:-oilO-c(a’)-’-Ooaﬁ-a/:}aa’ ’
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(B) an am ne functional silane of the fornula,
RINHRESI (R?) ,(ORY) 5.,

wherein R' and R are nonoval ent hydrocarbon groups of 1
to 4 carbons and b has a value of 0 or 1; R is a divalent
hydr ocar bon group of the fornmula,

(CH,) .

wherein x is an integer of from3 to 10; and R is
sel ected fromthe group consisting of hydrogen, a nonoval ent
hydr ocar bon group of one to four carbons and a group of the
formul a,

RENHRS

wherein R is as defined above and R is hydrogen or a
nonoval ent hydrocarbon group of 1 to 4 carbons

wherein the ratio of the nunber of ami no groups in the am ne
functional silane to the nunber of epoxy groups in the epoxy
resinis int he range of 1:1 to 5:1

(C) a catalytic amobunt of an organonetal lic conpound;
and

(D) an organic sol vent

whi ch conposition, when added to an OHterm nated

pol ydi or ganosi | oxane, then applied to an EPDM base rubber
surface and cured thereon, forns an abrasion resistant film
adherent to the surface and havi ng good freeze-rel ease
properties.

THE REFERENCES OF RECORD
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As evi dence of obviousness, the exam ner relies upon the

foll ow ng references:

Mur phy 3, 341, 486 Sep. 12,
1967

Endo 4,233, 428 Nov.
11, 1980

Sum da 4,252,933 Feb. 24,
1981

THE REJECTI ON
Clainms 2 and 4 through 24 stand rejected under 35 U. S. C.
8 103, as being unpatentable over Endo in view of Sum da taken

further with Mirphy.

OPI NI ON
We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we will not sustain the rejections.
“[ T] he exam ner bears the initial burden, on review of
the prior art or on any other ground, of presenting a prim

faci e case of unpatentability.” See In re Cetiker, 977 F.2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. CGr. 1992).
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The exam ner relies upon a conbination of three
references to disclose the clained subject matter. It is the
exam ner’s position that one skilled in the art would have
found it obvious to add an organonetal lic catal yst taught in
Sum da to the conposition of Endo as an adhesi on pronoter for
a hydroxy term nated pol ydi organosi | oxane. See Answer, page
5. W disagree.

Endo di scl oses a priner conposition on a substrate
material. See colum 1, lines 6 - 8  The priner includes an
epoxy resin, an am no group containing silane, an additional
organic silicon containing conpound, a silane containing a
nmer capt o group and an organi c solvent. See Endo, colum 1
line 55 through colum 2, 12. The conposition is spread as a
primer on base materials such as glass, alumnum nortar and
pol yester. Thereafter an am noxy-type silicone sealant is
applied to the prinmer. See Exanple 1
We find that Endo di scl oses each of the conponents (A, (B)
and (D) required by the clainmed subject natter. There is no
di scl osure of conponent (C), an organonetal |ic conpound.

Sum da |i kew se discloses a primer conposition spread on
a substrate as a priner for silicon rubber or an el astoneric

6



Appeal No. 1996- 1566
Application No. 08/095, 369

silicon conposition. See colum 5, |ines 44-49 and col um 6,
lines 4-7. The Sum da conposition contains a hydroxy end
bl ocked pol ydi or ganosi | oxane, a pol yor ganohydr ogen si | oxane
having at |east three hydrogen atons attached to the silicon
atom and an organonetallic catal yst as requisite conponents
of his invention. See columm 4, line 57 through colum 5,
line 13. These three conponents of Sumida interact in a
specific manner. The organonetal lic conmpound accel erates the
dehydr ogeni zi ng condensati on reaction between the hydroxyl
radi cal on the hydroxy end bl ocked pol yorganosil oxane and the
Si -H bond of the pol yorganohydrogen sil oxane. See columm 4,
lines 56-61. W find no disclosure or suggestion in Sum da
that the organonetallic conpound in and of itself acts as a
condensati on catal yst for hydroxyl end bl ocked
pol yor ganosi | oxane in the absence of pol yorganohydrogen
sil oxane. Accordingly, we conclude that there is no rationale
or notivation to add the organonetal lic conmpound of Sum da to
t he conposition taught by Endo as suggested by the exani ner.
As for Murphy, we find that patentee is directed to
vul cani zed or ganopol ysi | oxane nol di ng conpositions and net hods
for their preparation. The resulting elastoneric polynmers are
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free standing cured filns and nol ded articles. See Exanples
1-6 and columm 8, lines 4-7. W conclude that there is no
suggestion for utilization of the conpositions of Mrphy or
any conponent taught therein for either coating or primng.

Based upon the above considerations, we further concl ude
that there is no reason why one of ordinary skill in the art
woul d have been notivated to select the organonetallic
conmpound di scl osed by either Sum da or Mirphy as a catal yst
for the prinmer conposition taught by Endo.

In view of the above anal ysis, we have determ ned t hat
the exam ner’s | egal conclusion of obviousness is not
supported by the facts. “Wiere the |egal conclusion [of
obvi ousness] is not supported by the facts it cannot stand.”

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967) .

Since no prima facie case of obvi ousness has been

establ i shed, we need not address the experinental results
relied upon by appellants. See Brief, page 8. See In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. G r

1984); In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147

( CCPA 1976).
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Deci si on
The rejection of clains 2 and 4 through 24 under 35
U S C
8 103, as being unpatentable over Endo in view of Sum da taken
further with Mirphy is reversed.

The decision of the exam ner i s reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

CHUNG K. PAK APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge
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Kennet h S. Weel ock
Ceneral Electric Conpany
One Pl astics Avenue
Pittsfield, MA 01201

12



