TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 25

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THOVAS B. LYKENS

Appeal No. 96- 1555
Application 08/229, 619°

HEARD: June 7, 1999

Bef ore HAI RSTON, BARRETT, and FRAHM Adm nistrative Patent
Judges.

BARRETT, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

! Application for patent filed April 19, 1994, entitled
"System For Creating Video Generated Decorative |Inmages,"” which
is a continuation of Application 08/ 005,327, filed
January 15, 1993, now abandoned.
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This is a decision on appeal under 35 U S.C. 8§ 134 from
the final rejection of clainms 1-8 and 11-37.
W affirmin-part.

BACKGROUND

The invention is directed to a kal ei doscopi c displ ay
usi ng i mages electronically generated by a display neans
havi ng a di splay surface, such as a conputer nonitor. An
array of mrrors is positioned adjacent the display surface
with the mrrors presenting the shape of a triangle having a
base adj acent the display surface and two equal -1 ength edges
to provide a pyram d shape as shown in Appellant's figures 4
and 7. The invention produces the illusion of a regular,
kal ei doscopi ¢ pol yhedron created in the reflective space of
the triangul ar pyram d.

Caiml is reproduced bel ow

1. A view ng apparatus for creating i nages conpri sing:

di spl ay neans for producing an el ectronically generated

primary i nmage on a display surface in response to
i mage signal s;

nmeans coupled with said display neans for providing i mage
signals thereto; and

an array of mrrors positioned adjacent said display

surface
and adj acent one another for reflecting said primary
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i mge fromsaid display surface and for reflecting

i mages from one another to produce reflected inages
in order to create a segnented, kal ei doscopic
conposite i mage havi ng i mage segnents including said
refl ected i mages;

each of said mrrors presenting the shape of a triangle
havi ng a base adjacent said display surface and two,
equal -1 engt h edges, adjacent ones of said mrrors
presenting an inmage axis at the juncture thereof,
said image axis presenting an angle of |ess than 90E
relative to said display surface, each of said
mrrors presenting an interior base angle of |ess
than 90E relative to said display surface.

The Exam ner relies on the following prior art:

Coat es 1, 090, 278 March 17, 1914

Aki ns 4,475, 126 Cct ober 2,
1984

Baird et al. (Baird) 4,952, 004 August 28, 1990

Cainms 1-8, 11-17, 20-29, and 32-37 stand rejected under
35 U.S.C. 8 103 as bei ng unpatentabl e over Akins and Coat es.

Clains 18, 19, 30, and 31 stand rejected under 35 U S. C
8§ 103 as bei ng unpatentabl e over Akins, Coates, and Baird.

We refer to the Final Rejection (Paper No. 10) and the
Exam ner's Answer (Paper No. 16) (pages referred to as "EA ")
for a statenent of the Examiner's position and to the Bri ef
(Paper No. 14) (pages referred to as "Br__") for Appellant's

argument s t her eagai nst.
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OPI NI ON

Rejection of clains 20-32, 34, and 37 sustained pro formm

Clainms 1-8 and 11-37 are appealed (Brl). Appellant
states (Brl): "O the clains on appeal, this brief is filed
in support of clains 1-8, 11, 15, 17-19, 33, and 35-36."

Si nce i ndependent claim 20, and its dependent clains 21-32 and
34, and independent claim 37 are not addressed in the Brief,
and do not share the limtations about triangular mrrors
having an image axis and interior base angle |less than 90E as
argued with respect to clains 1 and 36, we sustain the

rejection of these clains pro forma. See 37 CFR

8§ 1.192(c)(8)(iv) (1995) (argunents nust specify the errors in
the rejection). Dependent clains 12-14 and 16 are not
addressed in the Brief; however, these clains depend
indirectly fromclaim1l, which is argued in the Brief, and
they will be considered to stand or fall together with claim

1.

Gbvi ousness

Clains 1-8, 11-19, 35, and 36

Appel | ant argues with respect to claim11 that neither

Aki ns nor Coates discloses an arrangenent of triangul ar
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mrrors so that the image axis at the juncture between mrrors
presents "an angle of |ess than 90E relative to said display
surface,” and so that each of the mrrors presents "an
interior base angle of less than 90E relative to said display
surface." Claim36 is directed to the subconbination mrror
array without the display neans and contains simlar mrror
limtations to claim1 except that it uses the word "the"

i nstead of "said."

We agree that Akins has very little relevance to the
subject matter of clainms 1 and 36 except that it uses a
di splay neans to provide the image. Akins's mrrors are
trapezoidal, not triangular as clainmed. The mrrors cannot be
triangular to produce the spherical illusion. The mrrors
di verge outwardly fromthe display surface and, so, do not
have mrror junction inmage axes or mrror surfaces at |ess
than 90E relative to said display surface as clai nmed.

The Exam ner recogni zes that "Akins does not disclose
reflective triangle shape[d] nenbers having angl es of |ess
than 90 [degrees] wth respect to the display surface .

(EA3). The Examiner relies on Coates and reasons (EAS3-4;

simlar reasoning is found in the Final Rejection, pages 3-4):
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Since [the] kal ei doscope of Coates has a triangul ar base
and a view ng screen through a side of the kal ei doscope,
it would have been obvious to one of ordinary skill in
the art to orient the sides of the kal ei doscope of Coates
to present a three sided shape having an angle | ess than
90 [degrees] with respect to [the] base, divisible into
360 an odd or even nunber of tines with respect to each
other. It also would have been obvious to use one way
mrrors as taught by Akins for any of the sides of [the]
kal ei doscope of Coates to create different kal ei doscopic
i mages since it has been held that rearranging the
mrrors (shapes and angles of mrrors) with respect to
each other or the display surface involves only routine

skill in the art and the clainmed difference nerely
anmounts to sel ection of expedients known to the artisan
of ordinary skill as design choices.

We agree with Appellant's argunents (Brl1l1-12) that
not hi ng i n Coates suggests, expressly or inplicitly, the
nodi fications proposed by the Exam ner. The prismin Coates
is intended to present a planar inage for view ng designs and
does not hint at nodifying the prismto provide a
t hree-di nensi onal inmage. The sides of the prism which form
the mrror surfaces, and the junctions between the sides are
per pendi cul ar to the base as they nust be to provide a planar
i mage. Nothing in Coates suggests: (1) nodifying the shape of
the sides to be triangular wwth a base and two equal -1 ength
sides; (2) making the angle of the inage axis at the junction
of the sides |ess than 90E with respect to the base surface;
or (3) inclining the sides at less than 90E with respect to

- 6 -



Appeal No. 96- 1555
Application 08/229, 619

t he base surface.

The Examiner's reliance on "routine skill in the art" is
mere conclusion and is not supported by any factual evidence
of what know edge was within the | evel of ordinary skill in

the art. See In re Kaplan, 789 F.2d 1574, 1580, 229 USPQ 678,

683 (Fed. G r. 1986) ("Even if obviousness of the variation is

predi cated on the level of skill in the art, prior art

evi dence i s needed to show what that |evel of skill was.").
The Exam ner's reliance on the concept of "design choice"

to fill in the mssing teachings of the references is not

persuasi ve. "Design choice" has been used where the

di fferences appear to be a matter of choice by the designer in

doi ng sonet hi ng one way rather than another and sol ve no

stated problemand do not result in a different function or

gi ve unexpected results. See In re Chu, 66 F.3d 292, 298-99,

36 USPQ2d 1089, 1094-95 (Fed. GCir. 1995). Reliance on design
choice is discouraged as a substitute for factual evidence and
sound obvi ousness reasoning. Since the specific physica

shape and arrangenent of mrrors provides a different function
and result in this case, and since the Exam ner has not shown

(but has nerely concluded) that the selection of mrror shape
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and angles relative to the base are design expedi ents known to
those having ordinary skill in the art, design choice is not
per suasi ve.

The Exam ner further states (EA5):

Coates in colum [sic, page] 2 teaches that by making

vari ous changes in the details of construction many

di fferent designs nay be created. Furthernore, [the]

kal ei doscope of Coates has a triangular base and a

view ng screen with an angle less than 90E with respect

to the base. Therefore it would have been obvious to one

of ordinary skill to change angl es between mrrors or

[the] angl e between each mrror and [the] base to create

di fferent kal ei doscope i nmages.
Coates's teaching that various changes can be made in the
details of construction is not a teaching or suggestion of the
specific limtations of clains 1 and 36. Modifying Coates to
make the side faces 10 and 11 at an angle with respect to the
base woul d nake the prismunsuitable for its intended purpose
of view ng planar designs. That the view ng surface 14 is at
an angl e does not suggest that the side faces 10 and 11 could
be at an angle with respect to the base. The surface 14 does
not play a part in creating the inage, but is required because
the device is forned by a solid transparent prismrather than

mrrors; if Coates were nade with flat mrrors, only mrrors

for the side faces 10 and 11 woul d be required.
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For the reasons stated above, we conclude that the

Exam ner has failed to establish a prima facie case of

obvi ousness. The rejection of clainms 1-8, 11-19, 35, and 36

is reversed.
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daim 33

Cl ai m 33 depends fromclaim20 and recites that the angle
between mrrors is "divisible into 360 an odd nunber of tines
to forman inmage with an odd nunber of image segnents.”

Appel | ant argues that Akins and Coates teach that the
angl es between the mrrors nust be divisible into 360 an even
nunber of tinmes and do not teach an odd nunber of tines
(Br13). We agree.

The Exam ner apparently relies on "routine skill in the
art,"” "design choice," and the general teaching in Coates that
various changes can be nade in the details of construction.
These reasons are not persuasive for the reasons discussed in
connection with clains 1-8, 11-19, 35, and 36. The Exam ner

has failed to establish a prinma facie case of obvi ousness.

The rejection of claim33 is reversed.
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CONCLUSI ON

The rejection of clains 20-32, 34, and 37 is sustained.
The rejection of clains 1-8, 11-19, 33, 35, and 36 is
reversed.
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