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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134
fromthe examner’s final rejection of clains 1-32. An
amendnent after final rejection was filed on January 25, 1995
and was entered by the exam ner [Paper No. 27]. This
amendnent cancelled claim29. Accordingly, this appeal is
directed to the rejection of clains 1-28 and 30-32, which
constitute all the clains remaining in this application.

The di scl osed invention pertains to an electronic
devi ce encl osed within a package nade of a resin. 1|In one
enbodi nent of the invention, the outernost surface of the
resin package is densified by treating that surface wwth a
pl asma of an inactive gas. 1In a second enbodi nent of the
i nvention, the electronic device has a protective filmforned
on the outernost surface of the package.

Representative clains 1 and 5 are reproduced as
fol | ows:

1. An electronic device conprising a sem conductor chip
and a package nade of a resin enclosing said sem conduct or
chi p, wherein an outernost surface of said package is
densified by treating said surface with a plasna of an

I nactive gas, said outernpst surface being in contact with
outside air.
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5. An electronic device conprising a senm conductor chip
and a package made of a resin enclosing said sem conduct or
chip, wherein said device is characterized in that a
protective filmis forned on the outernost surface of said
el ectronic device, said protective filmbeing in contact with
outside air.

The exam ner relies on the follow ng references:

Owri et al. (Orori) 4,972, 250 Nov. 20,
1990

(filed Mar. 02,
1987)
| ga (Japanese Kokai) 62- 155542 July 10,
1987
Ki hi ra (Japanese Kokai) 63- 15448 Jan. 22,
1988

Clainms 1, 5, 15 and 28 stand rejected under 35 U.S. C
§ 112, first paragraph, as being based on an inadequate

di scl osure. Cdains 1-4, 7, 15-28 and 30-32 stand rejected
under 35 U.S.C. § 103 as bei ng unpatentabl e over the teachings
of lga. Cainms 5, 6 and 14 stand rejected under 35 U. S.C. §
102(b) as anticipated by or, in the alternative, under 35

U S.C. 8§ 103 as obvious over Iga. Cains 8-13 stand rejected
under 35 U.S. C 8 103 as bei ng unpatentabl e over the
teachings of Iga in view of Kihira and Orori.

Rat her than repeat the argunents of appellants or the
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exam ner, we make reference to the brief and the answer for

the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejections advanced by the exam ner, the argunents
in support of the rejections and the evidence of anticipation
and obvi ousness relied upon by the exam ner as support for the
prior art rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunments set forth in the brief along with the exam ner’s
rational e in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer

It is our view, after consideration of the record
before us, that the disclosure in this application describes
the clained invention in a manner which conplies with the
requi renents of
35 US.C 8 112. W are also of the view that the evidence
relied upon woul d not have suggested to one of ordinary skil

in the art the obvi ousness of the invention as set forth in
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clainms 1-4, 15-24, 26-28 and 30-32. W reach the opposite
conclusion with respect to clains 5-14 and 25. Accordingly,
we affirmin-part.

We consider first the rejection of clains 1, 5, 15 and
28 under the first paragraph of 35 U . S.C. § 112. This
rejection is made on the ground that the specification as
originally filed provides no support for the invention now
being clainmed. Mre particularly, the exam ner argues that
the specification does not support the densified region being
in contact wwth outside air. According to the exam ner, the
densified region has a protective coating around it [answer,
page 3]. The exam ner al so argues that the specification
provi des no support for the densified region or densified
| ayer having the sane conposition as the package resin.
According to the exam ner, the protective filmof the
I nvention has a different conposition than the conventiona
epoxy resin enclosure [id.].

Wth respect to the first argunent, appellants assert
that the enbodi nent of Figure 2(A) clearly establishes that

the densified layer is in contact wwth the atnosphere or
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“outside air” [brief, page 6]. Although we agree with the
exam ner that the description of the invention on pages 7-8 of
the di scl osure does not clearly describe that the densified
region 43 exists in the absence of protective |ayer 43" in a
first enbodi ment, we agree with appellants that the
description of “Enbodi ment No. 1" on pages 13-15 of the

di scl osure clearly denonstrates that the densified |ayer 43 in
one enbodinent is intended to be exposed to whatever
environnent is present. Thus, densified |layer 43 is exposed
to whatever current conditions exist. W interpret “outside

air” to nean exposed to the environment which is clearly

suggested on page 14 of the disclosure. Therefore, we find
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support in the original specification for the claimrecitation
that the densified outernost surface is in contact with
outside air.

Wth respect to the exam ner’s second argunent in
support of this rejection, appellants argue that the densified
region of their invention has the sanme conposition as the
resin encl osure because the resin enclosure is treated with a
“non-product” or “inert” gas. W agree with appellants that
the exam ner has failed to appreciate that there are two
di fferent enbodi nents of the invention disclosed. A first
enbodi nent is shown in Figure 2(A) in which a densified region
of the resin enclosure is exposed to outside air. This
densified region is of the sane conposition as the resin
encl osure because it is fornmed by treating the encl osure
surface with a plasma of an inert gas. The exam ner has
i nproperly | ooked to the second enbodi nent of the invention
for support of the “sanme conposition” limtation. The second
enbodi nent shown in Figure 2(B) has a protective filmforned
on the densified region. The conposition of this protective

filmis not relevant to the densified region as set forth in
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t he appeal ed cl ai ns.



Appeal No. 96-1515
Application 08/161/859

In conclusion, we agree with appellants that the
ori ginal disclosure provides clear support for the invention
now bei ng claimed. Accordingly, we do not sustain the
examner’s rejection of clainms 1, 5, 15 and 28 based on the
first paragraph of
35 U S.C § 112.

We now consider the rejection of the clains based on
the prior art. In rejecting clains under 35 U S.C. 8§ 103, it
i's incunbent upon the exam ner to establish a factual basis to

support the legal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factual deter-

m nations set forth in Gahamyv. John Deere Co., 383 U S. 1,

17, 148 USPQ 459, 467 (1966), and to provide a reason why one
having ordinary skill in the pertinent art would have been | ed
to nodify the prior art or to conbine prior art references to
arrive at the clained invention. Such reason nust stem from
sone teaching, suggestion or inplication in the prior art as a
whol e or know edge generally avail able to one having ordinary

skill inthe art. Uniroval., Inc. v. Rudkin-Wley Corp., 837
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F.2d 1044, 1051, 5 USPQR2d 1434, 1438 (Fed. Cir.), cert.

deni ed, 488 U. S. 825 (1988); Ashland G, Inc. v. Delta Resins

& Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657, 664

(Fed. Cir. 1985), cert. denied, 475 U. S. 1017 (1986); ACS

Hosp. Sys.., Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. Gr. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr
1992) .

As indicated by the cases just cited, the exam ner has
at least two responsibilities in setting forth a rejection
under
35 US.C 8 103. First, the examner nust identify all the
di fferences between the clainmed invention and the teachings of
the prior art. Second, the exam ner nust explain why the
identified differences woul d have been the result of an
obvious nodification of the prior art. |In our view, the
exam ner has not properly addressed his first responsibility

with respect to sonme of the clains so that it is inpossible

10
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that he has successfully fulfilled his second responsibility
with respect to these clains.

Wth respect to independent clains 1 and 15, each of
these clains recites a densified region of the outernost
surface of a resin package being in contact with outside air.
The exam ner points to resin 5 of Iga? as neeting the resin
package and region 6 as neeting the densified region. A
cursory glance at lga’'s Figure 1 shows that densified region 6
is not in contact with outside air, but rather, is conpletely
encl osed by a resin outer layer 7 which is not a densified
| ayer. The exam ner never addresses this clear difference
bet ween the teachings of Iga and the recitations of clains 1
and 15. It appears that the exam ner has ignored this
limtation of the clains because he had previously determ ned
that there was no support in the disclosure for this claim
limtation. It is inproper to ignore limtations in a claim
for prior art purposes. Since the exam ner has not addressed

t he obvi ousness of the densified region being in contact with

2 Qur understanding of Iga is based on a translation
provided by the U S. Patent and Trademark O fice. A copy of
this translation is attached to this decision.

11
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outside air, the examner has failed to establish a prina

faci e case for the obviousness of independent clains 1 and 15.

Wth respect to i ndependent clains 28 and 30, each of
these clains recites a densified outernost surface of the
resin package having the sane conposition as the resin
package. The exam ner’s rejection on pages 4-8 of the answer
never addresses this |imtation of clainms 28 and 30, and in
fact, clains 28 and 30 are never nentioned in the discussion
of the prior art rejections. Although the exam ner had
previously determ ned that the “sane conposition” limtation
was not supported by the original disclosure, it is inproper
toignore claimlimtations for prior art purposes as we noted
above. Therefore, the exam ner has also failed to establish a

prinma facie case of obviousness for independent clains 28 and

30.

Wth respect to i ndependent clains 31 and 32, each of
these clains recites that the densified region of the resin
package is fornmed by treating the surface with a plasma of an
i nactive gas rather than by deposition. The exam ner has

considered this recitation to be a nmethod of making limtation

12
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and has given the limtation no patentable weight for these
product clains [answer, pages 8-9]. The exam ner’s rejection
fails because it assunes that the product of clains 31 and 32
is the sane as the product disclosed by lga. As we noted
above, the “densified region” of lIga is not the outernpst
surface of the package but is conpletely encl osed by an outer
resin |layer. Therefore, the structure recited in independent
clains 31 and 32 is not taught or suggested by lga regardl ess
of how it is made.

Since we have determ ned that the invention of
i ndependent clains 1, 15, 28 and 30-32 is not rendered obvious
by the teachings of Iga taken alone, it follows that none of
the clains which depend fromany of these clains is properly
rejected based on Iga taken alone. Therefore, we al so do not
sustain the rejection of any of dependent clainms 2-4, 16-24,
26 and 27 based on lIga taken al one.

The only i ndependent clai mwhich we have not
considered is claim5. Cdaim5 recites a protective filmon
the outernost surface of the package which is in contact with

outside air. The rejection of claim5 is nade alternatively

13
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under 35 U.S.C. 8 102 or § 103 based on lga taken alone. The
rejection refers to protective film®6 of lIga as being the
protective filmof claim5 [answer, page 6]. As we noted
above with respect to clains 1 and 15, the layer 6 of Iga is
not exposed to outside air as it is conpletely enclosed by a
resin layer 7. Therefore, this interpretation of lga clearly
does not fully neet the invention of claim5. The exam ner
has al so failed to address the obvi ousness of protective film
6 of Iga being forned on the outernost surface and being in
contact with outside air.

Not wi t hst andi ng the exam ner’s inproper interpretation
of the scope of claim5 and the teachings of Iga, we find the
invention of claim5 to be fully net by the disclosure of Iga.
As we noted above, claim5 sinply recites that a protective
filmis formed on the outernost surface of the device and the
protective filmis in contact wth outside air. Instead of
| ooking at layer 6 of Iga which is clearly not in contact with
outside air, we consider the outer resin layer 7 which is in
contact with outside air. The only question is whether the

resin layer 7 of lga can be considered to be a “protective

14
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filnm as recited in claimb5.

The specification provides no unusual definition for
the phrase “protective film” The specification nmerely
i dentifies dianond-1ike carbon (DLC), silicon nitride or the
i ke as exanples of protective filnms [page 4]. Al though
appel l ants desire certain properties for their protective
film a specific definition including these properties does
not exist in the specification. Clains are to be given their
broadest reasonable interpretation during prosecution. lnre
Zletz, 893 F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Gr

1989); In re Prater,

415 F. 2d 1393, 1404, 162 USPQ 541, 550 (CCPA 1969). It is

i nproper to narrow the scope of the claimby inplicitly
reading in disclosed limtations fromthe specification which
have no express basis in the clains. See id. Were an

i nventor chooses to be his own | exi cographer and to give terns
uncommon neani ngs, he nust set out his uncommon definition in
some manner within the patent disclosure so as to give one of

ordinary skill in the art notice of the change. |Intellicall

Inc. v. Phononetrics, Inc., 952 F.2d 1384, 1388, 21 USPQd

15
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1383, 1386 (Fed. Cir. 1992). W find that appellants’
specification fails to provide an unconmon
definition for the phrase “protective filnf so that we give
that phrase its broadest reasonable interpretation.

In our view, the broadest reasonable interpretation of
“protective filnf includes any covering which protects a
devi ce agai nst sonmething. Wth this interpretation in mnd,
we find that the outer resin layer 7 of Ilgais a protective
filmwhich is in contact with outside air as recited in claim
5. Although the resin layer 7 of Iga may not provide the type
of protection appellants had in mnd, the resin layer 7
clearly protects the sem conductor chip against sone
envi ronnental conditions. W also note in passing that the
br oadest reasonable interpretation of “protective filni would
render the invention of claimb5 anticipated by appellants’ own
prior art disclosure of Figure 1 in which the nolding 41 neets
the definition of a “protective film”

For the reasons just discussed, we sustain the
exam ner’s rejection of claim5 as being anticipated by the

di scl osure of Iga. It naturally follows that the invention of

16
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claim5 is al so obvious over the teachings of Iga. Wth
respect to dependent clains 6-14 and 25, appellants have

i ndi cated that these clains should stand or fall wth

i ndependent claim5 [brief, page 5]. Since appellants have
not argued the separate patentability of these clains, we
sustain the rejection of clains 6-14 and 25 under 35 U S. C. 8§
103.

In summary, we have not sustained the exam ner’s
rejection of the clainms under 35 U S.C. § 112. The prior art
rejections of the clains have been sustained with respect to
clainms 5-14 and 25, but have not been sustained with respect
to clainms 1-4, 15-24, 26-28 and 30-32. Therefore, the
deci sion of the exam ner rejecting clains 1-28 and 30-32 is

affirnmed-in-part.

17
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED- | N- PART
JAMES D. THOWAS )
Adm ni strative Patent Judge )
)
)
)
JERRY SM TH ) BOARD OF
PATENT
Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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