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This is an appeal fromthe final rejection of clains 1
t hrough 10, 12, 13 and 15 through 27. In an Anendnent After
Fi nal (paper nunber 23), claim 18 was anended.? According to
t he exam ner (Answer, page 1), claim13 as well as clains 11
and 14 are objected to as bei ng dependent upon a rejected base
claim but would be allowable if rewitten in independent form
including all of the limtations of the base claimand any
intervening claim Thus, clains 1 through 10, 12 and 15
t hrough 27 remain before us on appeal.

The disclosed invention relates to a scanner for
angularly scanning a |light beam The scanner uses a shutter
with an array of individually addressable shutter elenments to
convert a source of diverging light into the scanning |ight
beam

Caim19 is illustrative of the clained invention, and it
reads as foll ows:

19. A scanner for angularly scanning a |light beam said
scanner conpri sing:

a source of diverging |light

2 The anmendnent to claim 18 had the effect of overcom ng
the indefiniteness rejection of claim 18 (paper nunber 12).
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a shutter disposed to interrupt a portion of said |ight,
said shutter conprising an array of shutter elenents, each
el enent havi ng a uni que address, further wherein each el enent
has a transparent state in which l[ight fromsaid |ight source
is transmtted and an opaque state in which Iight fromsaid
I ight source is bl ocked; and

shutter drive circuit means coupled to said shutter
el ements for controlling the state of each of said shutter
el ements so as to provide a scanning |light beam as an out put
of said shutter.

The references relied on by the exam ner are:

Coor eman 3,613, 066 Cct. 12,
1971
Ckisu et al. (Ckisu) 5,159, 187 Cct. 27,
1992

Clainms 1 through 10, 12 and 15 through 27 stand rejected
under 35 U.S.C. 8§ 103 as bei ng unpatentabl e over Cooreman in
vi ew of CkKi su.

Reference is made to the briefs and the answer for the
respective positions of the appellants and the exam ner.

CPI NI ON

The obvi ousness rejection is reversed.

Cooreman di scl oses an input device in which the surface
of table 1 is scanned with two nonochromatic |ight beans
produced by a laser light source 3. The two light beans are

"very thin and of practically negligible divergency"” (columm
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2, lines 17 through 20). One light beamis produced by
semreflecting mirror 4, mrror 5 and mrror 7. The other
light beamis produced by semreflecting mrror 4 and mrror
6. Wien the light beans fall on pointer 2, the |Iight beans
are reflected back through mrrors 6 and 7 where they inpinge
light receivers 14 and 15, respectively (colum 3, lines 1
through 8). A conputer uses the outputs fromthe |ight
receivers to determine the Cartesian coordinates (X and Y) of
the pointer (colum 3, lines 11 through 15.

The exam ner acknow edges that Coorenman "does not
explicitly disclose a shutter,” but "suggests (col. 3, lines
52-55) that any neans for scanning can be used in his device"
(Answer, page 3). The examner is of the opinion (Answer,
page 3) that:

At the tinme that the invention was made, ki su

et al had shown that a shutter (col. 9, lines 4-12)

can be used as a scanner. One of ordinary skill in

the art having Ckisu et al would have been notivated

to elimnate noving parts in Cooreman by using the

shutter teaching in isu et al

Appel I ants argue (Brief, pages 4 and 5) that:

There is no way to conbine the inventions [in the

references] either individually or taken

collectively to produce the present invention as

cl ai ned. First, the Cooreman devi ce does not teach
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or suggest any nmethod of using diverging light; in
fact it expressly teaches away fromthe use of
diverging light, repeatedly calling for a thin
coherent beam Nor does the Coorenman device use a

shutter. Second, the shutter of Okisu, et al. is
used in a non-anal ogous application (inmage reading)
and it is not used for scanning in Ckisu, et al.; it

is only used for framng the field to be scanned.
There is no teaching or suggestion to scan the
shutter elenents in kisu, et al. Thus, an el enent
of the invention as clainmed, a shutter that provides
"a scanning |ight beamas an output of said
shutter,” is absent fromthe references. And,

nodi fying the shutter in Ckisu, et al. to make his
shutter into a scanning shutter would render the
ki su, et al. invention inpractical or inoperable.
There nmust be some suggestion in the cited art for
maki ng the nodifications each requires and then for
conmbining them Appellants find them devoid of any
such suggestions. |In fact, they each teach away
fromthe nodification, and harmis either expressly
taught or is a logical result of the conbination.

We agree with appellants’ arguments. Even if we assune
for the sake of argunent that it would have been obvious to
one of ordinary skill in the art to use "any neans for
scanni ng" in Cooreman (Answer, page 3), the skilled artisan
certainly would not have | ooked to Okisu for such a "nmeans for
scanni ng" teaching because the liquid crystal shutters 17, 62,
206 and 530 in Figures 2, 6, 10 and 14, respectively, of isu

are all used as a light beamfrane for positioning a docunent
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or for confirmng a reading area on the docunent (colum 6,
lines 1 through 24), and not for scanning.
In sunmary, the obviousness rejection of clains 1 through
10, 12 and 15 through 27 is reversed.
DECI SI ON
The decision of the exam ner rejecting clains 1 through
10, 12 and 15 through 27 under 35 U.S.C. 8 103 is reversed.

REVERSED

STUART N. HECKER
Adm ni strative Patent Judge

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )
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