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This is a decision on the appeal under 35 U.S.C. § 134

! Application for patent filed April 27, 1993
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fromthe examner’s rejection of clains 1, 4-22, 30 and 32- 34,
whi ch constitute all the clains remaining in the application.
An anendnent after final rejection was filed on June 14, 1995
and was entered by the exam ner.

The di scl osed invention pertains to a sem conductor
sensor device in which a plurality of sem conductor sensor
chi ps are di sposed adjacent to one another. A plurality of
coupling chips are provided for effecting nmechanical and
el ectrical connection between adjacent sensor chips.

Representative claim1l is reproduced as foll ows:

1. A sem conduct or sensor device conpri sing

a plurality of sem conductor sensor chips di sposed
adj acent one anot her; and

a plurality of coupling chips for nechanically and
el ectrically connecting said sensor chips together, a
respective coupling chip nechanically coupling a respective
pai r of adjacent sensor chips together and havi ng neans for
el ectrically connecting said adjacent sensor chips to one
anot her so that said sensor chips forma single sem conduct or
sensor devi ce.

The exam ner relies on the follow ng references:
LeBl anc ( Eur opean) 0, 424, 062 Apr. 24, 1991
Hat ada et al. (Hatada), “LED array nodul es by New net hod

M cron Bunp Bondi ng Method,” |1 EEE/ CHMI | EMI Synposi um
Sept enber 1989, pages 230-233.
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Claims 1, 4-22, 30 and 32-34 stand rejected under
35 U.S.C. 8 103. As evidence of obviousness the exam ner
of fers Hatada in view of LeBl anc.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunments set forth in the briefs along with the exam ner’s
rationale in support of the rejection and argunments in
rebuttal set forth in the exam ner’s answer

It is our view, after consideration of the record
before us, that the evidence relied upon and the |evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in clains 1, 4-22, 30 and 32-34. Accordingly, we

reverse.
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Wth respect to i ndependent claim1, the exam ner
basically takes the position that Hatada teaches the invention
of claim1l except for the use of sensor chips. The exam ner
cites LeBlanc as a teaching of connecting a plurality of
sensor chips in side-by-side relation to each other. The
exam ner concludes that it would have been obvious to the
artisan to attach the sensor chips of LeBlanc together in the
manner taught by Hatada [ answer, pages 3-4].

Appel | ants argue that neither of the applied
ref erences di scloses a device having a plurality of coupling
chips, with each coupling chip nechanically coupling a
respective pair of adjacent sensor chips together and havi ng
nmeans for electrically connecting the adjacent sensor chips to
one another as recited in independent claim1l. Appellants
argue that each of Hatada and LeBl anc uses a single substrate
to mechanically interconnect the circuit chips to one another.
Thus, appellants argue that the plurality of coupling chips
recited in claiml1l are not taught or suggested by Hatada and
LeBl anc, either singly or in conbination [brief, pages 4-8].
The exam ner responds that the plurality of sem conductor
integrated circuit chips on the support board act as “a
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plurality of coupling chips” for the LSI drivers and LED chi ps
of Hatada’'s array nodul e [ answer, page 5].

In rejecting clains under 35 U S.C. 8§ 103, it is
I ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988). In
so doing, the exam ner is expected to nake the factua

determ nations set forth in Grahamv. John Deere Co., 383 U S

1, 17, 148 USPQ 459, 467 (CCPA 1966), and to provide a reason
why one having ordinary skill in the pertinent art would have
been led to nodify the prior art or to conbine prior art
references to arrive at the clained invention. Such reason
nmust stem from sonme teaching, suggestion or inplication in the
prior art as a whole or know edge generally available to one

having ordinary skill in the art. Uniroyal, Inc. v. Rudkin-

Wley Corp., 837 F.2d 1044, 1051, 5 USPQ2d 1434, 1438 (Fed.

Cr.), cert. denied, 488 U S. 825 (1988); Ashland G 1l, lnc. V.

Delta Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ

657, 664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986);

ACS Hosp. Sys.., Inc. v. Mntefiore Hosp., 732 F.2d 1572, 1577,

221 USPQ 929, 933 (Fed. Cir. 1984). These show ngs by the
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exam ner are an essential part of conplying with the burden of

presenting a prim facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Cr
1992) .

As indicated by the cases just cited, the exam ner has
at least two responsibilities in setting forth a rejection
under
35 US.C 8 103. First, the examner nust identify all the
di fferences between the clainmed invention and the teachings of
the prior art. Second, the exam ner nust explain why the
identified differences woul d have been the result of an
obvious nodification of the prior art. In our view, the
exam ner has not properly addressed his first responsibility
so that it is inpossible that he has successfully fulfilled
his second responsibility.

W agree with appellants that neither Hatada nor
LeBl anc teaches the clained plurality of coupling chips as
recited in claiml. It is also clearly apparent that the
col l ective teachings of these references cannot suggest
sonet hing which is not apparent fromeither of the references.
There sinply is no suggestion in the applied prior art that a
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plurality of sem conductor sensor chips should be connected by
coupling chips as recited in claim1.

The exam ner seens to have accepted that the glass
substrate of Hatada and LeBl anc cannot be considered a
plurality of coupling chips by now seeking to call the
integrated circuit chips on the support board as the plurality
of coupling chips. W cannot follow this reasoning at all
There is no way that the integrated circuit chips on the
support board of Hatada or LeBlanc can be said to nechanically

connect adj acent sensor chips to each other.

The col |l ective teachings of Hatada and LeBl anc do not
support the rejection proposed by the exam ner. Although we
cannot say whether there is better prior art avail able than
the prior art applied by the exam ner, we can say that the
evi dence of obvi ousness produced by the exam ner fails to
support the rejection of independent claiml1l. Therefore, the
applied prior art also does not support the rejection of the
cl ai ns which depend fromclaiml.

The decision of the examiner rejecting clains 1, 4-22,
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30 and 32-34 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

LEE BARRETT
Adm ni strative Patent Judge

M CHAEL R. FLEM NG
Adm ni strative Patent Judge
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