TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore COHEN, MElI STER and STAAB, Adm nistrative Patent Judges.

STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection of
claims 1-7 and 9-14, all the clains remaining in the application.
Appel lants’ invention pertains to a nethod (clains 1-7) and

system (clains 9-14) for controlling individual nmessages to users

1 Application for patent filed Decenber 18, 1992.
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of data processing systens. As explained on page 3 of the
speci fication:

Upon the display of an individual nessage to a
user in the normal course of use of a data processing
system the present invention allows the user to
determ ne whether a nmessage is to be displayed in the
future. An OPTIONS pushbutton is provided in the
message W ndow and is used to display the selections to
the user. |If the user chooses that the nmessage not be
di spl ayed, then future occurrences of the nessage
produci ng action, which would normally cause the
nmessage to be displayed, will result in no display of
the nessage. |If the user selects that the nessage is
to be displayed, then the user can choose the procedure
for renoving the nessage fromthe screen. The nessage
can be renoved automatically after the nessage has been
di spl ayed for a user selected period of tinme, or upon
the occurrence of a specific or general user action.

In this manner, individual nessages can be controlled
with regard to the display and renoval of the nessages.

| ndependent clains 1 and 9 are illustrative of the appeal ed
subj ect matter and copies thereof, as they appear in the appendi x
to appellants’ brief, are appended to this opinion.

The single reference of record relied upon by the exam ner
is support of the standing rejection is:

(bata et al. (Obata) 5,018, 082 May 21, 1991

The following reference is cited by this panel of the board
in support of a new rejection nmade pursuant to 37 CFR 8 1.196(Db):

The Spel | er/ Thesaurus chapter of the operation nanual
for WrdPerfect® Version 4.2 (1986)
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Clains 1-7 and 9-14 stand rejected under 35 U S.C. § 102(b)
as being anticipated by Obata.

phat a di scl oses a nethod and systemfor controlling the
timng of the display of a guidance nessage on term nal
equi pnent, such as nulti-nedia communication termnals. The
systemincludes a timer 6 for detecting the tinme interval between
user input operations and a skill controller 7 for maintaining
and updating a skill level corresponding to the length of a tine
del ay occurring before the display of a guidance nessage. As
expl ai ned at colum 3, |line 63 through colum 4, line 9:

. [When the next input operation is correctly
perfornEd by the user within the set tinme, the skill
controller 7 increnents the skill level by one. Wen
the input operation is not perfornmed within the set
time, or the input operation is incorrectly perforned,
the skill controller 7 decrenents the skill |evel by
one. For exanple, when the user’s skill level is high,
the display timng of the next guidance nessage is
del ayed to enable the user to proceed to the next
operation before displaying the next gui dance nessage.
Therefore, since it is not necessary to display
unwant ed gui dance for the user, it is possible to
i ncrease the processing speed of the terminal. On the
ot her hand, when the user’s skill level is low, the
display timng is made faster so that the user can be
guided to the next step, at every step.
| ndependent claim1 is directed to a nethod of controlling a

data processing systemconprising, inter alia, the steps of (a)
detecting an occurrence of a nessage produci ng action, (b)
provi di ng a nessage associated with said detected nessage
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produci ng action to a user, and (c) providing to said user a

sel ecti on of whether said nessage shoul d be provided to said user
upon future occurrences of said detected nessage producing
action. |Independent claim9 contains simlar limtations in
means plus function format.

In rejecting the appeal ed clains as being anticipated by
(bata, the exam ner has taken the position that Cbata neets step
(c) because

(bata teaches awaiting a “choice selection” in which a

message i s displayed and the skill level is decreased

if the user does not input a valid selection within a

predeterm ned tine interval

Thus, (Cbata does teach providing to a user a
“sel ection of whether a nmessage should be provided upon

future occurrences of an action that produces the
nmessage” because based upon the user’s “choice

selection”, the skill level of the user is determ ned.
The skill level in turn determ nes whet her the nessage
shoul d be di splayed on future occurrences because as
the user’s skill |level increases, the tine interva

I ncreases, such that nessages take |onger to be

di spl ayed. Hence, the user is offered discretion over
di spl ayi ng nessages in the future by the speed in which
he/ she nmakes a selection. |In other words, the user
makes a sel ection of sooner versus later for displaying
future nmessages by the quickness of his/her response.

[ answer, page 5; enphasis added]

We appreciate the point the exam ner is making, nanely, that
(bata’ s del aying of the display of the nessage, coupled with the

user’s control over the length of the delay by inputting a valid
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operation request before the nessage is displayed, constitutes a
“selection” of the type called for in step (c) of claiml within
the broad neaning of the claimterm nol ogy. However, we do not
agree with this analysis for the foll ow ng reasons.

Here, appellants’ nethod and system provide to the user a
sel ecti on of whether the nessage should be provided to the user
upon future occurrences of the detected nessage producing action.
That is, appellants’ nethod and system in and of thenselves,
provide to the user a selection or choice of blocking the
provi sion of the nmessage in the future. |In contrast, Cbata's
met hod and system nerely delay the provision of the nessage, and
it is only upon the circunstance of an additional action by the
user, i.e., inputting a correct response wthin a particul ar
period of tinme, that the nessage is not provided. This
difference is highlighted by the exam ner’s recognition that in
hata, the user’s selectionis limted to a choice “of sooner
versus later for displaying future nessages” (answer, page 5).
Thus, in Cbata the nessage will always be provided unless the
user provides sone additional input. In our view, step (c) of
met hod claim 1l and neans (c) of systemclaim9 do not enconpass

within their nmetes and bounds this sort of operational schene.
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It follows that we cannot sustain the standing rejection of the
appeal ed clains as being anticipated by Obata.

Under the provisions of 37 CFR 8 1.196(b), we enter the
foll ow ng new rejection.

Clains 1, 2, 5, 9, 10 and 12 are rejected under 35 U. S. C
8 102(b) as being anticipated by the Spell Check program of
Wor dPerfect® Version 4.2 (hereinafter, Spell Check). Using the
| anguage of appellants’ claim1l as a guide, and with particul ar
reference to pages 4 and 5 of the Speller/ Thesaurus Chapter of
t he operation manual for WrdPerfect® Version 4.2, the Spel
Check program constitutes a nethod of controlling individual
nmessages (i.e., the Spell Check nenu di splayed across the bottom
of the screen) on a data process system conprising the steps of
(a) detecting an occurrence of a message producing action (the
absence of a match between a particular word of a docunent and
the entries of Spell Check’s dictionaries), (b) providing a
message associated wth said detected nessage producing action to
a user (displaying the nessage “Not Found” in the |ower |eft hand
corner of the screen upon the initial absence of a match), (c)
providing to said user a selection of whether said nessage shoul d
be provided to the user upon future occurrences of said detected

message producing action, and detecting said user selection
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(providing to the user a selection “2 Skip” which, if selected,
causes Spell Check for the rest of the docunent to “ignore” the
word in question, i.e., not display the “Not Found” nmessage when
subsequent absences of a match between the word and the Spel
Check’s dictionaries are detected), and (d) upon detections of
subsequent occurrences of said nessage producing action,
utilizing said user selection to determne if said nessage is to
be provided to said user (depending on whether the user selects
“2 Skip” or, for exanmple, “1 Skip once,” utilizing the user’s
selection to either display or not display the “Not Found”
message upon subsequent occurrences of the absence of a match
bet ween the word and the entries of the Spell Check’s
dictionaries). In a simlar fashion, the conponents of a general
pur pose conputer programred to run WrdPerfect® Version 4.2 with
Spel | Check woul d conprise a system having the various “neans”
set forth in claim?9.

Wth respect to clains 2 and 10, clearly Spell Check’ s step
of providing the “2 Skip” selection includes the step of
“displaying” to the user a selection of how the provision of the
“Not Found” nessage is to be termnated. Hence, Spell Check

antici pates these dependent clains as well.
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As to claims 5 and 12, Spell Check’s step of displaying to
the user the “2 Skip” selection further conprises the step of
providing to the user a selection of term nating the provision of
the “Not Found” nessage upon the occurrence of a “selected” user
action, since the user nust enter the specific keystroke
corresponding to “2" in order to select the “2 Skip” selection.
Thus, Spell Check al so anticipates these dependent cl ai ns.

In summary, the examner’s 8 102 rejection of the appeal ed
clains is reversed, and a new rejection of clains 1, 2, 5 9, 10
and 12 pursuant to our authority under 37 CFR 8 1.196(b) has been
made.

The decision of the exam ner is reversed.

The new rejection under 37 CFR 8§ 1.196(b) should not be
considered final for the purpose of judicial review

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
of the decision (37 CFR 1.197). Should appellants elect to have
further prosecution before the exam ner in response to the new
rejection under 37 CFR 1.196(b) by way of anendnment or show ng of

facts, or both, not previously of record, a shortened statutory
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period for making such response is hereby set to expire two

months fromthe date of this decision

REVERSED, 1. 196(b)

| RW N CHARLES COHEN )
Adm ni strative Patent Judge)

)
)

)
JAVES M MElI STER )
Adm ni strative Patent Judge)

)
)

)
LAWRENCE J. STAAB
Adm ni strative Patent Judge)

BOARD OF PATENT
APPEALS AND
| NTERFERENCES
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CGeoffrey A Mantooth
Wfford, Fails, Zobal & Mantooth
110 West Seventh St., Suite 500
Fort Wbrth, TX 76102
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APPENDI X

1. A nmet hod of controlling individual nessages on a data
processi ng system said data processing systemreceiving nessage
produci ng actions, conprising the steps of:

a) detecting an occurrence of a nessage
produci ng acti on;

b) provi di ng a nessage associated with said
det ect ed nessage producing action to a user;

c) providing to said user a selection of whether said
message shoul d be provided to said user upon future occurrences
of said detected nessage producing action, and detecting said
user sel ection;

d) upon detections of subsequent occurrences of said
message producing action, utilizing said user selection to
determne if said nessage is to be provided to said user

9. A data processing system conprising:

a) means for detecting an occurrence of a nessage
produci ng acti on;

b) means for providing a nessage associated with a
det ect ed nessage producing action to a user, said neans for
provi di ng a nessage being responsive to the detection of said
det ect ed nessage producing action by said neans for detecting;

c) means for providing to said user a selection of
whet her said nmessage should be provided to said user upon future
occurrences of said detected nessage produci ng action, said nmeans
for providing to said user a selection being responsive to the
provi sion of said nessage to said user by said neans for
provi di ng a nessage;

d) means for controlling said neans for
provi di ng said nessage to said user based on said
user sel ection.
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