TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection of

clainms 10 through 12 and 212. The only other clainms remaining in

1 Application for patent filed Decenber 22, 1992.

2 In claim?2l, the phrase “insulation matter” should read
--insulation mattress--, and this informality should be corrected
in any further prosecution that may occur.
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the application, which are clainms 1 through 9 and 14 through 20,
stand wi thdrawn from further consideration by the exam ner.

The subject matter on appeal relates to a sound and thermc
insulation mattress. Wth reference to Figure 2 of the
appel l ants’ application drawing, the mattress 20 conpri ses an
openi ng 22 having a conpressible water repellent foaminsert 24
therein and at | east one adhesive strip 30 glued onto at |east
one of the two opposing faces of the insert and a portion of the
insulating mattress directly surrounding the opening. This
appeal ed subject matter is adequately illustrated by independent
cl aim 10 which reads as foll ows:

10. Sound and thermc insulation mattress to be secured to
a support and conprising an insulating mattress having at | east
one opening; a conpressible water repellent foaminsert having
two opposing faces and being nounted in said opening of said
mattress, said insert being |arge enough to substantially fil
sai d opening, being watertight and having sound and thermc
insul ation properties; and at |east one adhesive strip glued onto
at |l east one of the two opposing faces of said insert, said
adhesive strip having a surface larger than that of the insert so
as to keep said insert in place and to al so cover no nore than at
| east a portion of the insulating mattress directly surroundi ng
said opening to ensure a sealed |ink between said insert and said
insulating mattress when said mattress is secured to said
support.

The prior art relied upon by the exam ner as evidence of
obvi ousness is set forth bel ow

Cunni ngt on 2,129, 167 Sep. 6, 1938
Mllard 3,182,119 May 4, 1965
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The Admtted Prior Art shown in Figure 1 of the draw ng and
di scussed on pages 2 and 3 of the specification for this
appl i cation.

The cl ains on appeal stand rejected under 35 U.S.C. 8 103 as
bei ng unpatentabl e over the Admtted Prior Art in view of
Cunnington and further in view MIlard® On page 4 of the
Answer, the exam ner expresses his obviousness conclusion in the
fol | owm ng manner:

It woul d have been obvious to one of ordinary skill in

the art to place a resilient spacer in the hole of the

admtted prior art tape and insulation seal [shown at

t he upper portion in Figure 1 of the appellants’

drawing] in order to inprove the insulation ability of

t he taped hol e because of the teachings of Cunnington.

It further would have been obvious to use a foam spacer

because of the teachings of MIlard to use foamas a

resilient spacer.

We refer to the Brief and Reply Brief and to the Answer for
a conpl ete exposition of the respective viewpoi nts expressed by
t he appel l ants and the exam ner concerning the above noted
rejection.

Opi ni on
The rejection before us cannot be sustai ned.
Qobvi ousness cannot be established by conbining pi eces of

prior art absent sone teaching, suggestion or incentive

8 The appealed clains will stand or fall together; see page
2 of the Answer and 37 CFR 1.192(c)(5)(1993).
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supporting the conbination. In re Geiger, 815 F.2d 686, 688, 2

USPQ2d 1276, 1278 (Fed. Cir. 1987). From our perspective, the
prior art applied by the exam ner sinply does not contain the
requi site teaching, suggestion or incentive for conbining pieces
of this prior art in such a manner as to obtain the here clai nmed
i nvention. Qur fundanmental reason for reaching this

determ nation is the fact that the various individual features of
the applied prior art relied upon by the exam ner concern
differing problens, functions and purposes.

Specifically, the spacer elenent of Cunnington perfornms a
spaci ng function for the purpose of mlitating against the
probl em of insulation conpression (e.g., see lines 21 through 32
in the first colum on page 2). This function and purpose are
not applicable to the Admtted Prior Art shown at the upper
portion in Figure 1 of the appellants’ drawi ng since the
insulation of this prior art does not possess a conpression
problem Indeed, there is no insulation at all at the |ocation
of this admtted prior art structure into which the exam ner
proposes placing Cunnington’s spacer elenent. Further, the
MIllard patent not only fails to cure this defect but possesses a
simlar one (i.e., the problem function and purpose associ ated

wth patentee’s gromret do not appropriately correspond to those
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of the Admtted Prior Art or for that matter the Cunnington
reference).

Under these circunstances, it is our belief that the prior
art conbi nati on proposed by the examner is the result of
i nper m ssi bl e hindsi ght reconstructi on based upon the appell ants’
own di sclosure rather than some teaching, suggestion or incentive

based upon the prior art. 1n re Demnski, 796 F.2d 436, 443, 230

USPQ 313, 316 (Fed. G r. 1986). As a consequence, we cannot
sustain the examner’s 8§ 103 rejection of clains 10 through 12
and 21 as being unpatentable over the Admtted Prior Art in view
of Cunnington and further in view of MIIlard.

The decision of the exam ner i s reversed.

REVERSED
JAVES D. THOMAS )
Adm ni strative Patent Judge)
)
)
BRADLEY R GARRI S ) BOARD OF PATENT

Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES

)

)
CHARLES E. FRANKFORT )

Adm ni strative Patent Judge)
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