TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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OVNENS, Adm ni strative Patent Judge.
DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

P Application for patent filed July 2, 1993. According to
appel l ants, the application is a continuation of Application
07868, 726, filed April 14, 1992, now abandoned; which is a
di vi sion of Application 07.490,337, filed March 8, 1990, now
U S Patent 5, 130, 603.
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clainms 2, 3, 11, 22 and 23, which are all of the clains
remai ning in the application.
THE | NVENTI ON
Appel lants claiman aromatic dinmethylidyne conpound
having a specified general formula. Appellants state

(specification, page 1) that the conpound is useful as an

emtting material in an
el ectrolu X m nescence devi ce.
N _X
. _C=HC-VT, -cy=c o .
Claim?2 X \\x is illustrative and
reads as foll ows:

2. An aromatic dinethylidyne conmpound of the fornmula:

wherein X and Y may be the sanme or different and are each an
al kyl group having 1 to 4 carbon atons, a phenyl group, a
substituted phenyl group, a cycl ohexyl group, a substituted
cycl ohexyl group, a naphthyl group, a substituted naphthyl
group, a pyridyl group or a substituted pyridyl group, wherein
the substitutent [sic]is an al kyl group having 1 to 4 carbon
atons, an al koxy group having 1 to 4 carbon atons, or a phenyl
group, and each substituted group nmay be substituted by a
plurality of said substituent groups, and -Ar'- is



Appeal No. 96-1122
Application 08/087, 134

THE REFERENCES

Mat sunaga et al. (Matsunaga) 3,980, 713 Sep. 14,
1976
Ueda 4,971, 874 Nov. 20,
1990

THE REJECTI ONS
Clainms 2, 3 and 11 stand rejected under 35 U S. C
88 102(a) and 102(e) as being anticipated by Ueda. dainms 2,

3, 11, 22 and 23 stand rejected under 35 U . S.C. § 103 as being

obvi ous over Ueda in view of Mt sunaga.
OPI NI ON @_@
W have carefully considered all of

t he argunents advanced by appellants and the exam ner and
agree with appellants that the aforenentioned rejections are

not well founded. Accordingly, we reverse these rejections.
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Under the provisions of 37 CFR
§ 1.196(b), we introduce a new ground of rejection of clains
2, 3, 11, 22 and 23.
Rej ection under 35 U.S. C. 88 102(a) and (e) over Ueda

Ueda di scl oses an el ectrophot ographi ¢ phot osensitive
menber having a photosensitive |ayer which conprises, as a
mai n conponent, a styryl conpound having a specified general
formul a wherein group “A’, which corresponds to “Ar’” in the
formula in appellants’ claim2, is “an al kyl ene group, an
aral kyl ene group, an arylene group or a bivalent heterocyclic
group, each of which may have a substituent” (col. 1, |lines 9-
13; col. 1, line 53 - col. 2, line 9).

The exam ner argues that “*A nay be aral kyl ene or
aryl ene, which reads on di phenyl ene, either of which may have
a substituent” (answer, page 3). As acknow edged by the
exam ner (see id.), Ueda does not disclose that group “A’ can
be di phenyl ene. Furthernore, the exam ner has not expl ai ned,
and it is not apparent, why the disclosure in Ueda that group
“A’ can be arylene, along with any preferences ascertai nabl e

fromthe remai nder of Ueda’'s di scl osure, would have | ed one of
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ordinary skill in the art to “di phenylene”. See In re
Schaumann, 572 F.2d 312, 316, 197 USPQ 5, 9 (CCPA 1978); In re
Petering, 301 F.2d 676, 681, 133 USPQ 275, 279-80 (CCPA 1962).
Consequently, we do not sustain the exam ner’s rejection under
35 U.S.C. 88 102(a) and 102(e).

Rej ection under 35 U.S.C. § 103 over
Ueda in view of Matsunaga

Mat sunaga di scl oses fl uorescent brighteners having a
generic fornula, and discloses species of the formula which
differ fromthe conmpound in appellants’ claim2 only in that
one of the end constituents of each of Matsunaga' s vinyl
radicals is hydrogen rather than one of the groups recited in
appellants’ claim2 (abstract; cols. 15 and 16, fornulas 59,
61 and 62). Matsunaga states that the fluorescent brighteners
“can be used for fibers, fabrics, textiles, film sheet,
shaped articles, paint, ink etc.,” (col. 5, lines 45-48) nmade
of natural organic materials, sem-synthetic materials, and
synthetic organic materials (col. 5, lines 30-41).

The exam ner’s statenent of the rejection is as follows
(answer, pages 3-4):

Ueda does not explicitly teach the aryl ene as
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bei ng di phenyl ene. However, Matsunga [sic,

Mat sunaga] di scl oses processes for the production of
bi sstyryl conpounds wherein a substituted al dehyde
is condensed with an aromatic, bis-phosphorous acid
di ester or nono-phosphorous acid diester (colum 1,
l[ines 5-50). It would have been obvious to one
skilled in the art to substitute Matsunga' s [sic]

bi sstyryl as Ueda' s aryl ene because varying the
reactants of the condensation reaction of Matsunga
[sic] one would obtain the clained reaction products
and Ueda’ s reaction products because the basic
reactants are of the same or simlar chen ca
classes. In re Schwarze, 190 USPQ 294. 2

In order for a prima facie case of obviousness to be
established, the teachings fromthe prior art itself nust
appear to have suggested the clainmed subject matter to one of
ordinary skill in the art. See In re R nehart, 531 F.2d 1048,
1051, 189 USPQ 143, 147 (CCPA 1976). The nere fact that the
prior art could be nodified as proposed by the exam ner is not
sufficient to establish a prima facie case of obvi ousness.

See In re Fritsch, 972 F.2d 1260, 1266, 23 USPQ2d 1780, 1783
(Fed. GCir. 1992). The exam ner nust explain why the prior art
woul d have suggested to one of ordinary skill in the art the

desirability of the nodification. 1d. at 1266, 23 USPQd at

2 n the phrase “substitute Matsunga's bisstyryl as Ueda's
arylene” in the above statenent, it appears that “bisstyryl”
shoul d be replaced by “bi phenyl ene”.

6
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1783- 84.

We do not find such an explanation in the above statenent
of the rejection. 1In the “response to argunent” section of
t he answer (page 4), the exam ner argues that appellants
i ndi cate on page 16 of the specification that “aryl ene”
i ncl udes “bi phenyl ene”, and that appellants indicate on pages
19-21 of their specification that the sane process is used to
produce essentially the same conpounds clainmed in the
references and by appellants. The exam ner does not explain,
however, why the teaching fromthe prior art itself would have
fairly suggested, to one of ordinary skill in the art, use of
bi phenyl ene as Ueda’s group “A’. See Rinehart, 531 F.2d at
1051, 189 USPQ at 147. Ueda is directed toward photosensitive
| ayers of el ectrophotographic photosensitive nenbers (col. 1
lines 9-13) and Matsunaga is directed toward fl uorescent
brighteners “for fibers, fabrics, textiles, film sheet,
shaped articles, paint, ink etc.” (col. 5, lines 45-48). The
exam ner has provided no evidence that conpounds which were
known to be useful as fluorescent brighteners were known to be

useful in photosensitive |ayers of el ectrophotographic
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phot osensitive nmenbers, or provided any other reason why the
references thensel ves woul d have noti vated one of ordinary
skill in the art to use Matsunaga’' s bi phenyl ene group as
Ueda’s arylene. The notivation relied upon by the exam ner
cones solely fromappellant’s specification. Thus, the

exam ner used inperm ssi bl e hindsi ght when rejecting the
clains. See WL. CGore & Associates v. Garlock, Inc., 721 F.2d
1540, 1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983); Inre

Rot hermel , 276 F.2d 393, 396, 125 USPQ 328, 331 (CCPA 1960).
Accordingly, we do not sustain the exam ner’s rejection under
35 U.S.C. § 103.

Since no prima facie case of obviousness has been
establ i shed, we need not address the experinental results in
the declarations. See In re Piasecki, 745 F.2d 1468, 1472,
223 USPQ 785, 788 (Fed. Cir. 1984); Rinehart, 531 F.2d at
1052, 189 USPQ at 147

New ground of rejection under 37 CFR § 1.196(h)

Under the provisions of 37 CFR 8 1.196(b), we enter the

foll owi ng new ground of rejection of clains 2, 3, 11, 22 and

23.
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Caims 2, 3, 11, 22 and 23 are rejected under the
judicially created doctrine of obviousness-type double
patenting over, respectively, clains 2, 3, 24, 16, and 17 of
U S. Patent 5,130,603 to Tokailin et al. (Tokailin).

Tokailin clains el ectrolum nescence devices conpri sing
light emtting materials which conprise specified conmpounds.
The conmpounds in appellants’ clainms 2, 3, 11, 22 and 23 are
recited, respectively, in Tokailin s clains 2 (where Ar’ is
bi phenyl ene), 3, 24, 16, and 17. Hence, appellants’ clained
conmpounds are unpat entabl e under the doctrine of obvi ousness-
type doubl e patenting over the respective clains of Tokailin.
See In re Vogel, 422 F.2d 438, 441-42, 164 USPQ 619, 621-22
( CCPA 1970).

In the application which issued as the Tokailin patent,
i.e., Application 07/490,337, a restriction requirenent was
made (paper no. 5) between a first group of clains directed
toward | um nescent conpounds and el ectrol um nescence devi ces
thereof, and a second group directed toward a process for
maki ng the | um nescent conpounds. Appellants elected the

first group and did not traverse the restriction requirenent
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(paper no. 8, page 14). Since the clains in the present
application are in the

el ected group of the Tokailin application, an obvi ousness-type

doubl e patenting rejection is appropriate regard | ess of the
restriction requirenent.
DECI SI ON

The rejections of clainms 2, 3 and 11 under 35 U S. C
88 102(a) and 102(e) as being anticipated by Ueda, and cl ai ns
2, 3, 11, 22 and 23 under 35 U . S.C. 8 103 as bei ng obvi ous
over Ueda
in view of Matsunaga, are reversed. A new ground of rejection
has been entered under the provisions of 37 CFR § 1.196(b).

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).
37 CFR 8 1.196(b) provides that, “A new ground of rejection
shall not be considered final for purposes of judicial

revi ew.”

10
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37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under § 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record. :

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

SHERVAN D. W NTERS
Adm ni strative Patent Judge

N N N N N

BOARD OF PATENT
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MARY F. DOWEY )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

TERRY J. OVENS )

Adm ni strative Patent Judge )

TJJ pgg

Fri shauf, Holtz, Goodman & Wyodwar d
767 Third Ave.

25t h Fl oor

New Yor k, NY 10017-2023
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