THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 59

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte TAI-SHUN LIN and WLLIAM H PRUSOFF

Appeal No. 96-1055
Application 07/727, 331!

ON BRI EF

Before KIMIN, WEl FFENBACH and OVNENS, Adm ni strati ve Patent
Judges.

OVNENS, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of

! Application for patent filed July 3, 1991. According
to appellants, the application is a continuation of
Application 07/590,031, filed Septenber 28, 1990, now
abandoned, which is a continuation of Application 06/911, 200,
filed Septenber 24, 1986, now abandoned.
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clains 1-5 and 14. d ains 6-13 have been cancel ed.

THE | NVENTI ON

Appel lants clained invention is directed toward a net hod
for treating a warm bl ooded animal infected with a retrovirus
by adm nistering to the animl a specified conpound or
phar maceutical salt thereof. Caim1lis illustrative and
reads as foll ows:

1. A nethod for treating warm bl ooded ani mal s infected
with a retrovirus, the nethod conprising adm nistering to the
war m bl ooded animal an anti-retroviral effective anount of
2',3 -dideoxy 2',3' -didehydrocytidine or a pharnaceutically
acceptable salt thereof, either alone or in adm xture with a
diluent or in the formof a nedicanent.

THE REJECTI ON

Clainms 1-5 and 14 stand rejected under 35 U. S.C. § 112,
first paragraph, on the ground that the specification fails to
provi de an enabling disclosure.

OPI NI ON

We have carefully considered all of the argunents

advanced by appel lants and the exam ner and agree with

appel l ants that the aforenentioned rejection is not well

founded. W therefore do not sustain this rejection.
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Regar di ng enabl enent, a predecessor of our appellate

reviewi ng court stated in In re Marzocchi, 439 F.2d 220, 223-
24, 169 USPQ 367, 369-70 (CCPA 1971):

[A] specification disclosure which contains a
teachi ng of the manner and process of making and
using the invention in terns which correspond in
scope to those used in describing and defining the
subj ect matter sought to be patented nust be taken
as in conpliance with the enabling requirenent of
the first paragraph of 8 112 unless there is reason
to doubt the objective truth of the statenents
cont ai ned therein which nust be relied on for
enabl i ng support.

it 1s incunbent upon the Patent Ofi ce,
whenever a rejection on this basis is nmade, to
explain why it doubts the truth or accuracy of any
statement in a supporting disclosure and to back up
assertions of its own with acceptabl e evidence or
reasoni ng which is inconsistent with the contested
statenment. O herw se, there would be no need for
the applicant to go to the trouble and expense of
supporting his presunptively accurate disclosure.

Appel  ants provi de on pages 5-9 of their specification
gui dance as to the dosages and forns for adm nistering the
conpound recited in their clains. The exam ner dism sses this

gui dance as bei ng boil erpl ate gui dance which is mniml and
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insufficient for the breadth of the clains, and argues that

t he

dosages are specul ative (answer, third and fifth pages)? The
exam ner considers the specification to be nerely an
invitation to carry out excessive experinentation (answer,
sixth page). These argunents are not well taken because they
are not supported by the required evidence or sound technica
reasoni ng.

The exam ner argues that appellants do not disclose any
in vivo data in their specification or provide a correlation
between the in vitro data therein and in vivo data (answer,
third through sixth pages). This argunment is not persuasive
because it is directed toward the issue of utility and the
exam ner has not made a utility rejection. “Office personne
shoul d not inpose a 35 U.S.C. 112, first paragraph, rejection
grounded on a ‘lack of utility basis unless a 35 U S.C. 101
rejection is proper.” Manual of Patent Exam ning Procedure

§ 2107(1V) (7th ed., July 1998).

2 The pages of the answer are not nunbered.
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For the above reasons, we conclude that the exani ner has
not carried his burden of establishing a prima facie case of
non- enabl enent .

OTHER MATTERS

The application includes claim15 which was copied after
final rejection froma patent for purposes of interference
(anmendnment filed February 26, 1993, paper no. 42). The
exam ner states in the answer (first page) that the anendnent
in which claim115 was added was not entered. However, in an
advi sory action (mailed May 11, 1994; paper no. 44), the
exam ner indicated that the amendnent has been entered, and
such entry is
shown in the file. 1In the advisory action, the exam ner
rejected claim15 under 35 U . S.C. 8§ 112, first paragraph, on
the ground that the specification as filed | acked adequate
witten descriptive support for the clained invention. The
rejection of this claimis not included in appellants’
statenment of the issues (brief, page 3) or in the examner’s
statenment of the rejection in the answer (second page) and,

therefore, clearly is not before us. W remand the case to
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the exam ner for consideration of the rejection of claim15.
DECI SI ON
The rejection of clainms 1-5 and 14 under 35 U. S.C. § 112,
first paragraph, on the ground that the specification fails to

provi de an enabling disclosure, is reversed.

This application, by virtue of its "special status,
requires an immedi ate action. Mnual of Patent Exani ning
Procedure
§ 708.01(d). It is inportant the Board be infornmed pronptly
of any action affecting the appeal in this case.

REVERSED and REMANDED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

N N N N

CAMERON WEI FFENBACH ) BQOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
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Adm ni strative Patent Judge )



Appeal No. 96-1055
Application 07/727, 331

Sprung, Horn, Kramer and Wods
660 Wiite Plains Road - 4th Floor
Tarrytown, NY 10591-5144

TJIQ ki



