TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore PATE, McQUADE and BAHR, Administrative Patent Judges.

McQUADE, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

WlliamT. Kline et al. appeal fromthe final rejection
of clainms 15 through 38, all of the clains pending in the
application. W reverse.

THE | NVENTI ON

The invention relates to “a hand assi sted | am nati on

Y Application for patent filed Septenber 7, 1993.
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(HAL) system process and apparatus for form ng and conpacting
conposite material in order to nake |am nated articl es that
may have

t hree-di nensi onal (3-D) contoured surfaces” (specification,
page 1). A copy of the appeal ed clains appears in the
appendi x to the appellants’ main brief (Paper No. 18).

THE EVI DENCE

Boei ng Purchase Order No. B 258096.°2

“HAL BEGI NS MAKI NG 777 PARTS,” BOEING 777 NEWS
BULLETIN, Vol. 3, No. 28 (August 11, 1992).3

The 37 CFR § 1.132 Declaration of David M Walter.*
The 37 CFR 8§ 1.132 Declaration of WlliamT. Kline.?®

THE REJECTI ON

Clains 15 through 38 stand finally rejected under 35
U S.C 8§ 102(b) as being directed to an invention on sale in

this country nore than one year prior to the date of

2 A copy of this itemappears in the record as part of
Paper No. 4.

®* A copy of this itemappears in the record as part of
Paper No. 4.

“ This itemappears in the record as part of Paper No. 10.
> This item appears in the record as Paper No. 22.
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application for
patent in the United States.® As explained by the exam ner,

Boei ng purchase order B 258096 discl oses a sale
of a single-station hand-assisted | am nation cell on
June 10, 1992 and July 10, 1992, both of which
occurred nore than one year prior to Applicant’s
[sic] US filing date. The HAL Cell is described
in a Boeing news bulletin dated August 11, 1992 as
using a laser to project the correct position of
plies on a mandrel, as is now cl ainmed [exanm ner’s
answer, Paper No. 19, page 3].

DI SCUSS| ON

A claimed invention is considered to be on sale within
the meaning of 35 U.S.C. 8§ 102(b) when two conditions are net
before the critical date (i.e., nore than one year prior to
the filing date to which the claimis entitled). First, the
product nust be the subject of a commercial offer for sale.
Second, the invention nust be ready for patenting. The second
condition nmay be satisfied in at |east two ways: by proof of

reduction to practice before the critical date or by proof

® The final rejection (Paper No. 11) also included a 35
US.C 8 103 rejection of clains 15 through 38 as being
unpat entabl e over Mttelstadt et al. (U S. Patent No.
4,475,976) in view of Sarh et al. (U S. Patent No. 4,512, 837)
and Heine (U. S. Patent No. 4,284,462). Upon reconsideration,
the exam ner has withdrawn this rejection (see the advisory
action dated June 21, 1995, Paper No. 15).
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that prior to the critical date the inventor had prepared
drawi ngs or other descriptions of the invention that were
sufficiently specific to enable a person skilled in the art to

practice the invention.

See Pfaff v. Wlls Electronics Inc., 119 S.C. 304, 311-12, 48

UsPQ2d 1641, 1646-47 (1998). If, however, the primary purpose
underlying an offer for sale is experinental rather than
commercial, then the product is not on sale within the neaning

of the statute. See In re Hamlton, 882 F.2d 1576, 1579, 11

UsP@d 1890, 1893 (Fed. Cir. 1989).

The copy of Boeing Purchase Order No. B 258096 of record
conveys few details regarding the transaction between Boei ng
and I ngersoll MIIling Machine Co. (lngersoll) which forns the
basis for the examner’s rejection. It is not disputed,
however, that the transaction involved the “purchase” by
Boeing fromlngersoll of two single station HAL cells nade
pursuant to Boeing specification # L-2433, and that the

“purchase” occurred nore than one year prior to the critica
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date. The appellants’ counsel is on record as explaining that

Boei ng (the assignee of the present application)
contracted with a supplier (lngersoll MIling
Machine Co.) to build and deliver to Boeing the
first two HAL Cell systens according to Boeing
speci fication #L-2433 which had earlier been sent
out for conpetitive bidding by the machi ne too
builders. . . . [T]he inventors are enpl oyees of
Boei ng” [ Paper No. 14, pages 1 and 2].

The appellants, relying on the Walter and Kline
decl arations, take the position on appeal that

Boei ng coul d have built in-house the first machine
system i ntended for production use, but instead

el ected to have an outside contractor (I ngersol
MI11ling Machine Co.) build this conpl ex machi ne for
Boeing. |If Boeing had elected to build the first
producti on nachi ne i n-house, the on-sale issue would
not have occurred. But because Boeing elected to
have an outside contractor build the first machine
system there was a sale (a non-public sale) of the
machi ne system Applicants contend that the private
sal e was an experinental sale because the machi ne
systemwas in an experinental node until it had net
all the required Boeing qualification tests and
becanme a qualified machine [main brief, Paper No.

18, page 2].

Bot h the exam ner and the appell ants have characterized

the transacti on between Boeing and Ingersoll as a “sale” of
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the appellants’ invention.” Fromour perspective, the facts

of record relating to the transaction do not support this
characterization. The facts nerely show a situation wherein a
first party, the appellants/inventors and their enployer,

Boei ng, paid a second party, Ingersoll, for its services in
fabricating for the first party an invention nmade by the first

party. Any

notion that Ingersoll sold the invention to the
i nvent or s/ Boei ng under these circunstances is illogical. Al
that the facts of record establish here is that Ingersoll sold
its services, not the invention, to the inventors/Boeing.

This interpretation of the Boeing-lngersoll transaction

finds support in Brasseler, US A | L.P. v. Stryker Sales

Corp., 182 F.3d 888, 51 USPQ2d 1470 (Fed. Cr. 1999) wherein
the court, distinguishing activity which was found to
constitute a 8§ 102(b) on-sale bar, stated “[t]his is

not a case in which an individual inventor takes a design to a

"There is sone dispute as to whether all of the appeal ed
clains read on the HAL cells involved in the transaction (see
pages 3 and 4 in the appellants’ reply brief, Paper No. 21).
G ven our decision in the appeal, this issue is noot.
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fabricator and pays the fabricator for its services in
fabricating a few sanple products” (182 F.3d at 891, 51 USPQd

at 1473). Al so of interest is M& R Marking Sys.., Inc. v. Top

Stanp, Inc., 926 F. Supp. 466 (D.N.J. 1996) wherein the

district court declined to apply the on-sale bar to a
transacti on between an inventor’s enployer and a manufact urer
paid by the enployer to nake the invention for it. Al though

the court in Brasseler took notice of the M & R Marki ng case

and observed that “we have no obligation to follow the

district court’s reasoning” (182 F.3d at 891, 51 USPQ2d at
1473), it went on to distinguish the transactionin M& R
Mar ki ng fromthe on-sale activity before it.

In light of the foregoing, we are of the opinion that the
facts of record relating to the transacti on between Boei ng and
I ngersoll are not sufficient to establish that the appellants’

i nventi on was on sale or sold before the critical date.



Appeal No. 1996-0910
Application 08/118, 368

Moreover, even if it is assuned for the sake of argunent
that the transacti on between Boeing and Ingersoll did involve
a sale of the invention before the critical date, the
appel l ants’ 37 CFR § 1.132 decl arations constitute convincing
evi dence that such sale was nerely a precursory event
necessary to carry out experinentation to determ ne whet her
the invention would work for its intended purpose. The
exam ner’s contention that “the inventors had know edge that
t hese devices would work for their intended purpose” (answer,
pages 4 and 5) is based on a statenent in the Walter
decl aration taken out of context and has been squarely refuted
by the Kline declaration. Thus, even if the transaction

bet ween Boei ng and Ingersoll did constitute a sale of

the invention, the evidence of record shows that the
transaction took place in the context of experinental use and
t hus does not constitute on sale activity wthin the nmeani ng

of 35 U.S.C. § 102(b).
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In summary and for the above reasons,

t he deci sion of the

exam ner to reject clains 15 through 38 under 35 U. S.C. §

102(b) is reversed.

REVERSED

WLLIAM F. PATE 1|1
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge

JPM pgg

Paul C. CullomJr.

O fice of General Counsel

The Boei ng Conpany
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