THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte THOVAS C. COX

Appeal No. 1996-0858
Application No. 08/117, 648*

ON BRI EF

Before, JOHN D. SM TH, PAK, and KRATZ, Adninistrative Patent

Judges.
KRATZ, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusal
to allow clainms 1-4, 6-10, and 12-17, which are all of the

clainms pending in this application.

! Application for patent filed Septenber 8, 1993.
According to appellant, this application is a continuation of
Application 07/810,962, filed Decenber 20, 1991, now
abandoned.
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The appellant's invention relates to a nmethod for
softening cotton toweling during its manufacture by treatnent
wi th an aqueous cellul ase solution and the cotton toweling
product thereof. An understanding of the invention can be
derived froma reading of exenplary clainms 1 and 17, which
clainms are reproduced bel ow.

1. A method for softening cotton toweling during its
manuf acture by treatnment with cellul ase which nethod
conpri ses:

(a) applying onto the surfaces of said toweling prior to
application of a finish to said toweling an agueous cell ul ase
solution containing at |east about 0.2 grams per liter
cel lul ase wherein the wei ght anmount of said aqueous cell ul ase
solution applied onto the surface(s) of said towling is
bet ween about 10 to 50 percent of the weight of said toweling
and further wherein said aqueous cellulase solution is free of
surfact ant;

(b) incubating the toweling at a tenperature of from
about 20° to about 65°C for a period of fromabout 1 to about
16 hours to inpart softening to said toweling; and

(c) treating the cotton toweling in a manner to renove
and/or inactivate the cellul ase enzyne.

17. Cotton toweling prepared by the nmethod which
conpri ses:

(a) applying onto the surfaces of said toweling prior to
application of a finish to said toweling an agueous cel |l ul ase
solution containing at |east about 0.2 grams per liter
cel l ul ase wherein the wei ght amount of said aqueous cell ul ase
solution applied onto the surfaces(s) of said toweling is
bet ween about 10 to 50 percent of the weight of said toweling
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and further wherein said aqueous cellulase solution is free of
surfactant;

(b) incubating the toweling at a tenperature of from
about 20° to about 65°C for a period of fromabout 1 to about
16 hours to inpart softening to said toweling; and

(c) treating the cotton toweling in a nmanner to renove
and/or inactivate the cellul ase enzyne.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Bar besgaard et al. (Barbesgaard) 4,435, 307 Mar. 06,
1984
Tai 4,479, 881 Cct. 30,
1984
Spendel 4,489, 455 Dec. 25,
1984

This merits panel of the Board of Patent Appeals &
Interferences cites and di scusses the foll ow ng reference.

Cox et al. (Cox) 5,232, 851 Aug. 03, 1993
102(e) date - COct. 16, 1990

Clainms 1-4, 6-10 and 12-16 stand rejected under 35 U. S. C

8 103 as being unpatentable over Tai in view of Spendel.?

2 The exam ner refers to clains 1-4 and 6-16 as standing
rejected under this ground of rejection (answer, page 3).
However, we note that claim 11 was cancel ed in an anendnent
after final rejection filed April 22, 1994. The anendnment was
i ndi cated by the exam ner as being entered upon the filing of
an appeal in an advisory action mailed June 23, 1994. W
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Claim 17 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Tai in view of Spendel or Barbesgaard.

Pursuant to the provisions of 37 CFR § 1.196(b), we nake
the following newrejection: claim1l7 is rejected under 35
UusS. C
8§ 102 as anticipated by and/or alternatively under 35 U. S. C
8 103 as being unpatentable over the admtted prior art in the
specification including the adm ssions as set forth at page 2,
lines 1-19, page 6, lines 7-14, and pages 16 and 17,
conparative exanple A

CPI NI ON

We have carefully reviewed the respective positions
presented by appellant and the examner. 1In so doing, we find
ourselves in agreenent with appellant's basic contention that

the applied prior art fails to establish a prim facie case of

observe that the above-noted anendnent has not, as yet, been
physically entered by the exam ning group not wthstanding a
Remand to the exam ner mailed April 24, 1998 that ordered the
physi cal entry of that amendnment in |light of the advisory
action. Accordingly, the April 22, 1994 anendnent shoul d be
physically entered by the appropriate group personnel prior to
the final disposition of this application.
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obvi ousness of the clained subject matter. Accordingly, we
will not sustain the exam ner's rejections.

The Tai reference as applied by the examner is directed
to a |l aundering detergent conbining cleaning and softening
performance properties during the use thereof in |aundering
textiles. The Spendel reference as applied by the exam ner is
directed to a | aundering process and apparatus utilizing snal
guantities of water conpared to conventional washing
t echni ques.

The subject matter of clains 1-4, 6-10, and 12-16 is

drawn to a process for softening cotton toweling during its

manuf acture by (a) applying a surfactant free aqueous

cel lul ase solution of a specified concentration and anount

onto the surfaces of the toweling prior to the application of

a finish to the toweling; (b) incubating the toweling for a
specified period of time under specified tenperature
conditions; and (c) treating the towling to renove or
i nactivate the enzyne.

The fundanental flaw in the examner's rejection of the
process clains under 35 U. S.C. 8§ 103 as bei ng unpatentabl e

over the conbined teachings of Tai and Spendel is that the
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exam ner's application of the applied references ignores the
clainmed limtations as underlined in the paragraph above. The
exam ner's assertions in the answer regardi ng whether or not
it would have been obvious to enploy a spray techni que as
opposed to a soaking step, vary the enzyne concentration and
vary the reaction tinme in the |aundering technique of Tai in
vi ew of Spendel's teachings of |aundering techniques that save
water sinply do not fully address and appreci ate the subject
matter that is actually recited in the clains on appeal. As
i ndi cat ed above, the exam ner has not provided a satisfactory
expl anation as to how the clainmed step of applying surfactant
free aqueous cellulase solution to cotton toweling prior to
the application of a finish during the toweling manufacture
woul d have been rendered obvious by the applied prior art
t eachi ngs.

Li kewi se, conspicuously mssing fromthe exam ner's
di scussion of the rejection of product by process claim 17
under 35 U.S.C. 8§ 103 as being unpatentabl e over the conbined
teachings of Tai in view of Spendel (as di scussed above) or
Bar besgaard is recognition by the exam ner that the product of

claim17 is drawmn to a cotton toweling that is treated with
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aqueous cellulase prior to the application of a finish
thereto. In this regard, the exam ner's analysis of the
conbi ned teachings of the applied | aundering references
(answer, pages 5, 9 and 10) does not adequately explain how
the references are being conmbi ned such that the manufactured
towel i ng product of claim 17 would have been prinma facie
obvi ous over the textiles laundered with the detergent of Tai
as nodified by the teachings of Spendel or Barbesgaard. On
this record, we cannot conclude that a cotton toweling product
that has cellul ase applied thereto prior to a finish as
cl ai mred woul d have reasonably been expected to have
substantially the same or simlar properties as a previously
manuf actured textile product that is |aundered with a conbi ned
detergent and cel |l ul ase as apparently suggested by the
exam ner.

We point out that in a rejection under 35 U.S.C. 103, it
is basic that all elenments recited in a claimnust be
consi dered and given effect in assessing the patentability of

that claimagainst the prior art. In re Geerdes, 491 F. 2d
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1260, 1262-63, 180 USPQ 789, 791 (CCPA 1974); ln re W] der,

429 F. 2d 447, 450, 166 USPQ 545, 548 (CCPA 1970).

Accordingly, in our judgenent, a convincing factual
basis to support a |egal conclusion that the cl ai ned process
and/ or product woul d have been obvious wi thin the neaning of
35 U.S. C
8§ 103 fromthe combi ned teachings of the applied references
has not been furnished by the examner. |In light of the
foregoing, we will not sustain the exam ner's rejections of
t he appeal ed clains under 35 U.S.C. §8 103 as being
unpat ent abl e over the applied references.

Rej ection of Claim 17 Pursuant to 37 CFR § 1.196(b)

Claim1l7 is rejected under 35 U.S.C. §8 102 as antici pated
by, and/or alternatively under 35 U S.C. §8 103 as unpatentabl e
over the admtted prior art in the specification (page 2,
lines 1-19, page 6, line 7-14, and pages 16 and 17,
conparative exanple A).

The admtted prior art in the specification describes a
cotton toweling product prepared by applying an aqueous
cellulase solution to a cotton cloth to soften the toweling.

The toweling is maintained in contact with the aqueous
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cellul ase solution for a period of tinme at an el evated
tenperature as specified in the conparative exanple A
Thereafter, the treated toweling is rinsed and dried to
recover a softened toweling product.

Claim1l7 is directed to a cotton toweling product that is
descri bed by way of a product-by-process claim It is well-
settled that the determ nation of the patentability of a
product - by-process claimis based on the product itself. Wth
regard to product-by-process clains, the Federal Circuit has

indicated in In re Thorpe, 777 F.2d 695, 697, 227 USPQ 964,

965-66 (Fed. Cir. 1985) citing In re Brown® 459 F.2d 531,

3 [T]he lack of physical descriptionin a
product - by- process cl ai m nakes determ nation of the
patentability of the claimnore difficult, since in spite of
the fact that the claimmy recite only process limtations,
it is the patentability of the product clainmed and not of the
recited process steps which nust be established. W are
therefore of the opinion that when the prior art discloses a
product which reasonably appears to be either identical with
or only slightly different than a product clainmed in a
product - by-process claim a rejection based alternatively on
ei ther section 102 or section 103 of the statute is emnently
fair and acceptable.... As a practical matter, the Patent
Ofice is not equipped to manufacture products by the nyriad
of processes put before it and then obtain prior art products
and make physical conparisons therewith. 1n re Brown, 459
F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972).
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535, 173 USPQ 685, 688 (CCPA 1972) and In re Pilkington, 411

F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969) t hat

pr oduct - by- process clains are not specifically discussed
in the patent statute. The practice and governing | aw
have devel oped in response to the need to enable an
applicant to claiman otherw se patentabl e product that
resists definition by other than the process by which it
is made. For this reason, even though product-by-process
clainms are limted by and defined by the process,

determ nation of patentability is based on the product
itself. (citations omtted)

The patentability of a product does not depend on
its method of production. (citation omtted) |If the
product in a product-by-process claimis the sane as or
obvious froma product of the prior art, the claimis
unpat ent abl e even though the prior product was nade by a
different process. (citations omtted)

Thus, the patentability of a product does not depend on
its method of production. |[If the product in a
pr oduct - by- process cl ai m woul d have been obvi ous from or
anticipated by a product of the prior art, the claimis
unpat entable even if the prior product was nmade by a different
process.

Based on the record before us, we cannot ascertain any
pat entably significant difference between the product cotton

towel i ng defined by claim17 and the correspondi ng product of

the admtted prior art. 1In this regard, claim17 defines a
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toweling product that is prepared by essentially the sane

nmet hod as the prior art product with the specified exception
of the wei ght anount of aqueous cellul ase solution applied to
the toweling and the length of tinme of the application. In
both the admtted prior art product production nethod
(conparative Exanple A for exanple) and the clained product
preparation process, the applied cellulase enzyne is renoved
and/ or inactivated by subsequent steps such as rinsing and
drying. Thus, the only apparent potential difference(s) in
the respective products is whether the different methods of
application of the cellulase solution result in products
havi ng di vergi ng properties. However, no particul ar product
characteristics or properties are specifically required by
claim17 so as to differentiate the clained product fromthe
admtted prior art. W note that claim1l7 is not limted to a
product prepared by the nethod of exanple 1 of the
specification such that the tensile strength and absorbency
properties reported for exanple 1 of the specification could
be inputed to the clained product. In this regard, we observe
that the toweling product of exanple 1 was prepared by a

met hod that included using cotton terry cloth that was sprayed
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on both sides with a specified cellulase formulation that
i ncluded a surfactant which surfactant is excluded by the
preparation nmethod for the product recited in claim17.
Mor eover, the product of claiml1l7 is not limted to the
particulars of the preparation nethod specified in exanple 1.
In addition, as set forth at pages 5 through 10 of the
specification, a variety of unspecified factors to which claim
17 is open, such as the presence or absence of buffers, ph,
the particular cellulase enzyne utilized, etc., will effect
the towel i ng product properties. Thus, we find that the
product toweling of claim17 enbraces a w de range of
softness, tensile strength, absorbency, and other properties
as would toweling products of the admtted prior art.
Accordingly, on this record, we conclude that the clained
towel i ng product woul d reasonably appear to enbrace the
adm tted prior art toweling product including being open to
having the same or simlar softness, tensile strength,
absor bency, and other properties of the admtted prior art
pr oduct .

In view of the above, one skilled in the art would have a

reasonabl e expectation that the products are the sane. See |n
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re Best, 562 F.2d 1252, 1255-56, 195 USPQ 430, 433-34 (CCPA
1977). Appell ants have not shown that the clainmed product
differs fromthe prior art product in any patentably
significant way.

From t he above, we conclude that the admtted prior art
product anticipates the clainmed product under 35 U. S.C. 8§ 102
and/ or woul d have rendered the clai med product prima facie
obvious to a skilled artisan under 35 U S. C. § 103.

Appel I ants' argunents, of record, have been consi dered
but are not found convincing for reasons expressed above. In
addition, with respect to the 8 103 alternative rejection, we
do not find exanple 1 of the specification to be commensurate
in scope with the clainmed product for the reasons set forth
above. Accordingly, we cannot subscribe to appellant's
assertion that convincing evidence of unexpected results has
been presented.

OTHER | SSUES

In the event of further or continuing prosecution, the

exam ner and appellants should determi ne the patentability of
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the clained subject matter in view of Cox* (U S. Patent No.
5,232,851) and the references cited therein, particularly at
colums 1 and 2 thereof. Cox discloses a nethod for treating
cotton woven fabric with cellulase to inprove the feel and
appear ance thereof. Mreover, Cox provides references to prior
art nmethods of treating cotton fabrics with cellulase prior to

a finishing treatnent thereof.

“ A copy of the Cox Patent is being forwarded to appell ant
together with this decision.
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CONCLUSI ON

The exam ner's rejections of clainms 1-4, 6-10 and 12-16
under 35 U.S.C. 8 103 as being unpatentable over Tai in view
of Spendel, and of claim 17 as bei ng unpatentabl e under 35
UusS. C
8§ 103 over Tai in view of Spendel or Barbesgaard are reversed.

Pursuant to the provisions of 37 CFR § 1.196(b), the
foll owi ng new ground of rejection has been nade. Caiml1l7 is
rejected under 35 U.S.C. 8§ 102 as antici pated by and/ or
alternatively under 35 U S.C. 8§ 103 as bei ng unpatentabl e over
the admtted prior art in the specification including the
adm ssions as set forth at page 2, lines 1-19, page 6, lines
7-14, and pages 16 and 17, conparative exanple A

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by
final rule notice, 62 Fed. Reg. 53, 131, 53, 197 (Cct. 10,
1997), 1203 off. Gaz. Pat. & Trademark O fice 63,122 (Cct 21,
1997) ). 37 CFR § 1.196 (b) provides that, "A new ground of
rejection shall not be considered final for purposes of

judicial review"
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37 CFR 8 1.196 (b) also provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (8
1.197 (c)) as to the rejected clains:
(1) Submt an appropriate anmendnent of the
clainms so rejected or a showing of facts
relating to the clains so rejected, or
both, and have the matter reconsidered by
t he exam ner, in which event the

application will be remanded to the
exam ner.

(2) Request that the application be reheard
under 8§ 1.197 (b) by the Board of Patent Appeals
and Interferences upon the sanme record . :
No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED - 37 CFR § 1.196 (b)

JOHN D. SM TH
Adm ni strative Patent Judge

N N N N N

BOARD OF PATENT
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CHUNG K. PAK )

Adm ni strative Patent Judge ) APPEALS AND
)
) | NTERFERENCES
)

PETER F. KRATZ )

N—r

Adm ni strative Patent Judge

PFK/j | b

Cerald F. Sw ss

Bur ns, Doane, Swecker & Mathis
The George Mason Buil di ng
Washi ngton & Prince Sts.,

P. 0. Box 1404

Al exandria, VA 22313-1404



