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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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ON BRI EF

Bef ore PAK, WALTZ, and KRATZ, Adninistrative Patent Judges.

PAK, Adm ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe examner’'s fina
rejection of claims 1 through 11, which are all of the clains

remai ning in the application.

! Application for patent filed July 12, 1993.
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The subject natter on appeal is directed to an on-1line
Modi fi ed Pal ntose nethod for detecting and nonitoring

oxidation in a flue gas desul furization system

This subject matter is adequately illustrated in claim1l
whi ch is reproduced bel ow
1. An on-line nethod for detecting and nonitoring oxidation
in a flue gas desul furization system the nethod conprising
the steps of:

| ocating an oxidation nonitor in a circulation |oop of an

absorber tower of the systemfor accessing a sanple

sol ution;

drawi ng the sanple solution to the oxidation nonitor

performng an iodionmetric titration on the sanple in the
oxi dati on nonitor

causi ng the sanple to exhibit a color change; and
determining a sulfite/bisulfite concentration based on
col or change.

The exam ner has relied upon the follow ng references and

evi dence in support of the rejection?

2 W note that the examiner refers to U S. Patent
4,010, 239 issued to Dor on March 1, 1977 at pages 6 and 7 of
the Answer. It is not anong the references listed in the
statenment of rejection. "Wiere a reference is relied on to
support a rejection, whether or not in a 'mnor capacity,
there woul d appear to be no excuse for not positively
including the reference in the statenent of the rejection.”
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Dor 4,010, 239 Mar. 1,
1977 Jankura et al. (Jankura) 5, 168, 065

Dec. 1, 1992
Appel | ant’ s adm ssion at pages 8 and 11 of the specification
(hereinafter referred to as "the admtted prior art").

Claims 1 through 11 stand rejected under 35 U.S.C. § 103
as unpatentabl e over the conbined teachi ngs of Jankura and the
admtted prior art.

W reverse.

The exam ner has the initial burden of supplying the
factual basis to support the 8 103 rejection. In re Warner,
379 F.2d 1011, 1016, 154 USPQ 676, 678 (CCPA 1967). The
burden cannot be met sinply by showi ng that each el enment of
the clained invention was separately known in the art at the
time the instant application was filed. See Hartness Int'l,
Inc. v. Sinplimatic Eng'g Co., 819 F.2d 1100, 1108, 2 USPQd

1826, 1832 (Fed. Cir. 1987). The prior art relied upon by the

exam ner nust suggest the desirability of the conbination.

In re Hoch, 428 F.2d 1341, _1342 n. 3, 166 USPQ 406, 407 n. 3
(CCPA 1970). Since it has not been positively included in the
statenment of the rejection, we will not consider it in

eval uating the examner’s 8§ 103 rejection.
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Li nder mann Maschi nenfabri k GvBH v. Anmerican Hoi st & Derrick
Co., 730 F.2d 1452, 1462, 221 USPQ 481, 488 (Fed. GCir. 1984).
Here, the examiner relies on Jankura to show that the use
of on-line PH nonitors to detect and nonitor oxidation,
including a sulfite/bisulfite concentration, in a flue gas
desul furization system See Answer, pages 3 and 4. The
exam ner then relies on the admtted prior art to establish
that an autotitrator and the use of a Mddified Pal nrose
anal ysi s under |aboratory conditions for detecting the
oxidation loss in a flue gas desul furization system are known.
See Answer, page 4. The Mdified Pal nrose analysis is
sunmari zed at pages 8 and 9 of the specification as foll ows:
1. Extract 2 ml of slurry sanple using a 1 m automatic
pi pette and place in a 250 mM beaker. Add 25-50 m
distilled HO
Add 5-10 m starch sol ution.
Overtitrate with 0.125N H,SO, by at least 5 m but
no nore than 10 mM. Normally 15 ml of 0.125N
H,SO, wi I | acconplish this.

4. Wthout agitating, titrate to a deep bl ue end
point with 0.125N KIQ,. (Begin to stir only after

W

about 50 percent of the KIO, has been added.)
5. Add 1-3 drops of 3 percent sodiumthiosul fate and
sanple will becone clear. |If nore than 3 drops

are required, the end point was exceeded;
start the entire test over.
6. Add several drops of nethyl purple indicator
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7. Backtitrate with O 125N NaOH to a bl ue-green end

point. If less than 5 m NaOH are used,
start over using 5 nore m HSO, in step 3.
If nmore than 10 m NaOH are used, start
over using 5 less m HSO in step 3.

The concentration of |inestone (CaCQ), cal cium hydroxide
(Ca(OH),), and calciumsulfite (CaSG,. 1/ 2H,0) are
determi ned by the follow ng cal cul ati ons:

8. g1 CaCO, = i (M HSQ x N HSQ)-(m NaOH x N NaOH) i 50

m sanpl e

9. gm1l Ca(OH), =i (M HSO x N HSQ)-(m NaOH x N NaOH i 37

m sanpl e

10. gm 1 CaSO: - 1/2H0 = (mM KI O X N K Q)
64.5

m sanpl e

Rel yi ng on the above teachings, the exam ner concludes that it
woul d have been obvious to use the above "Mdified Pal nrose
analysis with an autotitrator ... as an alternative on-line
nmoni tor of the oxidation loss for [the] flue gas

desul furization systemt taught by Jankura since Jankura's PH
nonitoring systemis said to be equivalent to the Mdified

Pal nrose Anal ysis for the purpose of nonitoring the oxidation
loss in the flue gas desul furization system See Answer, page

4.
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The exam ner’s reasoni ng, however, has two flaws. First,
t he exam ner has not expl ai ned why one of ordinary skill in
the art would have been led to enploy a Mdified Pal ntose
anal ysis, a conplicated | aboratory techni que, as an
alternative on-line nethod for nonitoring the oxidation |oss,
when Jankura teaches the desirability for using a |l ess
conplicated on-line PH systemfor nonitoring the sane.
Second, the exam ner has not expl ained, nor supplied any
evi dence to show, how the Modified Pal ntrose | aboratory
t echni que acknow edged at pages 8 and 9 of the specification
can be inplenented on-line with an autotitrator in a flue gas
desul furization system Absent such explanation and/ or
evi dence, we are of the view that the exam ner has not carried
the burden of proof. Accordingly, we reverse the examner’'s

decision rejecting clains 1 through 11 under 35 U.S.C. § 103.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
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8§ 1.136(a).
REVERSED
CHUNG K. PAK )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
THOVAS A. WALTZ ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
PETER F. KRATZ )
Adm ni strative Patent Judge )
CKP: I p
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