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ON BRI EF

Bef ore McKELVEY, Senior Adm nistrative Patent Judge, and
SCHAFER and TORCZON, Adm nistrative Patent Judges.

TORCZON, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

Appel I ants seek review under 35 U.S.C. § 134 of the final
rejection of clainms 1-12 under 35 U . S.C. 8§ 103 (Paper No. 9
(Not. App.)). W affirm

DI SCUSSI ON

Clainms 1- 12 stand or fall together. (Paper No. 14 (App.
Br.) at 2). Caim1l illustrates the clainmed invention and is
reproduced bel ow

1. In a nethod of treating breast cancer cells
in a human patient by adm nistering a non-steroidal
antiestrogen thereto, the inprovenent which
conprises admnistering to said patient interferon
beta prior to the antiestrogen treatnent.
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Interferon beta is also witten "interferon-$" and "I FN $".
According to Appellants (Paper No. 14 at 3 to 4, enphasis in
original):

The present invention is not based on the fact
that a particular antiestrogen is useful in the
treatment of breast cancer. It is not based on the
fact that interferon-$ is useful for the treatnent
of breast cancer. The invention is also not based
on any assertion that it is unexpected to conbi ne
t he separate and known antiproliferative effects of
| FN-$ and antiestrogen. Nevertheless, what is
deci dedly not obvious fromthe references relied on
[ by] the Exam ner is that the use of these materials
sequentially and with the I FN-$ bei ng adm ni stered
first gives rise to a synergistic result.

The only point in contention is whether Appellants
results are unexpectedly synergistic. Appellants bear the
burden of showing that their results are unexpected. E.g., In
re Geisler, 116 F.3d 1465, 1469-70, 43 USPQ2d 1362, 1365 (Fed.
Cr. 1997). Aresult is synergistic if the evidence shows a
conbi ned effect greater than the sum of the separate effects.

Merck & Co., Inc. v. Biocraft Laboratories Inc., 874 F. 2d

804, 808, 10 USPQRd 1843, 1847 (Fed. Cir. 1989). Appellants
rely on data described at pages 6 to 8 and illustrated at

Figures 1A, 1B, and 2 of their specification to denonstrate
t hat sequential adm nistration of IFN-$ and an anti estrogen

yields a result that is unexpected.
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The exam ner found that unexpected results were

denonstrated after six days of sequenti al

adm ni stration of both 10 IUnm and kit COUCENLEV.LION M)
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found no synergy at an ="" | FN-$ concentration
HIG 1V
of 1000 U mM, as illustrated in

Appel lants' Fig. 1B (right) (Paper No. 19 (Ex. Ans.) at 8).
| ndeed, after six days with an | FN-$ concentrati on of
1000 U mM, there appears to be no difference between
si mul t aneous (circles) and sequential (triangles) treatnent.
Appel l ants point to no other data of record to support a
finding of unexpected results. W note that after three days
(Appel lants' Fig. 1A right), the clained sequenti al
adm nistration (triangles) is less effective than sinultaneous
treatment (circles) and, using a 10 11U mM concentration of
| FN-$, may be less effective than tanoxifen alone (the dotted
line "TAM') .

Evi dence of nonobvi ousness nust be comrensurate in scope

with the clains that the evidence is offered to support.
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E.gq., Inre Grasselli , 713 F. 2d 731, 743, 218 USPQ 769, 777

(Fed. Cir. 1983). Sequential adm nistration of IFN$ and
tanoxi fen at two concentrations of |FN-$ appears to yield
synergistic results. At other concentrations of |FN$,
sequential adm nistration does not yield synergistic results.
Appel lants' claim1 is not limted to any particul ar
concentration of IFN-$.* Hence, a preponderance of evidence
does not support a show ng of unexpected results comensurate
in scope with claiml1l. The remaining clains fall with

claim 1.

! CQaimlis also not |[imted to using tanmoxifen as the
non- st er oi dal anti estrogen.
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DECI SI ON
W affirmthe examner's rejection of clainms 1-12 over
35 U S.C 8§ 103. The period for taking any subsequent action in
connection with this appeal wll be extended only under the
[imted circunstances provided in 37 CFR 8§ 1.136(b).
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