TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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claims 1 through 4, 6 and 10 through 12, all of the clains

remai ning in the application.
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The invention pertains to a system for downl oadi ng
updat ed operating code over a phone |ine for updating the
operating code of a reprogramabl e nodem

Representati ve i ndependent claim11 is reproduced as
fol | ows:

1. A system for updating operating code in a
r epr ogr ammabl e nodem t he updat ed operati ng code bei ng
downl oaded froma renote conputer via tel ephone lines,
conpri si ng:

a field-upgradabl e nodem havi ng;

comuni cations interface neans connected for
communi cating with a |l ocal host conputer and operable for
transferring data between the | ocal host conputer and the
nodem

tel ephone line interface nmeans for connection to the
t el ephone |1 ne;

control neans connected to the tel ephone line
I nterface nmeans and the communi cations interface neans for
executing existing operating code to control the nodem

menory neans connected to the control neans for
storing the existing operating code and for storing a boot
progr am

the control means further operable for executing the
boot programto receive updated operating code packets from
the |l ocal host conputer, for checking the validity of the
packets and replacing the existing operating code in the
menory neans with the updated operating code received by the
communi cations interface neans fromthe | ocal host conputer
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the |l ocal host conputer executing software to comrunicate
with the renote conputer through the nodem connected to the
t el ephone line and operable for initiating a tel ephone call to
the renote conputer in response to the conmands by a | oca
user of the local host conputer and for controlling
downl oadi ng of the updated operating code fromthe renote
conputer to the local host conputer; and

the |l ocal host conputer further executing software to
communi cate with the nodem t hrough the comruni cati ons
interface, to place the updated operating code into updated
operating code packets and to control transfer of said updated
operating code packets fromthe |ocal host conputer to the
nodem over the comuni cations interface.

The exam ner relies on the follow ng references:

Seibert et al. (Seibert) 5,239, 652 Aug.
24, 1993

Herh et al. (Herh) 5, 268, 928 Dec. 7,
1993

Clainms 1 through 4, 6 and 10 through 12 stand rejected
under 35 U.S.C. 103. As evidence of obviousness, the exam ner
cites Herh with regard to clains 1, 2, 4, 10 and 11, adding
Seibert with regard to clains 3, 6 and 12.

Reference is made to the brief and answer for the

respective positions of appellants and the exam ner.

OPI NI ON

W reverse.



Appeal No. 96-0651
Application No. 08/087, 164

While we agree with the exam ner, in general, that Herh
di scl oses a nopdemwith renote firmvare update capability and
that Herh teaches many of the sane elenents recited in the
instant clains, the instant clains recite structure and
function which is not taught or suggested by Herh.

The instant clains all require a |ocal conputer and
specific interaction between that |ocal conmputer and the nodem
and renote conputer. For exanple, in independent claima1,
data is transferred between the nodem and the | ocal conputer
regardi ng the updated operating code received fromthe renote
conmput er and updat ed operating code packets are received from
the |l ocal conmputer. The local conputer also is recited as
executing software for initiating a tel ephone call to the
renote conputer and for controlling dowl oadi ng of the updated
operating code fromthe renote conputer. The | ocal conputer
is further recited as executing software for placing the
updat ed operating code into updated operating code packets to
control transfer of the packets fromthe |ocal host conputer
to the nodem

Wiile Herh m ght be said to suggest a | ocal conputer as
bei ng connected to the nodem 10 via the DTE interface 48 [see
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colum 3, lines 41-45 of Herh], we find absolutely no
suggestion within the four corners of Herh that the | oca
conmput er serves the same or simlar functions as recited in
the instant clainms. The exam ner takes the position that it
woul d have been equally obvious to have a | ocal conputer
external to the nodem or a conputer [e.g., the m croprocessor
14 or a plurality of mcroprocessors suggested by Herh] within
t he nodem However,
if the “local conputer” could, sonehow, be considered the
i nternal processor 14 of Herh, there would appear to be no
need for the clainmed “packets.” Ergo, Herh provides no
teachi ng or suggestion of the clainmed packets. Further, as
poi nted out by appellants [brief - page 6], claim1l provides
for the local conputer to initiate the tel ephone call for
downl oadi ng the updat ed operating code while Herh apparently
waits for such a call fromthe renote conputer [in response to
a flag being set].

Wth such substantial differences between the clai ned
invention [claim1l] and that taught by Herh, it is difficult

to see how or why an artisan woul d have been notivated to
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nodify Herh in order to arrive at the instant claimed subject
matt er.

Wiil e the exam ner attenpts to correlate the el enents of
claiml1l with those disclosed by Herh, at pages 3-5 of the
answer, the exam ner ascribes functions to the “contro
means,” 14 of Herh [see page 4 of the answer], which sinply
are not present in Herh. For exanple, we find no suggestion
in Herh, and the exam ner has not clearly delineated where, in
Her h, such function may be found, for the control neans

operabl e for executing the boot programto receive

updat ed operating code packets fromthe | ocal host
computer, for checking the validity of the packets

and replacing the existing operating code in the

nmenory neans with the updated operating code

recei ved by the communi cations interface neans from

the | ocal host conputer.

SSmlarly, with regard to claim 12, the exam ner sets
forth a correlation, at pages 9-10 of the answer, of cl ained
el ements with what is taught by Herh. However, we find no
suggestion in Herh, and the exam ner has not clearly
del i neated where, in Herh, there is support for a contro
nmeans whi ch executes software for initiating a tel ephone cal
to the renote conputer [it would appear that Herh waits for

the call in response to a flag being set] and whi ch downl oads
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t he updat ed operating code fromthe renote conputer to the
host conputer and then controls the transfer of the updated
operating code fromthe | ocal conputer to the nodemvia the
I nterface neans.

The exam ner appears to recogni ze the di fferences between
Herh and the instant clainmed subject matter but takes the
position that even though Herh does not teach nmany of the
functions being perforned by the | ocal host conputer as
cl ai med, Herh does not need to have the | ocal host conputer
performthese functions because the m croprocessor(s) of
Her h’ s nodem performthe sanme function. W disagree.

Merely because two systens performthe sanme or a simlar
functi on does not, per se, make those systens patentably
i ndistinct. For exanple, a quill and ink, a ball point pen and
an el ectronic word processor nay all performthe sane
function, i.e., the witing of a docunent, but, clearly, they
do not performthe sane function in the sane manner.
Simlarly, while Herh and appellants may performthe sane
function, i.e., renotely updating firmvare using a nodem they
performthis function in different manners. \While the nodem
in Herh perfornms all of the processing, the instant clained

7



Appeal No. 96-0651
Application No. 08/087, 164

subject matter places nmuch of the processing on the |ocal host
conputer. In this manner, the updated operating code can be
saved to a disk after downl oadi ng and the substantia
processi ng power of the [ ocal host conmputer can be enpl oyed
for the necessary processing, allow ng the nodemto be

manuf actured with a | ower cost processor. Thus, the cl ai ned
subject matter recites nore than nmerely a distinction wthout
a difference over the prior art as represented by Herh. There
is certainly some advantage to placing the processing outside
of the nodem and the exam ner’s apparent explanation that it
woul d have been equally obvious to place the processor
external or internal to the nodem wthout nore, does not
convi nce us that the clained subject matter woul d have been
obvious within the neaning of 35 U. S.C. 103.

Each of the instant independent clains requires, in one
formor another, that the updated operating code received by
the nodem fromthe renote conputer is passed on to a |oca
host conputer which then processes the data in order to
provi de for “packets” which are then transmtted back to the
nodem for storage in the nodemat a particul ar address

specified in the packet. Herh discloses no such “packets”
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because Herh has no need of such “packets” since all of the
necessary processing of the updated operating code information
takes place within the nodemitself. Therefore, the clained
i nteracti on between the nodem and the | ocal host conputer and
the clainmed processing by the | ocal host conputer in creating
the “packets” are not taught or suggested by Herh.

The reference to Seibert, applied together with Herh with
regard to clains 3, 6 and 12, does not provide for the
defici encies of Herh.

Accordingly, we wll not sustain the rejection of clains

1 through 4, 6 and 10 through 12 under 35 U. S.C 103.
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The exam ner’s decision is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

JERRY SM TH APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PARSHOTAM S. LALL
Adm ni strative Patent Judge
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Schwegman, Lundberg, Wessner & Kl uth
P. O Box 2938

M nneapolis, MN 55402
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