TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe refusal of the

exam ner to allow clains 1 and 3 through 21 as anmended

! Application for patent filed February 14, 1994.
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subsequent to the final rejection? These are all of the
clainms remaining in the application.

The subject natter on appeal relates to a kit for
preparing a ready-to-use conposition for permanent wavi ng of
human hair which conprises two separate packages havi ng
therein a first conposition and a second conposition with
particul ar pH ranges respectively associated therewith. Prior
to application onto human hair, these first and second
conpositions are mxed to obtain the aforenoted ready-to-use
conposition with a pH value between 7 and 8. This appeal ed
subject matter also relates to a nethod for the permanent
wavi ng of human hair using these first and second
conpositions. The subject natter before us is adequately
il lustrated by independent claim1, a copy of which taken from
the appellants’ Brief is appended to this decision.

The references relied upon by the exam ner as evi dence of

obvi ousness are:

2 By an apparently inadvertent oversight, the above
ref erenced anmendnent, which was filed June 12, 1995, has not
been clerically entered notw thstanding the examner’'s entry-
aut hori zation via the advisory action nailed June 26, 1995.
Thi s oversi ght should be rectified upon return of the
application to the jurisdiction of the exam ner.
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Yoshi oka et al. (Yoshioka) 5,116, 608 May 26,
1992
Kolc et al. (Kolc) 5,223, 252 Jun. 29,
1993
British patent (Well a) 2 108 163 May 11
1983

Al of the clains on appeal are rejected under 35 U S. C
8§ 103 as being unpatentable over Wella in view of Yoshi oka or
Kol c.

W refer to the Brief and to the Answer for a thorough
di scussion of the respective viewpoints expressed by the
appel | ants and the exam ner concerning the above noted

rejection.

OPI NI ON

This rejection cannot be sustai ned.

Wel |l a discl oses two separate conpositions which are to be
m xed in order to obtain a ready-to-use conposition for
per manent wavi ng of human hair. However, these conpositions
do not at all correspond to the here clained first and second
conpositions. More specifically, Wlla s conponent one
conmposition includes a thioglycolate and a carbonate in

adm xture whereas the corresponding ingredients of the
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appeal ed clains are separated into a first conposition and a
second conposition respectively. Simlarly, while the

appel lants’ clained first conposition includes a thioglycolic
acid or salt thereof in adm xture with an amno acid
hydrochl ori de, the only am no acid conpound di scl osed by Wlla
Is in his conponent two conposition rather than in adm xture
with the thioglycolate of his conponent one conposition.
Further, the pH values of Wella' s respective conpositions do
not correspond to the pH values of the first and second
conposi tions of the appeal ed cl ai ns.

Al t hough the exam ner seens to appreciate the above
mentioned di stinctions, she neverthel ess concludes that “one
skilled in the art would be notivated to separate the
conponents [of Wella] into pH conpatible packages to obtain
enhanced shelf stability” (Answer, page “3” [sic, page 4]).
Thus, it seens to be the exam ner’s position that an artisan
with ordinary skill would have reconbi ned the ingredients of
Well a’s conmponent one conposition and conmponent two
conmposition in such a manner as to result in a first

conposition and a second conposition having the here clai ned
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i ngredients and pH values in order “to obtain enhanced shel f
stability.” W cannot agree.

The Wella reference contains no disclosure concerning
“enhanced shelf stability.” It follows that Wella would not
have suggested sonehow nodi fying his conmpositions in the
manner proposed by the examner in order to obtain “enhanced
shelf stability.” Further, we find no teaching or suggestion
and the exam ner points to none in either Yoshioka or Kolc
regardi ng the feature of “enhanced shelf stability.”3
Instead, it is only the appellants’ own discl osure which
teaches enhancing the stability of a permanent wavi ng
conposition by separating it into first and second
conpositions of the type here clained (e.g., see the abstract

and the | ast sentence on page 2 of the subject specification).

Under these circunstances, it is clear that the
exam ner’s rejection is based upon inperm ssible hindsight

derived fromthe appellants’ own di sclosure rather than sone

8 These secondary references are relied upon by the
exam ner for their teachings concerning am no acids and the
salts thereof in permanent wavi ng conpositions.
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t eachi ng, suggestion or incentive derived fromthe applied

prior art. WL. Gore & Assoc. v. Garlock, Inc., 721 F. 2d

1540, 1553, 220 USPQ 303, 312-313 (Fed. Cir. 1983). As a
consequence, we cannot sustain the examner’s 8§ 103 rejection
of clains 1 and 3 through 21 as bei ng unpatentable over Wlla

in view of Yoshi oka or Kol c.
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The deci sion of the examner is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES F. WARREN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PETER F. KRATZ
Adm ni strative Patent Judge
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APPENDI X

1. A kit for preparing a ready-to-use conposition for
per manent wavi ng of human hair, said kit conprising two
separ at e packages,

a first package containing a first conposition conprising
thioglycolic acid or a salt thereof, at |east one am no acid
hydrochl ori de, and at | east one conpound chosen fromthe group
consi sting of polyol, and a nmethyl or ethyl ether thereof in
an aqueous solution, said first conposition having a pH val ue
of about 4.5 to 6.5, and

a second package contai ning a second conposition
conprising at |east one conpound chosen fromthe group
consi sting of ammoni um car bonat e, ammoni um hydr ogen car bonate
and anmoni um car banate, said second conposition having a pH
val ue of about between 8 and 9.5,

wher eby when said first and second conpositions are m xed
bef ore application onto human hair, a ready-to-use conposition
produced thereby has a pH val ue between 7 and 8, the
thioglycolic acid or salt thereof being present at between 4-
12% by wei ght of the ready-to-use conposition and the am no
aci d hydrochl ori de being present at between 0.5-5% by wei ght
of the ready-to-use conposition.
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