THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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ON BRI EF

Bef ore KRASS, MARTI N, and CARM CHAEL, Adm nistrative Patent
Judges.

CARM CHAEL, Adm nistrative Patent Judge.
DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of Cains 1-12,
whi ch constitute all the clains remaining in the application.

W reverse.

! Application for patent filed July 6, 1992.
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Appellants” Caim1l is reproduced as foll ows:

1. A magnetic readi ng and/ or recordi ng apparatus
conprising a nmagnetic readi ng and/ or recordi ng head for
readi ng and/ or recording information fronmfon a magnetic
information track on photosensitive material having a
natural |ongitudinal curl which when |ongitudinally
strai ghtened assunes an i nherent transverse curl; and
edge foll ower neans attached to said nmagnetic readi ng
and/ or recording head for tracking a |ongitudinal edge
of the photosensitive material in response to novenent
of the photosensitive material; is characterized in

t hat :

means are aligned with said edge foll ower neans
for bending the photosensitive material perpendicul ar
to the transverse curl to elimnate the transverse cur
of the photosensitive material.

The Exam ner’s Answer lists the following prior art:

Dwer et al. (Dwyer) 5, 016, 030 May 14, 1991
Tamanmura et al. (Tamanura) 5,097, 278 Mar. 17, 1992
OPI NI ON

Clains 1-3 and 7 stand rejected under 35 U S.C. § 102(a) as
anticipated by Tamanura. Caim1l-3, 6, and 7 stand rejected
under 35 U.S.C. 8§ 102(a) as anticipated by Dwer. Exam ner’s
Answer at 4. The rejection of the remaining clainms (Clains 4-6

and 8-12) was withdrawn. Exam ner’s Answer at 7.



Appeal No. 96-0362
Application No. 07/909, 350

The rejected clains stand or fall together with Caiml.
Appeal Brief at 5. First we will consider anticipation of
Claim1l by Tamanmura, and then by Dwyer.

Antici pation by Tamanura

Anticipation under 35 U S.C. 102 requires that each el enent
of the claimin issue be found either expressly or inherently in
a single prior art reference. In re King, 801 F.2d 1324, 1326,
231 USPQ 136, 138 (Fed. GCr. 1986); Kalman v. Kinberly-C ark
Corp., 713 F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cr. 1983).

The exam ner states that all of the elements of Claim1l are
met by Tamanmura. According to the exam ner, the recited edge
follower nmeans is nmet by Tamanura s pressure plate 1. Examner’s
Answer at 4.

Appel l ants contend that Tamanura does not anticipate Claiml
because pressure plate 1 is not an edge foll ower neans for
tracking a |l ongitudi nal edge of the photosensitive material.
Appeal Brief at 6.

We agree with Appell ants.

Cl ai s undergoi ng exam nation are given their broadest
reasonabl e interpretation consistent wwth the specification.

In re Etter, 756 F.2d 852, 858, 225 USPQ 1, 5 (Fed. Cr. 1985)

(in banc).



Appeal No. 96-0362
Application No. 07/909, 350

In the present case, the explicit |anguage of Caim1l
requires an edge follower nmeans for tracking a |ongitudinal edge
of the photosensitive material in response to novenent of the
phot osensitive material. The edge follower neans is described in
the specification and shown in Figure 4 as edge fol |l ower neans 44
whi ch is held against the | ongitudi nal edge by bias spring 72.
Specification at 6, lines 18-30 and at 8, lines 27-35. Edge
fol | ower nmeans engages the longitudinal edge as the material is
transported past nagnetic reading and/or recordi ng head 40.

In our view, calling Tamanura’'s pressure plate 1 an edge
foll ower nmeans for tracking the |ongitudinal edge is not
reasonabl e and is not consistent with the specification. The
Specification clearly uses “follower” and “tracking” to indicate
that the edge follower neans is held in engagenent wth and
confornms to the novenent of the |ongitudinal edge.

Because Tamanura’ s pressure plate 1 is not held in
engagenent with and does not conformto the novenent of the
| ongi tudi nal edge of the photosensitive material, Tamanura does
not contain the recited edge foll ower nmeans. Therefore, we wll

not sustain this rejection.
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Anti ci pation by Dwer

The exam ner states that all of the elenents of Claiml are
met by Dwyer. According to the exam ner, the recited bending
means is nmet by Dwyer’s magnetic head 60 or pressure pad 66.

Exam ner’s Answer at 4.

Appel l ants argue that daim1l is not anticipated by Dwer
because Dwyer does not disclose a bending neans to elimnate the
transverse curl of the photosensitive material as recited.

We agree with Appell ants.

Interpreting the claimterm®“elimnate” in light of the
Specification, we find that it refers to flattening the
phot osensitive material across its entire wdth. The
Specification describes prior art shown in Figure 1 of the
Specification in which transverse curl exists at the transverse
edges 16 of photosensitive material 12. Specification at 1, |ine
38 through 2, line 5 and at 6, lines 4-8. In contrast, the
Specification explains, the invention will elimnate that curl.
Specification at 6, |ines 24-26.

Therefore, we disagree with the examner’s position that the
clains do not call for a neans that elim nates entire transverse

curl . Exam ner’s Answer at 7.



Appeal No. 96-0362
Application No. 07/909, 350

Dwyer does not elimnate transverse curl across the entire
width of the film according to Dwer “some transverse curl stil
exists.” Colum 3, lines 55-59. Dwer shows the remaining cur
at “F’ in Figure 3. W cannot agree that a reference stating
that “sone transverse curl still exists” can be said to
“elimnate” transverse curl.

Thus, we do not sustain this rejection.

CONCLUSI ON

The rejection of Clainms 1-3 and 7 under 35 U.S.C. § 102(a)

as anticipated by Tamanura is not sustained. The rejection of

Claiml1l-3, 6, and 7 under 35 U. S.C. §8 102(a) as anticipated by
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Dwyer is not sustained. The rejections of the remaining clains
(Cainms 4-6 and 8-12) were withdrawn in the Exam ner’s Answer and

SO are not sustai ned.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT
JOHN C. MARTI N

Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge
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