THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of the

foll owi ng design claim

| CLAIMthe ornanental design for AN | MPLANTABLE
| NTRAVASCULAR STENT as shown and descri bed.

! Application for patent filed August 13, 1992.
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THE REFERENCES
Pal maz 4,733, 665 Mar. 29, 1988
W Kkt or 5,133, 732 Jul . 28, 1992
THE REJECTI ONS
The claimstands rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Pal naz, and al so over Palmaz (Figs. 1A and 1B)
in view of Wktor.?
OPI NI ON
We have carefully considered all of the argunents advanced
by appel |l ant and the exam ner and agree with appellant that the
af orenmentioned rejection is not well founded. Accordingly, we do
not sustain this rejection.
The ultimate inquiry when obvi ousness of a design is
consi dered under 35 U.S.C. 8 103 is whether the design would have
been obvious to a designer of ordinary skill who designs articles
of the type involved. See Durling v. Spectrum Furniture Co., 101
F.3d 100, 103, 40 UsP@d 1788, 1790 (Fed. GCr. 1996). For a
design to be unpatentabl e because of obvi ousness, there nust be a

reference which shows "sonething in existence, the design

2 Al'though the exam ner’s answer does not so state, it
appears fromthe discussion in the answer that in the rejection
over Pal maz al one, the exami ner also relies upon Figs. 1A and 1B
of that reference.
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characteristics of which are basically the sane as the clai ned
design". In re Rosen, 673 F.2d 388, 391, 213 USPQ 347, 350 (CCPA
1982). If this primary reference alone is not sufficient for
rendering obvious the clained design, then design elenments from
secondary references nmay be consi dered, provided that the
references are related such that the appearance of ornanental
features of the secondary references woul d have suggested
applying those features to the primary reference. See In re
Borden, 90 F.3d 1570, 1574-75, 39 USPQ2d 1524, 1526-27 (Fed. Cr.
1996). For a design to be unpatentable as being obvious, the
design in the primary reference, or the design produced by
nodi fying the primary reference in view of the secondary
references, nust have the sanme overall appearance, or visua
effect as a whole, as the clained design. See In re Harvey, 12
F.3d 1061, 1063, 29 USPQ2d 1206, 1208 (Fed. Cir. 1993).

The simlarities and differences between Pal maz’ s desi gn and
that of appellant are well stated by appellant (brief, pages 6-
8):

Applicant’s stent, |ike Palmaz, has a nunber of cells

formed by a wire frame construction. Unlike Pal maz,

however, Applicant’s cells are arranged in a single spiral

configuration, nuch |like a barber pole. The cells of Palnmaz

are disposed in multiple rings, with each ring being

vertically offset with respect to the previous row. The

shape of the cells in Applicant’s stent are remarkably

different in appearance conpared to the shape of the cells

in Palmaz. Applicant’s cells are curvilinear and
asymmetri cal whereas the Palnmaz cells are regular, linear
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and symmetrical. The asymretrical nature of Applicant’s
stent results fromthe spiral nature of the cell pattern.
Furthernore, the intersection of the wires formng the cells
in Applicant’s stent is snooth and conti nuous whereas the
wires formng the stent in Palnmaz overlap to forma sharp,
poi nted and angul ar appearance. The walls of Applicant’s
stent are of single wire thickness whereas at |east the
over | apping points in the Pal maz construction are of two
wire thicknesses.

: In sunmary, Applicant’s stent has an ornanenta
appearance of a single continuous, half-round wire in a
curvilinear waveformpattern spirally wound into a

t ubul ar shape with the troughs and peaks of vertically
adj acent waveforns connected in the sane plane to form
a spiral series of curvilinear asynmetric rhonboid
cells. On the other hand, the Pal maz desi gn has an
overal | appearance of multiple offset rows of
symretric, repetitive dianond-shaped cells fornmed by
two parallel sets of multiple wires which are oriented
at an acute angle to each other.

Applicant’s stent and Palnmaz’s graft are simlar

to the extent that they both have wire frames which

forma cylindrical tube.

The above-noted differences in the appearances of the
designs of Pal naz and appellant are not m nute as argued by the
exam ner (answer, pages 3, 4 and 7).

The exam ner argues that the designs of both Pal naz and
appel I ant have the overall appearance of a tubul ar-shaped stent
whi ch has nunmerous rhonboid cells in a repetitive pattern which

are formed of wire (answer, page 7). This argunent is deficient

in that the exam ner does not address the many differences in the
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appearances of appellant’s stent and Pal maz’'s graft pointed out
by appellant, as set forth above. The exam ner inproperly
focuses on the design concept of a stent which is nade of wre,
has a tubul ar shape, and has nunerous rhonboid cells in a
repetitive pattern, rather than considering the overal
appearance, or visual effect as a whole, of the designs of
appel l ant and Pal maz. See Harvey, 12 F.3d at 1064, 29 USPQRd at
1208.

Because of above-noted differences between appellant’s stent
and Pal maz’s graft, appellant’s stent and Pal maz’s graft do not
have design characteristics which are basically the sanme. Thus,
Palmaz is not suitable as a primary reference. See Rosen, 673
F.2d at 391, 213 USPQ at 350. W therefore do not sustain the
rejection over Palnmaz. Also, because Palmaz is not suitable as a
primary reference, and because the exam ner has not argued, and
it does not appear, that Wktor is suitable as a primary
reference, we do not sustain the rejection over Pal maz and

W kt or. See id.
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DECI SI ON
The rejections of appellant’s design clai munder 35 U S. C
§ 103 over Pal maz, and over Palmaz in view of Wktor, are
reversed.

REVERSED

TERRY J. OWENS
Adm ni strative Patent Judge

BOARD OF PATENT
MURRI EL E. CRAWORD

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge
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