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Judges.

LEE, Adnministrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 fromthe
exam ner's final rejection of clains 1-15.2 W reverse. W also

enter a new ground of rejection against clains 4-11 and 13-15.

! Application filed July 31, 1992.

2 The appellants' anendnent filed on April 7, 1994, under
37 CFR 8 1.116 has not been entered. See advisory Ofice action
(Paper No. 12).
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Ref erences Relied on by the Exaniner

Yoshi o (Yoshio "073) 0 384, 073 Aug. 29, 1990
( Eur opean Pat ent)

Yoshio et al. (Yoshio) 5,130, 966 Jul . 14, 1992
QO subo et al. (O subo) 5,177,728 Jan. 5, 1993

The Rejections on Appeal

Clains 1, 4, 6, 8 and 10-15 stand finally rejected under
35 U.S.C. §8 102(b) as being anticipated by the European '073
ref erence.
Claim 2 stands finally rejected under 35 U . S.C. § 103 as
bei ng unpat ent abl e over the European '073 reference and O subo.
Clains 3, 5, 7 and 9 stand finally rejected under 35 U S. C
8 103 as bei ng unpatentabl e over the European '073 reference and
Yoshi o.

The | nventi on

The invention is directed to a recorded information
reproduci ng device for reproducing a nusic sound from an
i nformati on recordi ng medi um on which recorded nusic information
and control information are recorded according to M DI standards.
The recorded i nformation reproduci ng device includes a nusic
i nformation reproduction neans for decodi ng the encoded nusic
information to output a reproduced nmusic signal, and a control

i nformation reproduction neans for decoding the control
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information to output a clock signal for timng control.
I n one aspect of the invention, e.qg., independent claim1,
t he device further includes a control nmeans for controlling a
reproduction sequence of the nusic information of the nusic
i nformation reproduction neans in accordance with the cl ock
signal. In another aspect of the invention, e.q., independent
claim4, the device further includes a data storage neans,
operabl e in accordance with the clock signal, for storing the
reproduced nusic signal tenporarily and then outputting the sane.
In still another aspect of the invention, e.qg., independent claim
6, the device further includes a controllable delay neans for
del ayi ng the reproduced nusic signal in accordance with the cl ock
signal. 1In still yet another aspect of the invention, e.qg.,
i ndependent claim8, the device further includes a controll able
storage neans for storing the reproduced nusic signal in
accordance wth the cl ock signal
Claim1l is reproduced bel ow
1. Arecorded information reproduci ng device for
reproducing a nusic sound froman information recording
medi um on whi ch encoded nusic information and control
information are recorded according to the MD
standards, aid recorded information reproducing device
conpri si ng:
musi ¢ informati on reproduction neans for decodi ng said

encoded nusic information to output a reproduced nusic
si gnal ;
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control information reproduction neans for decodi ng
said control information to output a clock signal for
timng control; and

control neans for controling a reproduction sequence of
said nusic information of said music information
reproduction nmeans in accordance with said clock
si gnal .

Qpi ni on

The rejection of clains 1, 4, 6,
8 and 10-15 as being antici pated
by the European '073 reference

We do not sustain the rejection of clains 1, 4, 6, 8, and
10- 15 as being anticipated by the European '073 reference.

Section 102 of Title 35, United States Code begins:
"A person shall be entitled to a patent unless --

The | anguage is not anbi guous but quite clear. The exam ner
has the initial burden of establishing prima facie anticipation

by com ng forward with evidence tending to disprove novelty.

In re Wlder, 429 F.2d 447, 450, 166 USPQ 545, 548 (CCPA 1970).
A prima facie case neans the evidence of prior art would
reasonably all ow the concl usion the exam ner seeks and conpel s
such a conclusion if the applicant produces no evidence or

argunent to rebut it. In re Spada, 911 F.2d 705, 707 n. 3,

15 USPQ2d 1655, 1657 n.3 (Fed. Cir. 1990).
"Rejection for anticipation or lack of novelty requires, as

the first step in the inquiry, that all the elenents of the

-4-
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clainmed invention be described in a single reference.” In re
Spada, 911 F.2d 705, 707 n.3, 15 USP@d 1655, 1657 n.3 (Fed. Cr
1990). "It is axiomatic that an anticipation of a clai munder

8§ 102 can be found only if the prior art reference discl oses
every element of the claimand that anticipation is a fact
gquestion subject to review under the clearly erroneous standard.™
In re King, 801 F.2d 1324, 1326, 231 USPQ 136, 138 (Fed. GCr
1986). In that regard, note that what a reference discloses is a

question of fact. Panduit Corp. v. Dennison Mg. Co., 810 F.2d

1561, 1579 n.42, 1 USPQ2d 1593, 1606 n.42 (Fed. Cr.), cert.
deni ed, 481 U.S. 1052 (1987).

According to the exam ner (answer at 3), (1) elenents 10,
20-25 and 30-32 in the European '073 reference constitute the
musi ¢ i nformati on reproduci ng neans of each rejected claim
(2) elenments 10 and 30-31 in the European '073 reference
constitute the control information reproduction neans in each
rejected claim and (3) elenent 33 in the European '073 reference
constitutes the control nmeans in each rejected claim

The finding with respect to the nusic information
reproduction nmeans |acks nerit since elenents 20-25 and 30-32 are
on different processing paths and produce different outputs.

What the exam ner regards as the reproduced nmusic signal fromthe
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musi ¢ i nformati on reproduction neans is entirely uncertain. For
reasons di scussed bel ow, also, we find that elements 30-32 can
not be read as part of a nusic information reproduction neans
within the neaning as defined in the appellants' specification.

Gting ILn re Donaldson, 16 F.3d 1189, 1192-1195, 29 USPQd

1845, 1848-1850 (Fed. G r. 1994) (in banc), the appellants
correctly assert (Br. at 18) that the exam ner may not disregard
the structure disclosed in the specification which correspond to
the various claimed neans-plus-function features. Indeed, it is
not sufficient for the examner to find that the recited function
in a nmeans-plus-function clause is perfornmed by sone elenent in
the prior art reference. Instead, the elenents relied on by the
exam ner to satisfy each neans-plus-function feature cl ai med nust
be identical to or an equivalent of the appellants' disclosed
structures, material or acts for performng the function.

The structures disclosed in the appellants' specification
corresponding to the nusic information reproduction neans, the
control information reproduction neans, and the control neans
recited in the clains are particularly specified on page 24 and
agai n on page 27 of the specification. The nusic information
reproduction neans i s conposed of the information read system

200, the pre-anplifier part 2, and the audi o data decode circuit
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24. The control information reproduction nmeans is conposed of
the information read system 200, the pre-anplifier part 2, the
audi o data decode circuit 24 and the control data decode circuit
25. On pages 24 and 27, the specification further states that
audi o data corresponds to nusical information and control data
corresponds to control information.

Thus, in the context of the appellants' specification, the
clainmed nusic information reproduction neans provides an al ready
decoded audi o signal outputted froman audi o data decode circuit,
which is directly introducible to a digital/anal og converter and
an audio anplifier to furnish an audi o output (spec. at 19-20).
The control information reproduction neans adds a control data
decode circuit to the conponents of the nmusic information
reproducti on nmeans, which receives as input a signal fromthe
audi o data decode circuit (spec. at pages 19 and 22).

The exam ner has provided no reasonabl e expl anati on, and
certainly has not established, why it would be appropriate to
regard elenments 30, 31 and 32 in the European '073 reference as
being identical to the appellants' clainmed nusic information
reproduction means or an equivalent thereof. Elenent 30 is a
subcode error correction circuit; element 31 is a subcode

decoder; elenent 32 is a nenory unit (colum 6, |ines 24-40).
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Menory 32 stores decoded subcode M DI data supplied from decoder
31, and outputs the sane with an adjustable or variable interval
between data itens to change subsequent reproduction speed
(colum 8, lines 26-38). Menory 32 does not output an already
decoded audi o signal introducible to a digital/anal og converter.
| nstead, further processing within sonme other nusical instrunment
IS necessary to convert the MDI signal to an audi o out put.

Moreover, if elenments 30, 31 and 32 of the European '073
reference constitute the nusic information reproduction neans,
not hi ng can then seemto constitute the clainmed contro
i nformation reproduction neans. The exam ner has not expl ai ned
where in the European '073 reference is a control information
decoder circuit which receives input froman audi o data decoder
circuit as in the case of the appellants' control information
reproduction nmeans, or an equivalent thereof. Interface unit 35
does not appear to be such a control information decoder circuit
but nmerely consists of a transmtter and a line driver (colum 7,
lines 4-9).

Accordingly, we find unreasonable the exam ner's position
that an encoded M DI signal can be the reproduced "nusica
signal" fromthe nusic information reproduction neans. On this

record, the exam ner has not established sufficient basis to
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regard elenments 30, 31 and 32 of the European '073 reference as
t he appellants' clainmed nusic information reproducti on neans.
Also, on this record, the exam ner has not identified anything in
the European '073 reference sufficient to constitute the
appel l ants' clainmed control information reproduction neans, if

el emrents 30, 31 and 32 of the European '073 reference were
regarded as the nusic information reproduction neans. Also, in
our view, in the context of the European '073 reference, a
correspondi ng nusic information reproduction neans woul d have to
conprise the series of conponents | eading down the other path
from denodul ation circuit 10, i.e., elenents 20-25 or a
subconbi nati on thereof (Figure 3), and not the processing path
containing elenents 30, 31 and 32.

Wth respect to claim1, the European '073 reference does
not di sclose any part which controls a reproduction sequence of
the music information fromthe nmusic information reproduction
means. The appellants correctly state (Br. at 19-20):

The EP ' 073 patent does not disclose control nmeans for

controlling the reproduction sequence of nusic

information in accordance with the clock signal. The

witing clock wis alleged to be the control

i nformati on produced by control reproduction neans 31

and applied to controller 33. However, the witing

clock signal w nerely controls the timng at which M DI

data generated in decoder 31 is witten to nenory 32.

El ements 20-25 of the EP '073 patent performthe
function of decoding the encoded nmusic infornmation to

-0-
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out put a reproduced nmusic signal. The witing clock
signal w generated by decoder 31 is incapable of
affecting the reproduction sequence of the nusic
informati on and, thus, the output of the reproduced
nmusi c signal, since the witing clock wis never
applied to the elenments in the generating path of the
left and right audio signals. It should be noted and
page 24, lines 3 and 4, specifically indicate that
music information refers to audi o dat a.

The read signal r also is incapable of affecting the

reproduction sequence of reproduced nmusic information fromthe
musi ¢ information reproducti on neans, because it, like the wite
signal w, is also not applied to the elenents in the generating
path of the left and right audio signals. The read signal r is
al so not derived fromcontrol information on the information
recordi ng nmedi um

The appel lants are correct that in the European '073
reference the reproduction sequence of the nusical information
produced by the nusical information reproduction neans is
unaffected by the clock signal w and that the read clock r is not
a clock signal produced by a control information reproduction
means whi ch decodes the recorded control information. The
appel lants are also correct (Br. at 20) that even assum ng that
the encoded M DI signal in the European '073 reference can

constitute the appellants' reproduced nusic signal, the witing

clock w controls the rate of operation of menory controller 33,

-10-
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not the sequence of MDl data input to nenory 32. Thus, from
ei t her perspective, the European '073 reference has not been
shown to disclose a control neans for controlling a reproduction
sequence of the nusic information of the nusic information
reproduction neans according to a clock signal fromthe control

i nformati on reproduction neans, or an equival ent thereof.

Claim4 recites a data storage neans, operable in accordance
with the clock signal derived fromthe control information
reproduction neans, for tenporarily storing the reproduced nusic
signal and then outputting the sane. Caim8 recites a
control |l abl e storage neans for storing the reproduced nusic
signal in accordance with the clock signal outputted fromthe
control information reproduction neans.

We have al ready determ ned above that elenents 30, 31 and 32
cannot reasonably be considered a corresponding nusic information
reproduction nmeans. |In the European '073 reference, the
reproduced nusic signal is provided through the audi o signal
generating path leading to left and right channel outputs at
filters 24 and 25. That mnusic signal is not stored and the wite
clock signal wis not applied to anything within that path.

Claim6 recites a controll abl e del ay neans for del ayi ng the

reproduced nusic signal in accordance with the clock signal

-11-
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generated by the control information reproduction neans. W have
al ready determ ned above that elenents 30, 31 and 32 cannot
reasonably be considered a corresponding nusic information
reproduction means. Thus, the wite clock signal wis not
applied to a point along or follow ng the generating path of the
musi ¢ signal produced by the nmusic information reproduction
means. The reproduced nmusic signal in the European '073
reference is not delayed according to any clock signal fromthe
control information reproduction neans. W recognize no delay in
the generating path of the left and right channel audio signals.

Clainms 10, 11 and 15 each depends directly fromcl ai m 8.
Claim 12 depends directly fromclaiml. daim 13 depends
directly fromclaim13. Caim 14 depends directly from clai m6.
Because the European '073 reference does not anticipate any of
i ndependent clains 1, 4, 6 and 8, it also cannot anticipate the
cl ai ms whi ch depend fromindependent clains 1, 4, 6 and 8.

For the foregoing reasons, the European '073 reference does
not anticipate clains 1, 4, 6, 8 and 10-15.

The rejection of claim2 under
35 U.S.C. 8 103 as bei ng unpatentable

over the European '073 reference and O subo

We do not sustain the rejection of claim2 as being

unpat ent abl e over the European '073 reference and O subo.

-12-
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Claim 2 depends fromclaim21 and thus includes every feature
recited in claim1, including the nusic information reproduction
means, the control information reproduction neans, and the
control neans controlling a reproduction sequence of the nusic
information of the nusic information reproduction nmeans in
accordance with a clock signal provided fromthe contro
i nformation reproducti on neans.

We have already determned with respect to claim1 that the
Eur opean ' 073 reference does not disclose a conponent which
controls a reproduction sequence of the nmusic information
generated fromthe nusic information reproduction neans. That
deficiency is not made up by Qtsubo. According to the exam ner
(answer at 3), O subo discloses "the presence of such sound
signal s on conventional LDD Karaoke disks and nmultiple disk-type
sel ect abl e sound signal processing (including LDD Karaoke di sks),
to provide nmulti-disk-type reproduction capabilities and thus
i nproved di sk reproduction systemselectability.” The appellants
correctly state (Br. at 32) that O subo "teaches nothing
regardi ng controlling a reproduction sequence of the nusic
information of the nusic information reproduction nmeans in
accordance with the clock signal.” Indeed, note that the

exam ner has not relied on Osubo for that teaching.

-13-
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Accordingly, on the examner's rationale, the European '073
reference and O subo woul d not have rendered obvi ous the subject
matter of claim 2.
The rejection of claims 3, 5, 7
and 9 under 35 U. S.C. 8§ 103 as

bei ng unpat ent abl e over the
Eur opean reference and Yoshio

Claim3 depends fromclaiml. dCdaim5 depends fromclaim4.
Claim?7 depends fromclaim6. Caim9 depends fromclaim8. The
dependent clains include all of the recited features of the
clainms fromwhich they depend, 35 U S.C. § 112, 4th paragraph.
Additionally, they recite that the control information decoded by
the control information reproduction neans includes |lyrics data,
control data for an external nusical instrunent, and retrieva
data havi ng nanes of songs, nanmes of singers, names of lyrics
writers, nanmes of conposers and genres of songs.

According to the exam ner (answer at 4), the European '073
reference discloses all of the features of independent clains 1,
4, 6 and 8, but not the additional features recited in the
dependent cl ains concerning the control information's having
lyrics data and retrieval data including nanes of conposers.
Yoshio is relied on by the exam ner to neet the additional
features of the dependent cl ains.

We have al ready determ ned and expl ai ned above that the

- 14-
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European ' 073 reference does not anticipate any one of

i ndependent clains 1, 4, 6 and 8. Therefore, the exam ner has
made erroneous findings on the scope and content of the prior art
and al so on the differences between the clainmed invention and the
prior art. W note further that Yoshio does not make up for the
deficiencies of the European '073 reference insofar as the
features of the independent clains are concerned. Thus, the
concl usi on of obvi ousness of dependent clains 3, 5, 7 and 9,
based on the exam ner's rationale, cannot be sustai ned.

New Ground of Rejection

Pursuant to 37 CFR §8 1.196(b), clains 4-11 and 13-15 are
herein rejected under 35 U.S.C. §8 112, second paragraph, as
failing to particularly point out and distinctly claimthat
subject matter which the appellants regard as their invention.

Each of the independent clains contains neans-plus-function
limtations as authorized under 35 U S.C. § 112, sixth paragraph.
For such claimfeatures, the appellants are correct that the
exam ner may not disregard the structure disclosed in the
specification corresponding to the claimlanguage (Br. at 18).

On page 24 of the specification, the follow ng definition of
various "neans" is provided:

The information read system 200 and the pre-

anplification part 2 and audi o data decode circuit 24

-15-
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of the audi o reproduction system 300 constitute the
musi ¢ information reproduction neans. Also, the
information read system 200 and the pre-anplification
part 2, audio data decode circuit 24 and control data
decode circuit 25 constitute the control information
reproduction nmeans. Further, the control system 500
corresponds to the control neans.

Agai n, on page 27, essentially the sane definition is provided:
The information read system 200 and the pre-
anplification part 2 and audi o data decode circuit 24
of the audi o reproduction system 300 constitute mnusical
i nformation reproduction neans. Also, the information
read system 200 and the pre-anplification part 2, audio
data decode circuit 24 and control data decode circuit

25 constitute control information reproduction neans.

Thus, unm stakably, the reproduced nusic signal furnished by
the nusic information reproduction neans is an output of the
audi o data decode circuit 24, i.e., that output fromthe audio
data decode circuit 24 which is provided to the digital/anal og
converter and then audio anplifier 28 (see Figure 2).

Means-plus-function limtations, according to 35 U S.C. 8§
112, sixth paragraph, nust be construed to cover "the
correspondi ng structure, material, or acts described in the
specification and equivalents thereof." |Independent claim4
requi res a data storage neans operable in accordance with a cl ock
signal fromthe control information reproduction nmeans for
tenporarily storing the reproduced nusic signal and then

outputting the sane. |ndependent claim®6 requires a controll able

-16-
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del ay neans for del aying the reproduced nusic signal in
accordance with a clock signal fromthe control information
reproduction neans. |Independent claim8 requires a controll able
storage neans for storing the reproduced nusic signal in
accordance with a clock signal fromthe control information
reproducti on neans.

The appel | ants' specification, however, describes no
enbodi ment in which the reproduced nusic signal, i.e., an output
of the audio data decode circuit 24, is stored anywhere or
ot herwi se del ayed. According to the specification, that which is
stored or delayed is the output of RF System Anplifier 21 (see
Fi gures 4A and 4B), which is not the nusic signal fromthe nusic
i nformation reproducti on neans.

"Failure to describe adequately the necessary, structure,
material, or acts in the witten description neans that the
drafter [of clains] has failed to conply with the mandate of
8§ 112 1 2 -- (2)(a) in the nodel above -- the mandate that al
clains nust particularly point out and distinctly claimthe
subject matter which the applicant regards as his invention."

In re Dossel, 115 F.3d 942, 42 USPQR2d at 1881-1884 (Fed. Cr

1997). In Dossel, 115 F.3d, 942, 42 USPQ2d at 1884-1885, quoting

In re Donal dson, 16 F.3d 1189, 29 USPR@d 1845 (Fed. G r. 1994),

-17-
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the Court further stated:

Therefore, if one enploys neans-plus-function | anguage

in aclaim one nust set forth in the specification an

adequat e di scl osure showi ng what i s neant by that

| anguage. If an applicant fails to set forth an

adequat e di sclosure, the applicant has in effect failed

to particularly point out and distinctly claimthe

i nvention as required by the second paragraph of

section 112.

Since the appellants have not described any structure,
material, or acts which inplenment the data storage neans (for
storing the "reproduced nusic signal") of clains 4 and 8, or the
del ay neans (for delaying the reproduced nusic signal) of claim
6, the appellants have failed to particularly point out and
distinctly claimthat subject matter which they regard as the
invention of clainms 4, 6 and 8 and the cl ai ns dependi ng t hereon.

The output of the RF systemanplifier 21 cannot itself be
reasonably regarded as the nusic signal produced by the nusic
i nformation reproduction neans. The specification, in not |ess
than two instances, specifically and clearly defined sonething
el se as the nusic information reproducti on neans. Moreover, if
the RF systemanplifier 21 can be regarded as the nusic
i nformation reproduction neans, that woul d substantially weaken
t he appellants' position that in the European '073 reference,

conponents 30-32 cannot constitute the nusic information

reproduction neans, and we nmay cone to a different concl usion
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with respect to the 8 102 and 8 103 prior art rejections. Note
that the output fromRF systemanplifier has not gone through the
audi o data decode circuit 24 and would still be expected to

contain control information.
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Concl usi on

For the foregoing reasons, the rejection of clains 1, 4, 6,
8 and 10-15 under 35 U. S.C. 8§ 102(b) as being anticipated by the
European '073 reference is reversed.

The rejection of claim2 under 35 U.S.C. 8§ 103 as being
unpat ent abl e over the European '073 reference and O subo is
reversed

The rejection Clainms 3, 5, 7 and 9 under 35 U.S.C. 8§ 103 as
bei ng unpatent abl e over the European reference and Yoshio is
reversed

Pursuant to 37 CFR §8 1.196(b), clains 4-11 and 13-15 are
herein rejected under 35 U.S.C. §8 112, second paragraph, as
failing to particularly point out and distinctly claimthat
subject matter which the appellants regard as their invention.

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
of the decision (37 CFR 1.197). Should appellants elect to have
further prosecution before the exam ner in response to the new
rejection under 37 CFR 1.196(b) by way of anendnment or show ng of
facts, or both, not previously of record, a shortened statutory

period for making such response is hereby set to expire two
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months fromthe date of this deci sion.
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37 CFR 1.136(a) does not apply to the times for taking any

subsequent action in connection with this appeal.

REVERSED - 1.196(Db)

JERRY SM TH
Adm ni strative Patent Judge

)
)
)
)
)
JAMVESON LEE ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
)

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge
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