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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore HAI RSTON, TORCZON and CARM CHAEL, Adninistrative Patent
Judges.

HAI RSTON, Adnini strative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1
through 7. In an Amendnent After Final (paper nunber 12), clains
1 and 3 through 7 were anended. After entry of the anendnent,
the exam ner allowed clains 6 and 7, and objected to clains 3 and
4 as bei ng dependent upon a rejected base claim but expl ai ned
that these clains would be allowable if rewitten in independent

formincluding all of the limtations of the base claimand any

! Application for patent filed July 21, 1993.
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intervening clains (Answer, page 1). Accordingly, clains 1, 2
and 5 remain before us on appeal.

The di sclosed invention relates to a nethod and a device for
determning a residual playing time and an avail abl e total
pl aying tine of a magnetic tape on a supply reel and a take-up
reel in a magnetic-tape cassette.

Caimlis illustrative of the clainmed invention, and it
reads as foll ows:

1. A method of determning the playing tine of a nmagnetic
tape on a supply reel and a take-up reel in a magnetic-tape
cassette, said nmethod conprising the steps:

briefly winding the magnetic tape fromthe supply reel to
the take-up reel;

generating and counting first wi nding pulses (i, i,)
relating to the anmount of rotation of said supply reel and said
take-up reel during said step of briefly wi nding the nmagnetic
t ape;

subsequently extracting the nmagnetic tape accommobdated in
t he magnetic-tape cassette over a given length (Lp);

generating and counting second w nding pulses (i, ],
relating to the anmount of rotation of said supply reel and said
take-up reel during said step of extracting the magnetic tape;
and

calculating a residual playing time (Tg) of the magnetic
tape left in the magnetic-tape cassette on the basis of val ues
determ ned for the counted first and second w ndi ng pul ses (i,
i, Ji, J2») and on the basis of given values relating to the
t hi ckness (d) and speed (v) of the magnetic tape, to the hub
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di aneter (K) of the supply and take-up reels, and to the nunber
(u) of winding pul ses generated per revolution of the supply and
t ake-up reels.

No references were relied on by the examner in the
rejections.

Clains 1, 2 and 5 stand rejected under the first and second
paragraphs of 35 U S.C. §8 112 as being based upon a non-enabling
di scl osure, and for indefiniteness.

Ref erence is nmade to the brief and the answer for the
respective positions of the appellant and the exam ner.

OPI NI ON

We have carefully considered the entire record before us,
and we will reverse the 35 U S.C. § 112 rejections.

According to the exam ner (Answer, page 3):

The disclosure sets forth specific tape w ndi ng

and extraction steps with rotational values to be

measured during those steps. It also sets forth

specific fornul ae using those rotational values with

ot her known values to determne the total playing tine

or the residual playing time. There is no disclosure

of other fornulae or any other guidance for determ ning

these tines without the two fornul ae di scl osed.

It is the examner’s position (Answer, page 4) that the clains
“do not recite the critical formul ae disclosed in the
specification,” and that “[t] he discl osure does not enabl e one
skilled in the art to determne the claimed tinmes w thout using

the formul ae di sclosed.” The exam ner has additionally stated
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that the clains “are indefinite and inconpl ete because they do
not recite the critical fornulae disclosed in the specification”
(Answer, page 4).

Appel l ant argues that it is permssible to broadly claimthe
met hod and apparatus without the Iimtations of the particular
formul ae (Brief, pages 2 and 4), and that:

Wiile the specification only recites one

wi ndi ng/ extracting procedure and one set of fornulae to

use with the w ndi ng/extracting procedure, Appellant

submts that Appellant is not limted to claimng only

t he descri bed wi ndi ng/ extracting procedure along with

the disclosed fornulae. Rather, Appellant is permtted

to claimthe procedure alone if the disclosed procedure

by itself is patentably distinct fromthe prior art.

As indicated supra, appellant’s decision to not include the
formul ae for calculating the playing tinmes in the clainms has |ed
to rejections under the first and the second paragraphs of
35 U S.C 8§ 112.

As a | exi cographer, appellant nmay choose the | anguage of the
claims. On the other hand, the | anguage chosen for the clains
must set out and circunscribe a particular area wwth a reasonabl e
degree of precision and particularity when read in light of the

application disclosure as they woul d be by one possessing

ordinary skill in the art. See In re Mwore, 439 F.2d 1232, 1235,

169 USPQ 236, 238 (CCPA 1971).
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Appel | ant acknow edges (Brief, page 2) that [i]n all prior
art nmethods, it is necessary to performat |east two w ndi ng
operations (in addition to the | oading operation).” If the
clainmed invention is indeed “patentably distinct fromthe prior
art” (Brief, page 3), then appellant is under an obligation to
specifically define the clained invention so that it does not
read on the prior art nethods. Wen the clains on appeal are
given their broadest reasonable interpretation,? they do not
precl ude the additional w nding operation of the acknow edged
prior art. The clainmed invention can only be distinguished over
t he acknow edged prior art by reading the formulae fromthe
di sclosure into the step-plus-function limtations of the clains.
“During patent prosecution when clains can be anended,
anbi guities should be recogni zed, scope and breadth of |anguage

explored, and clarification inposed.” 1n re Zletz, 893 F.2d 319,

321-22, 13 USPQ2d 1320, 1322 (Fed. Gr. 1989). The clains before
us require a calculation of a residual playing tine (Tg (clains
1 and 5) and a calculation of an available total playing tine

(Te (claim2), and such mat hematical cal cul ations® can not be

2 See Inre Mrris, 127 F.3d 1048, 1053-54, 44 USPQd 1023,
1027 (Fed. Cir. 1997).

3 “Mat hemati cal precision should not be inposed for its own
sake.” Mddine Manufacturing Co. v. International Trade
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performed w thout | ooking to appellant’s disclosure for the
specific steps involved in the mathematical cal cul ations. Thus,
we Wil ook to appellant’s disclosure for an understandi ng of
the steps needed to solve the required cal culations of clains 1,
2 and 5.4 Wien we turn to appellant’s disclosure for an
under st andi ng of the cal cul ation steps, the nmeaning of the
clained calculations is no |onger in doubt,® and the clains
satisfy the provisions of the second paragraph of 35 U S. C

8§ 112. The indefiniteness rejection of clainms 1, 2 and 5 is

reversed. The non-enabl enent rejection under the first paragraph

Conmi ssion, 75 F.3d 1545, 1557, 37 USPQd 1609, 1617 (Fed. Gir.),
cert.denied, 116 S.Ct. 2523 (1996).

4 Keeping in mnd that appellant has never relied on the
provi sions of the sixth paragraph of 35 U S.C § 112 or In re
Donal dson, 16 F.3d 1189, 29 USPQ 1845 (Fed. Cr. 1994) to
di stinguish the clainmed invention over any applied prior art.

> “When the nmeaning of clains is in doubt . . . they are
properly declared invalid.” Anmgen Inc. v. Chugai Pharnmaceuti cal
Co. Ltd., 927 F.2d 1200, 1218, 18 USPQ?2d 1016, 1031 (Fed. Cr
1991) .
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of 35 U S.C. 8 112 is reversed because the exam ner has not
gquestioned the adequacy of the disclosed fornulae per se to teach
one of ordinary skill in the art to nake and/or use the clained
i nvention w thout undue experinmentation.?®
DECI SI ON

The decision of the exam ner rejecting clains 1, 2 and 5
under the first and second paragraphs of 35 U S.C. § 112 is
reversed

REVERSED

JAMVES T. CARM CHAEL
Adm ni strative Patent Judge

KENNETH W HAI RSTON )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
RI CHARD TORCZON ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

6 The enabl enent cl ause of the first paragraph of 35 U S.C.
8§ 112 requires that the disclosure adequately describe the
clainmed invention so that the artisan could practice it wthout
undue experinentation. See CGenentech Inc. v. Novo Nordisk A'S,
108 F.3d 1361, 1364, 42 USP2d 1001, 1004 (Fed. Cir.), cert.
denied, 118 S. Ct. 397 (1997).
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