TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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Before KI MLIN, WARREN, and LI EBERMAN, Adm ni strative Patent
Judges.

LI EBERMAN, Adnini strative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 froma fina
rejection of clains 3 through 7 as anended under 37 CF. R 8§
116 after the final rejection. See the anmendnent dated July 5,

1994, paper No. 20 and the advisory action dated July 15, 1994.

! Application for patent filed Decenber 18, 1992.
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THE | NVENTI ON

Appel lants invention is directed to a lubricating grease
containing a base oil consisting of an aromatic ester of a di,
tri, or tetra carboxylic acid with one or nore C, to C,
al kanol s conmbi ned with a pol yurea thickening agent which is the
reacti on product of an aromatic nono or polyisocyanate with an
al i phatic primary am ne having an al kyl or al kenyl residue of 8
carbon atons to 22 carbon atons.

THE CLAI M5

Caim3 is illustrative of appellant’s invention and is
repr oduced bel ow. 2

3. A lubricating grease conposition conprising 78.95 to

83. 95 percent by weight of a base oil consisting of an ester of
an aromatic di-tri- or tetracarboxylic acid with one or nore

2 The clains presented in appellant’s appendi x are
incorrect. Claim3 was submtted by appellants on January 30,
1992, paper no. 9. It was anended on COctober 25, 1993 by
correction of a fornmula and insertion of, “consisting of” to
line 2 of claim3. In an anendnent after final, dated July 5,
1994, a further amendnent was subnmitted del eting the phrase,
“or an aryl residue with 6 to 10-C atons.” This anmendnent was
entered by the exam ner for purposes of appeal. See the
advi sory action, dated July 15, 1994. W find no basis on the
record before us for the limtation, “consisting of” inline 5
of claim3 as it appears in appellant’s Appendi x. Accordingly,
claim3 before us is the one supra.
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C,- C,-al kanol s and 15 to 20 percent by wei ght of pol yurea
t hi ckeni ng agent which is the reaction product of a conpound of
the general formula

A(B)n (1)

with an am ne of the general formula HLNNR (I1), in which

B = aromatic nono- or di- isocyanate residue,
n=1- 3,
R = al kyl or alkenyl residue with 8 to 22-C- at ons;

and in which the mxture of the basic oil and the thickening
agent has a consistency with a penetration of 220-385, 0.1 mm

THE REFERENCES OF RECCRD
As evi dence of obviousness, the exam ner relies upon the

foll owi ng references of record.

Pi ne 3,299, 110 Jan.
17, 1967

McGath et al. (MG ath) 3, 326, 802 Jun.
20, 1967

Hedenburg et al. (Hedenburqg) 3,374,170 Mar
19, 1968

Mc Coy 3, 620, 695 Nov. 16,
1971

Ehrlich 3, 879, 305 Apr. 22,
1975

Bai | ey 4, 065, 395 Dec. 27,
1977

THE REJECTI ONS
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Claims 3 through 7 stand rejected under 35 U . S.C. 8§ 103 as
unpat ent abl e over Ehrlich in view of Hedenburg, MG ath, Pine,
McCoy, and Bail ey.

OPI NI ON

Appel  ants have stated that clains 4 - 7 stand or fal
with claim3. See appellant’s Brief, page 2. Accordingly,
our discussion wll be confined to clains 3, the only
i ndependent claim See 37 CFR 1.192(c)(5)(1993).

We have carefully considered appellants' argunents for
patentability. However, we are essentially in agreement with
the exam ner that the clained subject matter is unpatentable in
view of the applied prior art. Accordingly, we will sustain
the examner's rejection.

The sol e issue before us is whether the exam ner has

established a prima facie case of obvi ousness based upon the

rejection of record. See Brief, page 1. Appellants argue in
that respect that, “none of the six references cited discloses
the particular polyurea specified in claim3.” See Brief, page
5. W disagree.

The exam ner has established a prina facie case of

obvi ousness by relying on the Ehrlich reference as disclosing a
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| ubricating grease containing a synthetic oil and appellant’s
pol yurea. The subject matter of claim3 requires the presence
of a polyurea which is the reaction product of a nono or di
aromatic i socyanate with an aliphatic primary am ne having 8 to
22 carbon atom al kyl or al kenyl groups. Although Ehrlich's
pol yurea requires the presence of a diamne in addition to the
cl ai med reactants, said conmponent is not excluded fromthe
cl ai med pol yurea. See Ehrlich, colum 1, lines 45 - 51. Wile
the clainmed polyurea is the reaction product of two conponents,
our construction of the clainmed subject matter provides that
the reaction may have any nunber of additional conponents
present, provided only that the required reactants of the
cl ai med subject natter are present. Based upon the above
interpretation, the polyurea of Ehrlich reads on the pol yurea
of claim 3.

Furthernore, Ehrlich discloses that the pol yurea
t hi ckeni ng agent nay be present in proportions of 2 to about
20% by wei ght, overlapping the range required by the clained
subject matter. See colum 2, |line 23 - 24.

The ot her conponent required by the clai ned subject

matter is a base oil consisting of an ester of an aromatic di,



Appeal No. 96-0011 Page 7
Application No. 07/993, 896

tri or tetra carboxylic acid with one or nore C,- C; al kanol s.
Ehrlich discloses synthetic oils including aliphatic and
aromatic esters. See colum 2, lines 30 -44. Typical synthetic
vehi cl es di scl osed include exenplary base oils such as dibutyl
pht hal ate. Qur analysis of Ehrlich | eads us to concl ude that
the synthetic lubricating oils disclosed are exenplary and
typi cal of others that may be used in their place. Accordingly,
Ehrlich' s disclosure invites the use of other synthetic
| ubricating oils. Wile Ehrlich does not disclose the specific
synthetic oils of the clained subject matter, both McG ath and
Pi ne teach additional synthetic ester conpositions useful as
| ubricating oils or lubricants within the scope of the clained
subj ect matter.

McG ath di scl oses synthetic ester |ubricants which are
di basic esters of both aliphatic and aromatic acids. Included
in the synthetic esters are phthalic acid esters of C - C,
al kanol s enconpassed by the cl ai med subject natter. See col um
2, lines 53 through colum 3, line 16.

Pine |ikew se discloses synthetic ester |ubricants having
al kyl groups enconpassing the limtations of the clained

subject matter. See columm 2, lines 30 - 36 and colum 3, line
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39. Based upon the above considerations we concur with the

exam ner that it would have been prima facie obvious for one of

ordinary skill in the art to select the aromatic dicarboxylic
acid esters of either McGrath or Pine as suitable synthetic
oils in the lubricating grease conposition of Ehrlich, as
Ehrlich's synthetic oils are nerely exenplary of those which
may be used, and Ehrlich invites the use of other synthetic

| ubri cants.

We further conclude that the prior art would have
suggested to those of ordinary skill in the art that they
shoul d have nade the clained subject matter and has reveal ed
that in so naking or carrying out, those of ordinary skill in
the art would have had a reasonabl e expectation of success. See

In re Vaeck, 947 F.2d 488, 493, 20 USPRd 1438, 1442 (Fed. Cr

1991)

Al t hough appellant’s principal Brief does not present any
argunment for patentability based on objective evidence of non-
obvi ousness, appellants in their Reply Brief nention that the
specification data denonstrates that the clained conpositions
exhi bit exceptional noi se danpening properties. After careful

consi deration, we conclude that appellants have not established



Appeal No. 96-0011 Page 9
Application No. 07/993, 896

that such results would have been truly unexpected to one of
ordinary skill in the art in view of McGath's teaching of the
overal | superiority in the physical properties of synthetic

| ubricating oils over mneral lubricating oils. See colum 1,
lines 39 - 43. Thus, one of ordinary skill in the art would
expect the use of synthetic lubricating oils in place of
mneral oils to result in a superior grease. Accordingly,
expected beneficial results are evidence of obviousness of a
cl ai med invention just as unexpected beneficial results are

evi dence of unobvi ousness. In re Skoner 517 F.2d 947, 950, 186

USPQ 80, 82 (CCPA 1975).
It is also well settled that the burden of denonstrating
unexpected results rests on the party asserting themand the

evi dence nmust show that the results are really “unexpected.” |n

re Merck & Co, 800 F.2d 1091, 1099, 231 USPQ 375, 381 (Fed.

Cir. 1986); Ln re Klosak, 455 F.2d 1077, 1080, 173 USPQ 14, 16

(CCPA 1972). In the present case, appellants have not
establ i shed that the conparative lubricating agent nade from
m neral oil and pol yurea would formthe basis of a proper
conparison. It is not known whether that polyurea lies within

the scope of the clained subject matter. Nor is it known



Appeal No. 96-0011 Page 10
Application No. 07/993, 896

whet her the proportion of mneral oil and polyurea lie within
the scope of the clainmed subject matter. Accordingly,
appel | ants have not established on the record before us that
the results reported in the specification would have been truly

unexpected to one of ordinary skill in the art.
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Accordingly, the exami ner’s decision rejecting clains 3
through 7 is affirmed.

The decision of the examner is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR 8§
1.136(a).

AFFI RVED

EDWARD C. KIM.IN
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES F. WARREN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

PAUL LI EBERVAN
Adm ni strative Patent Judge
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AFFIRMED

Prepared: June 8, 2000



