TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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KIM.IN, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-5,
all the clains remaining in the present application. A copy

of illustrative claiml is appended to this decision.

ppplication for patent filed May 16, 1994. According to appellants
this application is a continuation of application 07/991, 401, filed Decenber
15, 1992, which is a continuation of application 07/530,376, filed May 30,
1990, now abandoned.
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In the rejection of the appeal ed clainms, the exam ner

relies upon the foll ow ng references:

Chnori et al. (Chnori 11) 4,544,720 Cct. 01,
1985

Ohnori et al. (Chnori 1) 4,581, 412 Apr
08, 1986

Appel l ants' claimed invention is directed to epoxides
contai ning a perfluorovinyl group of the recited fornula.
According to appellants, the clainmed conpounds may be
pol ymeri zed through either the epoxy or vinyl functionality to
formpolynmers that find utility as coatings, adhesion contro
agents, etc.

The present application is a continuation of U S. Seri al
No. 07/991,401 filed Dec 15, 1992, which, in turn, is a
continuation of U S. Serial No. 07/530,376, filed May 30,
1990. Appellants took an appeal in the grandparent
application, U S. Serial No. 07/530, 376, on the sane clains
now before us. In a decision dated Nov. 25, 1992, this Board
affirnmed the examiner's rejection of clainms 1-5 under 35
US C 8§ 103 over Ohnori | and GChnori Il . Although it was
appel l ants' contention in the prior appeal that the Chnori
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patents did not enable the synthesis of appellants' clained
conmpounds, the Board sustained the exam ner's rejection
because "appell ants have not proffered any objective evidence
in

the formof a declaration or an affidavit which establishes
that the reactions disclosed by Ghnori do not, in fact, result

in the disclosed conmpounds."” (page 4 of the decision).? 1In
addition, the Board found that the clai med conpound woul d have
been obvious to one of ordinary skill in the art in view of
the known sel ective epoxidation taught by S. Rozen et al.
cited by appellants at page 2 of the present specification.

Appel | ants now cone before us with decl arati on evi dence
and objective evidence fromscientific literature to support
their contention that the Chnori patents do not provide an
enabl i ng di scl osure for conmpounds within the scope of the
appealed clains, i.e., where nis 2 thru 10.

Appeal ed clains 1-4 stand rejected under 35 U. S.C. 102(b)

as being anticipated by either Chnori | or GChnori 1. In

2The declaration attached to the reply brief in the grandparent
application was not entered by the exam ner, and therefore, not before the
Boar d.
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addition, clains 1-5 stand rejected under 35 U.S.C. § 103 as
bei ng unpat - entabl e over the conbi ned teachi ngs of Ohnori
and Chnori |1

Upon careful consideration of the opposing argunents
presented on appeal, we will not sustain the exam ner's
rejections.

There is agreenent between appellants and the exam ner
that both Chnori | and Ohnori |1 generically disclose epoxide

com

pounds that enbrace those presently clained. Both references
di scl ose a formula that enconpass the cl ai ned epoxi des (see
OChnori | at col. 3, line 40 and Chnori Il at col. 3, lines
30-35). It can be seen fromthe fornula disclosed in the
references that, when mis 0 and n is the nunber 2 to 4,
appel -l ants' conpounds result. However, appellants naintain
that the references are enabling only for conpounds wherein n
is 1, i.e., the references do not describe a process for
maki ng such conpounds wherein n is 2 or greater, nor has the
exam ner established that one of ordinary skill in the art
woul d have known how t o nmake conpounds conformng to the

4



Appeal No. 96-0008
Application 08/ 243, 428

reference fornmula when n is 2 or greater. For |egal support

of their position, appellants cite In re Hoeksema 399 F. 2d,

269, 158 USPQ 596, 600 (CCPA 1968) and In re lLegrice 301 F.2d

929, 133 USPQ 365 (CCPA 1962). For scientific evidence in
support of their position, appellants rely upon decl arations
of Carl George Krespan, M ng-Hong Hung, and Alicia P. King as
well as an article by L.D. More, the abstract of European
Pat ent Application 438,166 to

QY. Chen et al., and a translation of an article by T.I

Gor bunova et al.

On the other hand, the exam ner essentially relies upon
the presunption of validity accorded to the Chnori patents.
The exam ner's position is stated at page 7 of the answer as
fol | ows:

Wiile the data presented all egedly may provide
evidence to the inoperability of the patent, it is
presunmed that a process if used by one skilled in
the art will produce the product or result described
therein, such presunption is not overcone by a nere
showing that it is possible to operate within the

di scl osure wi thout obtaining the alleged product.

It is to be presuned al so that the skilled worker
woul d as a matter of course, if they do not
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i medi ately obtain desired results, make certain
experinments and adaptations, within the skill of the
conpetent worker. The failures of experinenters who
have no interest in succeedi ng should not be

accorded great wei ght.

Upon revi ewi ng appel l ants' evidence of non-enabl enent,
and the exam ner's analysis thereof, we find that appellants
evidence is of sufficient weight to effectively shift to the
exam ner the burden of denonstrating that one of ordinary
skill in the art would have been able to make the presently
cl ai med conpounds at the tine of filing the grandparent
application. Since the exam ner has not cone forth with a
convincing line of reasoning based on scientific evidence that
refutes appell ants'
evi dence, we find that appellants have rebutted the

presunption of validity attached to the Chnori patents. See

Hoeksenma at 158 USPQ 601.

Appel l ants rely upon the Moore article and the
publication of Chen et al. and Gorbunova, as well as the Hung
decl aration, as evidence that the reaction between the
per hal ogenat ed al kyl iodide and the allyl alcohol disclosed by
the Chnori patent (see Ohnori | at col. 3, lines 60-65) does

6
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not yield the hal ohydryn taught by GChnori but, rather, a
primary al cohol with the iodine substituent on the carbon
adj acent the termnal carbon. 1In our view, appellants' have
produced convi nci ng evidence that the reaction schene of
Ohnori does not produce the depicted inter-nediate prior to
formng the epoxide. However, the question remains, unasked
by the exam ner, whether the error attributed to Chnori's
reaction schene is relevant to the ultinate epoxi de produced.
Appel | ants have produced no evidence that even if the
i ntermedi ate of Chnori's reaction schene is a primry al cohol,
t he epoxi di zing and dehal ogenati on steps disclosed by Chnori
woul d not produce the described epoxi de conpound that is
honol ogous to the clai ned conpounds .

In our view, the conpelling evidence for non-enabl enent
is found in the declarations of Krespan and King. Appellants
present Dr. Krespan as "a nationally and internationally

r enowned

scientist in the field of organofluorine chemstry," (page 6
of brief) and his credentials as an expert in the relevant art
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are self-evident. At page 2 in his declaration, Dr. Krespan
states that the Ohnori patents "provide enabl enment only for
the case in which nis 1." Dr. Krespan goes on to explain
that the reaction schene disclosed by Ghnori to obtain the
epoxides is inherently limted to the production of the

I nternmedi ate where n=1, "since only in the case of an allyl
reactant can the | atom appear on the carbon adjacent to that
bearing the OH group, a prerequisite for ring-closure to the

t hr ee- nenbered epoxide ring (col., 3, line 60). Further

di stanci ng the double bond fromthe OH noiety will necessarily
result in a larger ring, not the epoxide structure, where n
>1." In addition, declarant King, who holds a MS degree in
Chem stry, states that a search of Chenical Abstracts Services
and Beilstein's, On-line found the existence of no conpounds
corresponding to the epoxide internedi ate before the

dehal ogenation step wherein nis 2 to 10.

We al so cannot sustain the examner's 8 103 rejection to
the extent it is based upon the reasoning in the prior Board
deci si on regardi ng the adm ssion found at page 2 of the
present specifi-
cation regarding the article to Rozen et al. According to
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appel l ants, Rozen et al. did not disclose the making of 1,1, 2-
trifluro-1, 5-hexadi ene, which conpound is used as the starting
material for one of the presently clainmed conpounds. It is
our understanding that the cl ai ned epoxi des are nmade by
procedures found in Rozen et al. performed on starting
materials disclosed in U S. 5,015,790 and U. S. 5,043, 490,
whi ch conmonl y- assi gned patents are not avail able as prior art
to the present application (see page 9 of appellants' brief,
second paragraph, as well as the paragraph bridging pages 9
and 10).

In conclusion, based on the foregoing, the exanm ner's
decision rejecting the appealed clains is reversed.

REVERSED

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
JOHN D. SM TH ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)

)

CHUNG K. PAK
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Adm ni strative Patent Judge )
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Barbara C. Siegell/Hoge T. Sutherland
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