TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Before JOHN D. SMTH, GARRI S and PAK, Adm ni strative Patent
Judges.

GARRI S, Administrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe final rejection of
clains 8 through 14.2 The only other clains in the application,

which are clains 1 through 7 and 15 through 23, stand w t hdrawn

1 Application for patent filed August 2, 1993.

2 On line 1 of dependent clains 10 through 14, the phrase,
“A sterile substrate” |lacks strict antecedent basis and shoul d
read -- A sterile rigid sleeve --. This mnor informality should
be corrected in any further prosecution that nmay occur.
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fromfurther consideration by the exam ner as being directed to a
nonel ected i nvention or species.

The subject matter on appeal relates to a sterile rigid
sl eeve produced froma m xture of a plastic and an anti m crobi al
agent for avoiding cross-contam nation between persons who cone
in contact with the sleeve. Further details of this appeal ed
subject matter are set forth in representative independent claim
9 which reads as foll ows:

9. A sterile rigid sleeve produced froma m xture of a
pl astic and an anti m crobial agent for avoiding cross-
contam nati on between persons who cone in contact with said
sl eeve; said plastic being fornmed fromstyrenic resins; said
antimcrobial agent is taken fromthe group consisting of iodines
and povi done-i odi nes and any conbi nations of said antim crobi al
agents; said sterile rigid sleeve being elongated for covering
non-sterile surfaces; said mxture being from1%to 10% by wei ght
of antim crobial agent.

The references relied upon by the exam ner as evidence of

obvi ousness are:

Broussard 4,768, 531 Sep. 6, 1988
Mar hevka 5,017, 369 May 21, 1991
Nei ner et al. (Neiner) 5,161, 971 Nov. 10, 1992
Brink et al. (Brink) 5,173, 291 Dec. 22, 1992
Usal a 5,236, 703 Aug. 17, 1993
(filed Jul. 20, 1989)

Weder 5,242,052 Sep. 7, 1993
(filed Jan. 27, 1992)

Si eveking et al. 5, 294, 445 Mar. 15, 1994
( Si eveki ng) (filed Aug. 17, 1992)
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The appeal ed clains stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpat ent abl e over Weder in view of Neiner and further in
vi ew of Broussard, Sieveking, Marhevka, Brink and Usal a.

This rejection cannot be sustai ned.

Even disregarding the appellant’s argunent that certain of
the applied references are froma nonanal ogous art, we still
could not sustain the examner’s rejection. This is because the
applied prior art contains no teaching or suggestion for
conbi ning the reference teachings in such a manner as to result
in the here clained sterile rigid sleeve. Thus, while individual
features of the appellant’s clained subject matter may be shown
in the applied references, it is only the appellant’s own
di scl osure which provides the necessary gui dance for selecting
and conbining these features to thereby obtain a sterile rigid
sl eeve as defined by the independent clains on appeal. Further,
this last nmentioned determnation is reinforced by the fact that
none of the applied reference teachings is directed to the cross-
contam nati on probl em addressed by the appellant and the fact
that these reference teachings concern wi dely diverse subject
matters.

In short, we are convinced that the examner’s rejection is

based upon inperm ssible hindsight derived fromthe appellant’s
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own di scl osure rather than sone teaching,

derived fromthe applied prior art.

suggestion or incentive

It follows that we cannot

sustain the 8 103 rejection of clains 8 through 14 as being

unpat ent abl e over Weder

in view of Neiner and further in view of

Broussard, Sieveking, Mrhevka, Brink and Usal a.

The deci sion of the exam ner

REVERSED

JOHN D. SM TH
Adm ni strative Patent Judge)

)
)

)
BRADLEY R GARRI S )
Adm ni strative Patent Judge)

)
)

)
CHUNG K. PAK
Adm ni strative Patent Judge)

is reversed.
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