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DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains
1 and 4 to 9, all the clains remaining in the application.

The clains on appeal are drawn to a fuel transport-
i ng hose construction, and are reproduced in Appendi x A of
appel l ants' brief.

The references applied in the final rejection are:

Johansen et al. (Johansen) 3,828, 112 Aug. 6, 1974
Press 4, 293, 150 Cct. 6, 1981

An additional reference applied herein in rejections
pursuant to 37 CFR 8 1.196(b) is:

| garashi et al. (lgarashi) 4,887, 647 Dec. 19, 1989

The clains on appeal stand finally rejected as
fol | ows:
(1) dains 1, 8 and 9, unpatentable over Johansen, under 35
US C § 103;
(2) dains 4 to 7, unpatentable over Johansen in view of

Press, under 35 U.S.C. § 103.
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Considering first the rejection of claim1, Johansen
di scl oses a hose for use "as an electrically insulated paint
supply hose with air atom zing spray guns” (col. 1, lines 5

and 6). In Figs. 3 and 4, Johansen di scl oses an enbodi nent of

the hose having an inner layer 11' of a "fluorine-contained
resin,” i.e., PTFE (Teflon) (col. 2, lines 29 to 32), and an
outer layer 12 of a rubber material (col. 2, lines 55 to 58).
Johansen does not specifically disclose any dinensions for
these | ayers, but the exam ner takes the position that (1) the
t hi ckness of each | ayer woul d be an obvi ous desi gn choi ce,
(2) Fig. 4 of Johansen suggests the clained structure, (3) the
cl ai med di nensions are sinply the discovery of optinum val ues
of result effective variables,? and (4) the decl arati on under
37 CFR § 1.132® does not address the criticality set forth in

t he specification.

2 Citing In re Boesch, 617 F.2d 272, 205 USPQ 215 ( CCPA
1980) .

® Rule 132 Decl aration of Tsutonu Kodama, filed April 8,
1994 (Paper No. 8).
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After fully considering the record in light of the
argunents presented by appellants and the exam ner, we con-
clude that this rejection will not be sustained.

Considering first the examner's argunent (4), we
understand this to be directed to the fact that the Rule 132
Decl aration purportedly shows that the recited dinensions and

ratios are critical to achieve desirable sealing pressures and

insert forces, while such properties are not disclosed as
critical in appellants' specification. This argunent is not
wel | taken, however, because in accordance with the holding in
In re Chu, 66 F.3d 292, 298, 36 USPQ2d 1089, 1094 (Fed. Cr
1995), the evidence and/ or argunents presented by an appli cant
in response to a rejection under 8§ 103 do not have to be
contai ned within the specification in order to be considered.
Thus in this case, appellants are not precluded fromsubmt-
ting evidence to show that the clained nunerical limtations
are critical to achieve advantages not disclosed in their

appl i cation.
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As for the showing in Fig. 4 of Johansen, |ayer 11
I's shown as having a smaller thickness than |ayer 12, and the
drawi ng i s assunmed to show proportions of the parts it pur-

ports to delineate. Ex parte HIl, 169 USPQ 437, 438 (Bd.

App. 1970). W nevertheless do not regard Fig. 4 as sugges-
tive of appel- lants' clained range, because the ratio of the
t hi ckness of Johansen's layers 11' and 12 is approxi nately
1:3, which is considerably smaller than appellants' m nimum
clainmed ratio of 1:10.*

In the present case, the structure clained by appel-
lants differs fromthat disclosed in the prior art in that
particul ar ranges of thickness and thickness ratio are re-
cited. In such a situation, appellants nust show that the

clained ranges are critical, see In re Wodruff, 919 F. 2d

1575, 1578, 16 USPQRd 1934, 1936-37 (Fed. Cir. 1990), and we
consi der that they have done so. Appellants' experinental

data cannot be characterized as the optim zation of a result

effective variable (1Ln re Boesch) or the discovery of optinum

4 We suggest that appellants' Fig. 1 be anended so that
the thickness ratio of layers 1 and 2 (which now appears to be
about 1:2) nore closely approxi nates the cl ai ned range.
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ranges (ln re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235

(CCPA 1955)), because there is no teaching in the prior art
ref erence (Johansen) that the variables here involved, i.e.,

| ayer thickness and thickness ratio, are "known to be result
effective."® In order for a claimed paraneter to be deened
the result of obvious experinentation, any such experi- nenta-
tion nmust have cone fromw thin the teachings of the art. In

re Waynmout h, 499 F.2d 1273, 1276, 182 USPQ 290, 292 (CCPA

1974). Johansen contai ns no such teachi ngs.

Accordingly, the rejection of claim1l, and of clains

8 and 9 dependent thereon, will not be sustained. The rejec-
tion of
claims 4 to 7 will |ikew se not be sustained, since Press does

not supply the noted deficiencies of Johansen.

Rej ecti ons Pursuant to 37 CFR § 1.196(b)

The follow ng rejections are made pursuant to 37 CFR

§ 1.196(b):

> In re Boesch, 617 F.2d at 276, 205 USPQ at 219.
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(A) dains 1, 8 and 9 are rejected under 35 U. S.C. § 102(b)
as anticipated by lgarashi. 1In col. 5, Table 4, Igarash

di scl oses as Conparative Exanple 2 a fuel transporting hose
havi ng an inner |ayer of a fluorine-containing resin, FEP
with a thickness of 0.1 mm an outside rubber |ayer of "N’
(acrylonitrile-butadi ene rubber (NBR)), with a thickness of
1.6 mMm and an outer tube rubber |ayer of "C' (epichlorohydrin
rubber (ECO)), with a thickness of 1.0 mm |Igarashi's outside
rubber | ayer and outer tube rubber |ayer together constitute
"an outer |ayer conprised of a rubber material,"” as broadly
recited, having a total thickness of 2.6 mm and being 26 tines
as thick as the inner layer, and therefore the disclosed hose
falls within the ranges recited in claiml.

(B) dains 4to 7 are rejected under 35 U.S.C. § 103 as
unpat ent abl e over I garashi in view of Press, the latter of

whi ch di scl oses that, when handling fluids such as aircraft
fuel in a fluoro-containing resin (PTFE) conduit, the conduit

shoul d
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contain a high | oading of carbon black particles to prevent
bui | dup of an electrostatic charge (col. 6, lines 9 to 23).
This di scl osure woul d have notivated one of ordinary skill in
the art to provide carbon black particles in the fluorine-
containing resin inner |ayer of Igarashi for the sanme purpose.
The resistivity and concentration of additive recited in
claims 5 and 6 would have been obvious matters of choice,
selected to achieve the desirable result taught by Press.
Concl usi on

The exam ner's decision to reject clains 1 and 4 to
9 is reversed. Cains 1 and 4 to 9 are rejected pursuant to
37 CFR 8§ 1.196(b).

Thi s deci si on contai ns new grounds of rejection
pursuant to 37 CFR 8 1.196(b) (anmended effective Dec. 1, 1997,
by final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10,
1997),
1203 Of. Gaz. Pat. and Trademark O fice 63, 122 (COct. 21,
1997)). 37 CFR §8 1.196(b) provides that "[a] new ground of
rejection shall not be considered final for purposes of judi-

cial review"



Appeal No. 95-4857
Application 08/101, 000

37 CFR 8§ 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DEC SI ON, nust exercise

one of the followng two options with respect to the new
grounds of rejection to avoid term nation of proceedi ngs
(37 CFR 8 1.197(c)) as to the rejected cl ains:

(1) Submt an appropriate anmendnent of
the clains so rejected or a show ng of
facts relating to the clains so rejected,
or both, and have the matter reconsi dered
by the exam ner, in which event the appli-
cation will be remanded to the exam ner.

(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
same record.

No tinme period for taking any subsequent action in
con- nection with this appeal may be extended under 37 CFR §
1.136(a).

REVERSED 37 CFR § 1. 196(b)

| AN A, CALVERT
Adm ni strative Patent Judge

)
)
)
)
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