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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
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Before KIMLIN, JOHN D. SM TH and WEl FFENBACH, Adnini strative
Pat ent Judges.

KIM.IN, Adnm nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 3-7

1 Application for patent filed Septenber 29, 1993.
According to appellants, this application is a continuation of
Application No. 08/047,886, filed April 15, 1993; which is a

conti nuati on of Application No. 07/381,212, filed July 17,
1989; both abandoned.
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and 11, all the clains remaining in the present application.
A copy of illustrative 11 is appended to this decision.
The exami ner relies upon the follow ng reference as

evi dence of obvi ousness:

Di x 3,484, 487 Dec. 16, 1969

Appel lants' clainmed invention is directed to a process
for preparing am nated di ketobis(aryl or
het er oaryl ) pyrrol opyrroles of the recited fornmula. The
process conprises reacting a pyrrolopyrrole of the clained
formula with a secondary anmne in the presence of an anhydrous
di pol ar aprotic solvent, such as
N-net hyl pyrrol i done. The reaction is conducted at a
tenperature in the range of 100E to 220EC at a pressure of
from1l to 3 bar.

The present application is a grandchild of U S.
Application No. 07/381,212, filed July 17, 1989. Appellants
took an appeal to this Board in the grandparent application,
and the only difference between independent claim 11l now on
appeal and independent claim 11l in the grandparent application
Is that in the present application the substituent X, of the

pyrrol opyrrole reactant is a brom nated aryl group, whereas in
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the grandparent application X, is either a chlorinated or
brom nated aryl group. The Board affirmed the exam ner's
rejection in the grandparent application under 35 U. S.C. § 103
over the sanme Dix reference presently applied by the exam ner.
Al so, appellants now rely upon the Wal | qui st Decl arati on,
executed March 8, 1994, as evidence of unexpected results.
The Decl aration was not before the Board in the grandparent
appl i cation.

Appel l ants submt at page 5 of the principal Brief that
"[c]lainms 3-7 and 11 are argued together as to each issue."
Accordingly, all the appealed clains stand or fall together

wth claim1l. In re N elson, 816 F.2d 1567, 1572, 2 USPQd

1525, 1528 (Fed. Cir. 1987); Ex parte Schier, 21 USPQRd 1016,

1018-19 (Bd. Pat. App. & Int. 1991). See also 37 CFR
§ 1.192(c)(5) and (c)(6) (1994).

Appeal ed clains 11 and 3-7 stand rejected under 35 U S. C
8§ 103 as bei ng unpatentabl e over D x.

We have thoroughly revi ewed each of appellants' argunents
for patentability, as well as the declaration evidence relied
upon in support thereof. However, we fully concur with the

exam ner's | egal conclusion that the clainmed subject matter
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woul d have been obvious to one of ordinary skill in the art
within the neaning of 8 103 in view of the applied prior art.
Accordingly, we will sustain the exam ner's rejection.

We have |little doubt that one of ordinary skill in the

art, arned with the disclosure of D x, would have found

appel l ants' cl ai ned process prina facie obvious. As explained
by the exam ner, Dix evidences that it was known in the art to
perform an am nati on process on aryl halides by reacting a
secondary amine with an aryl halide in the presence of N

net hyl pyrrol i done as a solvent, which solvent is within the
scope of appealed claim 1l and specifically recited in
dependent claim7. D x teaches that N-nethyl pyrrolidone is a
preferred solvent (colum 1,

line 62). Dix also teaches that bromne is a preferred

hal ogen substituent on the aryl group (colum 2, line 12). In
addition, the reference teaches that a preferred tenperature
range for the reaction is 100 to about 280EC (columm 2, line
27), which range totally enbraces, and is al nost congruent
with, the claimed range of 100E to 220EC. Like appellants
process, the process disclosed by D x provides an inproved

yield of aryl am ne when the aryl halide is directly am nated
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in the presence of an organic solvent |ike Nnethylpyrrolidone
(colum 1, lines 44-48).
Appel I ants do not present any substantive argunent that

refutes the prima facie case of obvi ousness based on Di Xx.

Rat her, al though appellants state a di sagreenent "with the
underlying rejections based on obvi ousness" (page 5 of
principal Brief), appellants rely upon a declaration by Dr.

A of Wal qui st, one of the present inventors, executed March 8,
1994, as evidence of unexpected and superior results (page 5
of principal Brief, |last paragraph). According to appellants,
the declaration denonstrates that the closest prior art
process (Run No. 1 of Dix) gives only a 6.9%yield, while
wor ki ng Exanple 1 of the present specification gives a 51.3%
yield. According to the declarant, "[t]his is indeed
surprising and absol utely unexpected" (page 2 of declaration,
| ast sentence).

Qur review of the declaration evidence |leads us to the
same concl usion as that reached by the examner, i.e., the
decl aration is not sufficiently probative of nonobvi ousness to
out wei gh the evidence of obvi ousness represented by the Dix

di scl osure. First, we agree with the exam ner that the
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probative value of the declaration is not conmensurate in
scope with the degree of protection sought by the appeal ed

cl ai ns. In re Grasselli,

713 F.2d 731, 743, 218 USPQ 769, 778 (Fed. Gr. 1983); In re
A enens, 622 F.2d 1029, 1036, 206 USPQ 289, 296 (CCPA 1980).
Exanple 1 of the specification that is reported in the

decl aration uses a tenperature of 180EC which is considerably
above the lower |imt of the clainmed range of 100EC. VWhile
appel l ants contend at page 7 of their principal Brief that
180EC is representative of the clained range of 100E-220EC, no
factual basis is offered for this conclusion. |If, as
appel l ants argue, it is unexpected that the clainmed am nation
of an aryl halide gives high yields at a tenperature as |ow as
180EC, it is reasonable to require appellants to denonstrate
that a simlar unexpected yield would result at a tenperature
that is considerably | ower than 180EC, viz., at the clained
100EC. In our view, the single tenperature used in the

decl arati on does not establish unexpected results for the

cl ai med range which substantially coincides with the preferred

tenperature range disclosed by Dix. 1nre Geenfield, 571

F.2d 1185, 1188,
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197 USPQ 227, 229 (CCPA 1978); In re Smith, 398 F.2d 849, 852,

158 USPQ 287, 289 (CCPA 1968).

Secondl y, although decl arant Wl qui st characterizes the
conparative results as surprising and unexpected, the
decl arant has not laid the requisite factual foundation upon
whi ch to conclude that the denponstrated results are truly
unexpected in light of the D x disclosure considered in its

entirety. In re Longi, 759 F.2d 887, 896-97, 225 USPQ 645,

651 (Fed. Cir. 1985); Inre Gunwell, 609 F.2d 486, 491, 203

USPQ 1055, 1059 (CCPA 1979); In re Lindell, 385 F.2d 453, 455,

155 USPQ 521, 523 (CCPA 1967). W find it significant that
Exanple 1 of the declaration, in accordance with the present

i nvention, uses a reaction time of 11 hours, whereas the
reaction tinme of Conparative Run 1 of Dix is only 2 hours. W
cannot ignore this discrepancy in reaction tines because Di X
expressly discloses that "[t]he reaction can be carried to any
desi red degree of conpletion and reaction tinmes can vary from
about 1 to about 25 hours" (colum 2, lines 31-33). W note
that Run 1 of Dix has an ultimate yield of 21%for a reaction
time of 2 hours, and it seens reasonable to presune that if

the Di x reacti on was conducted for the disclosed 25 hours, a
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consi derably higher yield would result. Also, the declarant
fails to explain any expected affect on yield resulting from
the ami nation of the clainmed heterocyclic conpounds vis-a-vis
t he phenol chloride of D x.

Consequently, for the reasons outlined above, we find
t hat appell ants have not carried their burden of denonstrating
that the declaration and specification results are truly

unexpected. In re Merck & Co., 800 F.2d 1091, 1099, 231 USPQ

375, 381 (Fed. GCir. 1986); In re Kl osak, 455 F.2d 1077, 1080,

173 USPQ 14, 16 (CCPA 1972).

In conclusion, based on the foregoing, it is our judgnent
that the evidence of obviousness presented by the exam ner
out wei ghs the evi dence of nonobvi ousness submtted by
appel l ants. Accordingly, the exam ner's decision rejecting

the appealed clains is affirned.
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No tinme period for taking any subsequent action in

connection with this appeal

§ 1.136(a).

AFFI RMED

EDWARD C. KI M.I N
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

CAMERON WVEI FFENBACH
Adm ni strative Patent Judge
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may be extended under 37 CFR
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M chael W dynn

Ci ba- Gei cy Corp.

Pat ent Dept .

520 White Pl ains Rod

P. 0. Box 2005

Tarrytown, NY 10591-9005
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APPENDI X

11. A process for the preparation of a conpound of
formul a
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or has the nmeaning of R, in which fornul ae above R, and R, are
identical and are C-C,al kyl, 2-hydroxyethyl, 2-mnercaptoethyl,
cycl ohexyl, benzyl or phenylethyl, or -NRR, i s pyrrolidinyl,
pi peridyl, norpholinyl or thionorpholinyl, and R, and R, are
each i ndependently of the other hydrogen, chloro, brono, C-

C,al kyl or C;-C,al koxy, which process conprises reacting a

pyrrol opyrr ole of formula
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and X, is a group

or has the same neaning as X,, and R, and R, are defi ned

her ei nabove, with a secondary am ne of fornula

Rs

H| N (M),
(
R

wherein R, and Ry, are defined herei nabove in the nolar ratio
1:1 or, if X, has the sane neaning as X;, in the nolar ratio

1:2, in the presence of an anhydrous dipol ar aprotic sol vent
of an amount 0.1 to 15 tines in excess of stoichionetric

proportion, based on the am ne of formula VI, of an annydrous
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organi c base, in the tenperature range from 100E to 220EC and

under a pressure from1l to 3 bar.



