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DECI S| ON ON APPEAL

Appel | ants have appeal ed to the Board fromthe exam ner's
final rejection of clains 15 and 30, the only clains pendi ng

in the application.



Appeal No. 1995-4702
Application 08/ 071, 049

Representative claim 15 is reproduced bel ow

15. A server extension for use in a conputer system
havi ng a host conputer for executing application prograns,
screen neans for displaying text or graphic figures, at |east
one application program executing on said host conputer for
generating output protocol requests, a controlling application
program executing on said host conmputer for generating inputs
and extension protocol requests, a server conprising a portion
of menory havi ng addressable | ocations and a plurality of
server routines each having an address, said server having
performance characteristics that are variable over a range,
said server receiving said inputs, transferring said inputs to
sai d application program receiving said output protocol
requests and transferring said output protocol requests to
said screen neans, said server extension conprising:

an extension portion of nmenory directly connected to said
controlling application programfor creating a record of said
performance characteristics for use in evaluating whether said
performance characteristics are within an acceptabl e range by
nmoni toring one of said server and said application program
said extension portion formatting display of said text or
graphic figures on said screen neans;

sai d extension portion of menory having specific nmenory
| ocations for data storing that correspond to specific menory
| ocations in said server portion of nenory;

a plurality of extension routines each having an address,
each of said extension routines corresponding to one of said
server routines;

sai d addresses for said plurality of server routines
being stored in said extension portion of nmenory and said
addresses for said plurality of extension routines being
stored in said server portion of nenory;
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said inputs and said output protocol requests each being
directed to one of said server routines;

sai d extension receiving said extension protocol requests
fromsaid controlling application programfor configuring and
controlling said extension; and

said extension intercepting said inputs and said out put
protocol requests fromsaid controlling application program
and redirecting said inputs and sai d output protocol requests
to one of said extension routines, said one of said extension
routi nes corresponding structurally to the server routine to
whi ch said i nputs and out put protocol requests are directed,
said extension reformatting said i nputs and sai d out put
protocol requests for nonitoring said server, for nonitoring
the performance of said application programor for formatting
di splay of said text or graphic figures on said screen.

The follow ng references are relied upon by the exam ner:

| BM Technical Disclosure Bulletin, vol. 28, No. 12 pp. 5573-74
(May 1986) (hereinafter 1BM.

D.D. Keefe (Keefe), "Hi erarchical control prograns for systens
eval uation", 2 |IBM Systens Journal 123-133 (1968).

Clains 15 and 30 stand rejected under 35 U S.C. § 102(b)
as being anticipated by Keefe. These clains also stand
rejected under 35 U.S.C. 8§ 103. As evidence of obviousness,
t he exam ner relies upon |IBM al one.

Rat her than repeat the positions of the appellants and
the examner, reference is nmade to the briefs and the answer

for the respective details thereof.
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OPI NI ON

CGenerally, for the reasons set forth by the appellants in
the brief and reply brief, we reverse the rejections of clains
15 and 30 on appeal under 35 U.S.C. 8§ 102 and 103.

As the briefs and the answers reflect, the focus of the
i ssue presented on appeal is the "correspondence" features
recited in each i ndependent claimon appeal. This
correspondence is reflected in claim15 by the recitation of:

sai d extension portion of nmenory having

specific menory |ocations for data storing that

correspond to specific nenory locations in said

server portion of nmenory;

a plurality of extension routines each having

an address, each of said extension routines

corresponding to one of said server routines.
Claim 15 goes on to recite features where the extension
intercepts and redirects input and out put protocol requests
fromthe controlling application programand requests to one
of the extension routines where it is stated "said one of said
extension routines corresponding structurally to the server
routine to which said inputs and outputs protocol requests are

directed.” Simlar features are recited in a slightly

different manner in nethod i ndependent claim30 on appeal.
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Thi s | anguage corresponds to the showing in Figure 2 of
the data structures of the server extension, as well as the
data structures of the X server, which the extension has
access to. These features are also discussed at page 4 in the
summary of the invention of the specification as filed as well
as the text thereof beginning at page 8.

We agree with the appellants' view that Keefe does not
di scl ose the cl ai med extension portion of menory correspondi ng
to the server portion of menory and the extension routines
that structurally correspond to the server routines to which
the inputs and output protocol requests are directed. The
Keefe systemutilizes the nonitor control programand its
associ ated test analysis programin an hierarchical
envi ronnent for purposes of perform ng systens eval uati on or
monitoring. Qur study of Keefe |leads us to agree with the
appel l ants' views expressed at top of page 9 of the principal
bri ef on appeal:

"Keefe, however, fails to disclose any of the
structure of the nonitor control program the

associ ated test anal ysis program or other el enents

of the Keefe system Accordingly, Keefe does not

di scl ose any correspondences between the server
extensi on and server as required by the clained
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i nvention."
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Keefe sinply falls short of disclosing, for exanple, the data
structures of the menory and routines depicted in appellants’
di scl osed Figure 2 which is the basis for the clainmed
correspondence and structure correspondence features.

W are, therefore, not in agreenent with the exam ner's
views expressed initially at page 4 of the answer that the
noted cl ai mlanguage is as broad as the exam ner appears to
view it. The exam ner uses an ordinary dictionary definition
of the word "correspond” to indicate a close conparison, a
mat ching or a certain degree of equival ence or parall el ness.
The examiner's view is that "any particular relationship
bet ween the extension and server routines would be a
' correspondence’ to the extent that the claimlanguage defines

' correspondi ng. This view goes nmuch far than the dictionary
definition of "correspond” anyway. W also find that Keefe's
di scussions of various type of |inkages does not necessarily
teach the features of correspondence recited in the clains on
appeal as we noted earlier. A mere programm ng |inkage is not

necessarily equivalent to a structural correspondence as

required by the clains on appeal. The nere fact that Keefe's
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nmonitor control programmay call upon a test
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anal ysis programto nonitor various operations associated with
j ob prograns does not necessarily place the artisan in
possessi on of the correspondence features of the clained
i nvention on appeal. These relationships between the nonitor
control program the test analysis programand the job
prograns in Keefe are not the type of specified
"correspondence” of the clainms on appeal.

We therefore reverse the rejection of clains 15 and 30 on
appeal under 35 U.S.C. § 102 as being anticipated by Keefe.

Turning lastly to the rejection of clains 15 and 30 under
35 U.S.C. 8 103 as being obvious over |BM alone, we al so
reverse this rejection generally for anal ogous reasons set
forth with respect to our reversal of these clains based upon
the teachi ngs of Keefe. Again, we do not find in |IBM an
extension portion of nenory corresponding to a server portion
of menory and an extension routine structurally correspondi ng
to each server routine as required by clainms 15 and 30 on
appeal. The first two paragraphs at page 5573 of |BM appear
to justify appellants' view at page 16 of the principal brief

on appeal that IBMrecords nonitoring information of CPU w de
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network activity rather than

10
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data flows with respect to any particular application program
running. Architecturally then, the clained invention and | BM
function at entirely different levels in the host system As
expressed in the latter pages in the answer, we al so do not
agree with the continued exam ner's views that any

rel ati onship between a kind of server and extension satisfies
what the exam ner views as broad claimlanguage. The exani ner
has not shown to our satisfaction that |IBMteaches or suggests
within 35 U S.C. 8§ 103 the cl ained correspondence and
structural correspondence, and has provi ded no persuasive |ine
of reasoning to convince us that the artisan would have found
it obvious to have done so based upon these teachi ngs and
suggestions in IBM Therefore, we reverse the rejection of

clains 15 and 30 under 35 U . S.C. § 103.

11
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Since we have reversed the rejection of clains 15 and 30
under 35 U. S.C. 88 102 and 103, the decision of the exam ner
rejecting these clains is reversed.

REVERSED

JAMES D. THOVAS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
ERROL A. KRASS ) APPEALS
Adm ni strative Patent Judge ) AND
)
| NTERFERENCES
)
)
)
HONRD B. BLANKENSH P )
Adm ni strative Patent Judge )
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WIlliamJ. Kubida

Hol l and & Hart, LLP
Post O fice Box 8749
555 17th Street
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Denver, CO 80201-8749
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