THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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ON BRI EF

Bef ore McCANDLI SH, Seni or Adm nistrative Patent Judge, STAAB
and McQUADE, Adm nistrative Patent Judges.

STAAB, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

Y Application for patent filed February 23, 1994.
According to appellants, the application is a continuation of
Application 07/980,137, filed Novenber 23, 1992, now
abandoned, which is a continuation of Application 07/731, 589,
filed July 17, 1991, now abandoned.
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This is a decision on an appeal fromthe final rejection
of clains 1-26, 28-30 and 37-63, all the clains pending in the
application. Upon further consideration, the exam ner has
all oned cl ains 21-24, 40, 41, 50, 51, 58 and 59, and has
i ndicated that clains 17, 19 and 20 woul d be allowable if
rewitten in independent formincluding all of the limtations
of the base claimand any intervening clains. See page 4 of
the answer. Consequently, only clains 1-16, 18, 25, 26, 28-
30, 37-39, 42-49, 52-57 and 60-63 renmain before us for review

Appel l ants’ invention pertains to an absorbent article.
Wth reference to drawing Figure 1, the absorbent article
conpri ses an absorbent 12, a biconponent cover 24 which
includes a first material 26 having openings 28 forned
t heret hrough and a second naterial 30 different fromthe first
material, and a separation neans 18 positioned between the
first material 26 and the absorbent for dispersing fluid
downward away fromthe first material and outwardly al ong the
surface 14 of the absorbent. Independent clainms 1 and 4,
copi es of which are appended to appellants’ brief, are

illustrative of the subject matter in issue.
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The references of record relied upon by the exam ner in

support of rejections under 35 U . S.C. 8§ 103 are:?

Ni shi no 4,676, 786 Jun. 30,
1987

Matt hews et al. (Matthews) 4,397, 644 Aug. 9,
1983

Suki enni k et al. (Sukienni k) 4,908, 026 Mar
13, 1990

Sneyd Jr. et al. 2,180, 162 Mar. 25,
1987

(British Patent Docunent)

Nosaki 3 122, 727 Aug. 21,
1989

(Japanese Pat ent Docunent)
The follow ng rejections under 35 U.S.C. § 103 are before
us for review

(a) clainms 1-10, 25, 26, 28-30, 37, 38, 42-48, 52-56 and

2 We have not included the Mattingly patent |isted on
page 5 of the answer since the clainms against which this
reference was cited in the final rejection have now been
al | oned by the examn ner.

® Qur understanding of this Japanese | anguage reference
is derived froma translation, of record in the application.
A copy of said translation is appended to this opinion.
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60- 63, unpatentable over Sukiennik in view of Nosaki

(b) clainms 8 and 9, unpatentabl e over Sukiennik in view
of Nosaki and further in view of Matthews;

(c) clainms 11-16, 18, 39, 49 and 57, unpatentabl e over
Suki enni k in view of Nosaki and further in view of N shino;
and

(d) clainms 30, 45 and 54, unpatentable over Sukiennik in

vi ew of Nosaki and further in view of Sneyd.

The examiner's rationale in rejecting the clainms is set
forth in the final rejection and the answer.

The opposi ng vi ewpoi nts of appellants are found in the
brief and the reply brief. Appellants also rely on the
affidavit of Mark L. Kaspar under 35 U.S.C. § 132 (Paper No.
7, submtted August 18, 1994) in support of their position.

The Rej ection based on Sukienni k and Nosak
(rejection (a))

(1) Gdainms 1-3, 25, 26, 28-30, 37, 42-48, 52-56 and 60-63.
Consi dering the exam ner’s foundati on conbi nati on of
Suki enni k and Nosaki, both of which are nentioned on page 2 of

appel l ants’ specification in the “Background of the Invention”
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section, Sukiennik pertains to a flow distribution system for
an absorbent pad. The pad of Sukienni k conprises an absorbent
30, a backing nenber 22, a fluid perneable cover 14 having a
first perforated |ongitudinal area 16 (colum 3, lines 5-7)
and second unperforated areas flanking the first area (see,
for exanple, Figure 1), and a flow control |ayer 28 for
controlling dispersion of body fluid, said flow control |ayer
bei ng positioned in an area generally corresponding to the
perforated area 16 (columm 3, lines 19-24). Sukiennik teaches
at columm 3, lines 33-38, that “[t]he flow zone control |ayer
28 is selected such that it will

preferentially transfer fluid along its length prior to
transferring the fluid to the absorbent 30. However, the
hairy fibers 54 on its lower side aids [sic, aid] in transfer
of fluid to the absorbent 30.”

Nosaki pertains to a sanitary napkin. Wth reference to
Figures 4 and 5, the sanitary napkin includes an absorbent 8,
a liquid perneable surface |ayer conprising an apertured
central band region 2 flanked by apertured band regions 3, and

an internediate |ayer 11 (translation, page 3) between the
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surface | ayer and the absorbent. Nosaki describes the band
regions 2 and 3 as follows: “said surface | ayer conprises a
first band region [2] having a hydrophobic plastic filmwth a
nunber of openings at |east in the nenstrual bl ood absorptive
openi ng region, and a second band region [3] having
hydr ophobi ¢ nonwoven cloth with a nunber of openings”
(transl ation, page 2). The exam ner has inplicitly found, and
appel l ants do not dispute, that the naterial of the band
region 2 is different fromthe material of the band regions 3.
I ndependent claim1 calls for an absorbent article
conprising, inter alia, a biconponent cover including a first
mat eri al havi ng openi ngs formed therethrough and a
nonapertured second material, wth the second material being
different fromthe first nmaterial. |Independent clains 25, 26,
29, 30, 37, 42-46, 48, 52-54 contain simlar limtations. In
expl ai ni ng her
rejection of these clains based on the teachings of Sukiennik
and Nosaki, the exam ner states that “the only nodification
being nade is to make Suki enni k’s cover from separate pieces

[of different material s?] instead of one whol e sheet, as shown
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in the Japanese ‘727 patent. The Exam ner has never suggested
that the biconponent cover should be conpletely covered with
apertures” (answer, pages 6-7).

Wil e we appreciate that Nosaki’s |iquid perneabl e
surface area is a “biconponent” in the sense that the bands 2
and 3 are separate pieces made of different naterials, we are
unable to agree with the examner’s position that the
ordinarily skilled artisan woul d have focused excl usively on
this feature of Nosaki in nodifying Sukiennik, as proposed by
the examiner. \Were prior art references require a selective
conbi nation to render obvious a clainmed invention, there nust
be sone reason for the conbination other than hindsi ght
gl eaned fromthe invention disclosure, |Interconnect Planning
Corp. v. Feil, 774 F.2d 1132, 1143, 227 USPQ 543, 551 (Fed.
Cir. 1985). Here, the examner’s notivation for the proposed
nodi fication of Sukiennik is “to sinplify the manufacturing
process” (final rejection, page 4).

We agree with appellants, however, that the proposed use of
mul tiple pieces in the fabrication of Sukiennik s cover would

nore |ikely conplicate the manufacturing process thereof. 1In
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the fact situation before us, we are unable to agree with the
exam ner that one of ordinary skill in the art would have been
notivated by the teachings of Sukiennik and Nosaki to provide
a “bi conponent” cover in Sukiennik including a first materi al
havi ng openi ngs formed therethrough and a nonapertured second
material, with the second material being different fromthe
first material.

In light of the foregoing, we shall not sustain the
standing 8 103 rejection of independent clains 1, 25, 26, 29,
30, 37, 42-46, 48, 52-54, or dependent clainms 2, 3, 28, 55 and
60- 63, based on the teachi ngs Sukienni k and Nosaki

| ndependent claim47 requires that the first material in
conjunction with the separati on neans has a rewet val ue* of
|l ess than 0.1 grans. In rejecting this claim the exam ner
concedes that the tests described in the Kaspar affidavit
“show[] that Sukiennik’ s diaper has a rewet val ue which

exceeds 0.1 granms” (final rejection, page 5). Neverthel ess,

* As expl ai ned on pages 12-13 of the specification of the
present application: “Both the biconponent cover 24 and the
separation neans 18 are designed to mnimze fluid transfer in
the upward or reverse direction. This feature, conmonly
referred to as ‘“a low rewet value,’” is inportant to providing
a dry feel to the cover 24.”
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the exam ner has taken the position that the clainmed subject
matter is not patentably distinguishable fromthe applied
prior art insofar as the rewet values are concerned because
“[a] pplicants have not been convincing in their attenpt to
denonstrate the criticality of the 0.1 gramrewet val ue”
(final rejection, page 5). W cannot accept this position.
The exam ner has advanced no convincing reasoni ng, and
none i s apparent to us, as to why it would have been obvi ous
to one of ordinary skill in the art to nodify the absorbent
pads of Sukiennik or Nosaki to neet the “rewet value of |ess
than 0.1 grans” requirenent of claim47. Wile Sukiennik
i ndicates generally that “rewetting” is a continuing problem
in the formation of absorbent articles for bodily excretions
(colum 1, lines 23-26), it is not clear to us why the
ordinarily skilled artisan woul d make the sel ecti ons of
material type, density and thickness necessary to arrive at a
rewet value that is |ow enough to fall wthin the clained
range ot her than through exercise of hindsight know edge
gl eaned fromfirst reading appellants’ disclosure. As to the

exam ner’s comments regardi ng appellants’ alleged failure to
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establish criticality of the clainmed range, criticality,

what ever may be intended by that term is not a requirenent of
patentability under the patent statute, but is nerely one of
the indicia suggestive of nonobvi ousness. See, for exanple,

In re Luvisi, 342 F.2d 102, 108, 144 USPQ 646, 651 (CCPA

1965). In short, the exam ner’s position that the conbi ned
teachi ngs of Suki enni k and Nosaki woul d have | ed the
ordinarily skilled artisan to an absorbent article wherein the
first material in conjunction with the separati on neans has a
rewet value of less than 0.1 grans is, at best, specul ative.
We therefore shall not sustain the standing 8§ 103
rejection of claim47 as being unpatentabl e over Sukiennik and
Nosaki. Furthernore, in that independent clains 46, 48 and
52-54 also recite that the first material in conjunction with
the separation neans have a rewet value of less than 0.1
grans, the presence of this limtation constitutes an
addi tional reason for not sustaining the § 103 rejection
t hereof based on Suki enni k and Nosaki
Cl ai m 56 depends from i ndependent claim4, discussed

bel ow, and adds that the first material in conjunction with

-10-
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the separation neans “has a rewet value which is at |east 10%
| ower than the rewet value of said second naterial wthout

sai d

separation neans.” In rejecting this claim the exam ner has
taken the position that

since Applicants’ biconponent cover is of the sane

nature as Sukiennik’s, as nodified by the Japanese

pat ent, and Sukienni k’s separation |ayer is nade of

the sane materials as disclosed by Applicants’ [sic,

Applicants] (conpare, for exanple, Sukiennik, columm

5 lines 3-20 with page 6, |lines 14-21 of the

i nstant application), it is reasonable to assune

that the rewet value of Sukiennik’s first materi al

in conjunction with the separation |ayer can be |ess

than that of the second material in conjunction with

the absorbent only . . . . [final rejection, page 4]

G ven appellants’ discussion on page 3 of the reply brief
as to the various ways that the “bi conmponent” cover teaching
of Nosaki could be applied in Sukiennik, and the Kaspar
affidavit test data which indicates that a flow control |ayer
made in accordance wth the teachings of Sukiennik tends of
i ncrease rat her than decrease rewet val ue when used in
conjunction with a cover |ayer, there is no reasonabl e basis

for concluding that the nodified Sukienni ks absorbent article

-11-
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woul d possess the characteristic called for in claimb56. As
with the rejection of claim47, the examner’s position is
specul ati ve.

We therefore shall not sustain the standing § 103
rejection of claimb56. Furthernore, in that dependent clains
60-63 also recite that the separation neans has a rewet val ue

which is at

| east 10% | ower than the rewet value of the second materi al
wi t hout the separation nmeans, the presence of this limtation
constitutes an additional reason for not sustaining the 8 103
rejection thereof based on Sukienni k and Nosaki
(2) Cainms 4-10 and 38.

Unlike the nmajority of the independent clains on appeal,
I ndependent claim4 does not require the second material of
t he bi conponent cover to be nonapertured. In addition, claim
4 does not set forth any particulars with respect to rewet
val ues. From our perspective, it would have been obvious to

one of ordinary skill in the art to provide a fluid contro
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| ayer of the type disclosed by Sukiennik at el enent 28 beneath
the first band region 2 of Nosaki but not the second band

regi ons 3 thereof, suggestion being found in Sukiennik’s
teaching that a flow control |ayer such as elenent 28 shoul d
be located only in the mddle portion of the pad (colum 2,
lines 14-19) to (1) mnimze side staining (colum 1, lines
67-68), (2) give the wearer the perception that the absorbed
material is held in the center of the pad (colum 2, |ines 62-
65), and (3) provide uniformtransfer of fluid into the

absorbent so as not to overload the center or

target area during early use of the pad (colum 3, lines 1-4).
The resulting nodi fied Nosaki pad would correspond to the pad
of claim4 in all respects, in our view. In particular, the
nodi fi ed Nosaki pad would i nclude be a “bi conponent” cover as
cl ai med (see our above discussion of Nosaki), and a separation
means for controlling dispersion of fluid downwardly. In this
| atter regard, the flow control |ayer 28 of Sukiennik

qualifies as a separation nmeans for controlling dispersion of

13-
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body fluid dowwardly in the z-direction, as broadly clained,
inthat it preferentially transfers fluid along its length
prior to transferring the fluid to the absorbent, and in that
hairy fibers on its |lower side aid in transferring fluid to

t he absorbent (colum 3, |ines 33-38).

For these reasons and based on the argunents and evi dence
before us, the difference between the subject matter recited
i n independent claim4 and the prior art are such that the
subject matter as a whol e woul d have been obvious at the tine
the invention was made to one of ordinary skill in the art.
We therefore shall sustain the standing rejection of
i ndependent claim4 as being unpatentabl e over the conbi ned

t eachi ngs of Suki enni k and Nosaki

We al so shall sustain the rejection of clains 5-10, which
depend fromclaim4, as being unpatentable over the teachings
of Suki enni k and Nosaki, since appellants have not separately
argued the nerits of these dependent clains with any

reasonabl e degree of specificity. See 37 CFR 1.192(c)(7) as

-14-
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amended, effective April 21, 1995. See also In re Young, 927
F.2d 588, 590, 18 USPQ2d 1089, 1091 (Fed. Cir. 1991) and In re
Wod, 582 F.2d 638, 642, 199 USPQ 137, 140 (CCPA 1978).

| ndependent claim38 is simlar to independent claim 4,
but adds that the first material in conjunction with the
separation |ayer “has a rewet value of less than 1.7 grans.”
In that the test described in the Kaspar affidavit in the
par agraph spanni ng pages 4 and 5 establishes that sanitary
napki ns constructed in accordance with the flow control |ayer
teachi ngs of Sukienni k have a rewet val ue of about 1.36 grans,
which is well within the clainmed range, it is reasonable to
concl ude that providing a flow control |ayer in accordance
wi t h Suki enni k’s teachings in Nosaki would result in an

absorbent article that satisfies the rewet

requi renent of claim38.°

>In light of the test described in the Kaspar affidavit
i n the paragraph spanning pages 4 and 5, appellants’ statenent
on page 16 of the brief that “[n]o single prior art references
teach [sic, reference teaches] rewet values below 1.7 grans .
" is not well taken.

-15-
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In light of the above, we also shall sustain the
rejection of claim 38 as being unpatentabl e over the teachings
of Suki enni k and Nosaki

| nasmuch as the basic thrust of our affirmance of the §
103 rejection of clains 4-10 and 38 based on Suki enni k and
Nosaki differs fromthe rational e advanced by the exam ner, we
her eby designate our affirmance to be a new ground of
rejection pursuant to 37 CFR 8§ 1.196(b) to all ow appellants a
fair opportunity to react thereto (see In re Kronig, 539 F.2d
1300, 1302-03, 190 USPQ 425, 426-27 (CCPA 1976).

The Rej ections based on Suki enni k and Nosak
and O her Prior Art
((rejections (b), (c) and (d))

Clainms 8 and 9 depend fromclaim®6 and stand additionally
rej ected as bei ng unpatentable over Sukiennik in view of
Nosaki and further in view of Matthews (rejection (b)).
Appel | ants have not argued this rejection separate fromthe
rejection of these clains based on Sukienni k and Nosaki
i nstead nmerely arguing that Matthews does not overcone the
defici encies of the basic conbination.

Accordingly, we shall sustain this additional rejection

-16-
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of clainms 8 and 9 for the reasons stated above, our affirmance
once agai n bei ng designated a new ground of rejection pursuant
to 37 CFR § 1.196(b).

Clainms 11-16, 18, 39, 49 and 57 stand rejected as being
unpat ent abl e over Sukiennik in view of Nosaki and further in
view of Nishino (rejection (c)), and clains 30, 45 and 54
stand rejected as bei ng unpatentabl e over Sukiennik in view of
Nosaki and further in view of Sneyd (rejection (d)). Each of
these clains calls for an absorbent article conprising, inter
alia, a biconponent cover including a first material having
openi ngs formed therethrough and a nonapertured second
material, with the second material being different fromthe
first miterial. W have carefully reviewed the N shino and
Sneyd references additionally applied by the exam ner agai nst
these clains but find nothing therein which makes up for the
deficiencies of the basic conbination of Sukiennik and Nosak
not ed above with respect to this claimlimtation.

Accordingly, we shall not sustain the standing § 103
rejection of clainms 11-16, 18, 39, 49 and 57 based on

Suki enni k, Nosaki and Ni shino (rejection (c)), or the standing

-17-
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8 103 rejection of clains 30, 45 and 54 based on Suki enni Kk,
Nosaki and Sneyd (rejection (d)).
Summary

The rejection of clainms 1-10, 25, 26, 28-30, 37, 38, 42-
48, 52-56 and 60-63 as bei ng unpatentabl e over Sukiennik in
vi ew of Nosaki (rejection (a)) is reversed as to clains 1-3,
25, 26, 28-30, 37, 42-48, 52-56 and 60-63, but is affirnmed as
to clains 4-10 and 38.

The rejection of clains 8 and 9 as bei ng unpatentabl e
over Sukiennik in view of Nosaki and Matthews (rejection (b))
is affirnmed.

The rejection of clains 11-16, 18, 39, 49 and 57 as being
unpat ent abl e over Sukiennik in view of Nosaki and N shino
(rejection (c)) is reversed.

The rejection of clains 30, 45 and 54 as being
unpat ent abl e over Sukiennik in view of Nosaki and Sneyd
(rejection (d)) is reversed.

In each instance, our affirmance is designated a new

ground of rejection pursuant to 37 CFR 8§ 1.196(b).
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The decision of the examner is affirnmed-in-part.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR 8§ 1.196(b) provides, “A new ground of rejection shal
not be considered final for purposes of judicial review”

37 CFR 8§ 1.196(b) also provides that the appellants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid termnation of proceedings (37
CFR 8 1.197(c)) as to the rejected clai ns:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

HARRI SON E. McCANDLI SH )
Seni or Adm ni strative Patent Judge )

LAVWRENCE J. STAAB
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

JOHN P. McQUADE
Adm ni strative Patent Judge

N N N N N N N N N N
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Thomas J. Connel ly

Ki mberly-C ark Corporation
Pat ent Depart nent

401 North Lake Street
Neenah, W 54956

-21-



