THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
Paper No. 35

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RICHARD D. HEIN and WALTER J. KELLY

Appeal No. 95-4486
Application No. 08/158, 713

ON BRI EF

Bef ore MEI STER, McQUADE, and NASE, Adm nistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of claims 6 through 12, which are all of the clains

pending in this application.

We REVERSE

! Application for patent filed Novenmber 24, 1993. According
to the appellants, the application is a continuation of
Application No. 07/874,930, filed April 28, 1992, now abandoned.
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BACKGROUND

The appellants' invention relates to a prepackaged fl uid-
danping article for elastoneric nounts. An understandi ng of the
i nvention can be derived froma reading of exenplary claim®,

whi ch appears in the appendi x to the appellants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Schubert 4,742,998 May 10, 1988
Kato et al. (Kato) 4,981, 286 Jan. 1, 1991
Hoyi ng et al. (Hoying) 4,991, 826 Feb. 12, 1991

Clains 6 through 12 stand rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to particularly
point out and distinctly claimthe subject nmatter which the

appel l ants regard as the invention.

Claim6 stands rejected under 35 U.S.C. 8 102(b) as being

antici pated by Kat o.

Clains 7, 8, 11 and 12 stand rejected under 35 U S.C. § 103

as being unpatentable over Kato in view of Hoying.
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Clains 9 and 10 stand rejected under 35 U.S.C. § 103 as

bei ng unpatentabl e over Kato in view of Hoying and Schubert.

Rat her than reiterate the conflicting viewoints advanced by
t he exam ner and the appellants regardi ng the above-noted
rejections, we nmake reference to the exam ner's answer (Paper No.
24, mailed April 13, 1995) for the exam ner's conpl ete reasoning
in support of the rejections, and to the appellants' brief (Paper
No. 22, filed January 12, 1995) and reply brief (Paper No. 25,

filed May 4, 1995) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow

The i ndefiniteness issue
W will not sustain the examner's rejection of clains 6

t hrough 12 under 35 U.S.C. § 112, second paragraph.
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The second paragraph of 35 U S.C. 8 112 requires clains to
set out and circunscribe a particular area with a reasonabl e

degree of precision and particularity. 1n re Johnson, 558 F.2d

1008, 1015, 194 USPQ 187, 193 (CCPA 1977).

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the threshold
requirenents of clarity and precision, not whether nore suitable
| anguage or nodes of expression are available. Sone latitude in
t he manner of expression and the aptness of terns is permtted
even though the claimlanguage is not as preci se as the exam ner

m ght desire.

Furthernore, the appellants may use functional |anguage,
alternative expressions, negative |limtations, or any style of
expression or format of claimwhich nmakes cl ear the boundaries of
the subject matter for which protection is sought. As noted by

the Court in ln re Swnehart, 439 F.2d 210, 160 USPQ 226 ( CCPA

1971), a claimnmay not be rejected solely because of the type of
| anguage used to define the subject matter for which patent

protection is sought.
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Wth this as background, we analyze the specific rejections
under 35 U.S.C. 8§ 112, second paragraph, made by the exam ner of

the clains on appeal.

The exam ner determ ned (answer, p. 3) that the recitation
of "being sealed prior to assenbly” in clains 6 and 12 renders

the clains indefinite.

The appel l ants argue (brief, pp. 6-7 and reply brief, pp. 1-
2) that the clains under appeal are definite under the standards
of 35 U.S.C. §8 112, second paragraph. W agree. It is our
opinion that clains 6 and 12 do set out and circunscribe a
particular area with a reasonabl e degree of precision and
particularity and therefore are in conpliance with the second
paragraph of 35 U.S.C. §8 112. It is clear to us that claim®é
requires that the fluid tight danping chanber be sealed prior to
its assenbly in position adjacent one of the conpliance nenbers.
It is equally clear to us that claim12 requires that the fl uid-
tight nodul e be sealed prior to its assenbly against the

resiliently deformable nenber.?

2 W have interpreted the phrase "the fluid-tight nodul e
being sealed prior to assenbly against the resiliently deformable
menbers" to be "the fluid-tight nodul e being sealed prior to
assenbly against the resiliently deformble nmenber"” since claim
12 recites only one resiliently deformable nmenber (i.e., at |east
one resiliently deformbl e nenber).
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The anticipation issue
W will not sustain the examner's rejection of claim®6

under 35 U.S.C. 8§ 102(b).

To support a rejection of a claimunder 35 U S.C. § 102(b),
it must be shown that each elenent of the claimis found, either
expressly described or under principles of inherency, in a single

prior art reference. See Kalman v. Kinberly-dark Corp., 713

F.2d 760, 772, 218 USPQ 781, 789 (Fed. Cr. 1983), cert. denied,

465 U.S. 1026 (1984).

Claim6 is drawn to an el astoneric vehicle nmount conpri sing,
inter alia, a top resiliently deformable conpliance nenber, a
bottomresiliently deformabl e conpliance nenber, and an integral
fluid tight danmpi ng chanber which is sealed prior to its assenbly

in position adjacent one of the conpliance nenbers.

Kat o di scl oses an engine mount. As shown in Figure 1, the
engi ne nount includes an annul ar el astic body 14, a netal nenber
20, a flexible rubber diaphragm 28, and a protective rubber |ayer

31. Between the protective rubber |ayer 31 of the elastic body
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14 and the flexible rubber diaphragm 28, there is forned a fluid-

tight space filled with a suitable electro-viscous fluid 30.

The appel lants argue (brief, pp. 8-10) that claim®6 is not
anticipated by Kato. W agree. Kato does not disclose each
el ement of claim6. Kato does not disclose an integral fluid
ti ght danpi ng chanber which is sealed prior to its assenbly in
position adjacent Kato's elastic body 14. Kato al so does not
di sclose a bottomresiliently deformabl e conpliance nenber.
Contrary to the position of the exam ner (answer, p. 4), it is
our opinion that clainmed bottomresiliently defornable conpliance

menber is not readable on Kato's netal nenber 20.

The obvi ousness i ssues
W will not sustain the examner's rejections of clains 7

t hrough 12 under 35 U. S.C. 8§ 103.

The test for obviousness is what the conbi ned teachi ngs of
the references woul d have suggested to one of ordinary skill in

the art. See In re Young, 927 F.2d 588, 591, 18 USPQd 1089,

1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d 413, 425, 208

USPQ 871, 881 (CCPA 1981).
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The exam ner rejected dependent clainms 7, 8 and 11 based
upon the conbi ned teachings of Kato and Hoying. The exam ner
rej ected dependent clainms 9 and 10 based upon the conbi ned

teachi ngs of Kato, Hoying and Schubert.

We have reviewed the references to Hoyi ng and Schubert but
find nothing therein which nmakes up for the deficiencies of Kato
di scussed above regarding claim6. Accordingly, we cannot
sustain the examner's rejection of appealed clains 7 through 11

under 35 U.S.C. 8§ 103.

The exam ner rejected i ndependent claim 12 based upon the

conbi ned teachi ngs of Kato and Hoyi ng.

Claiml1l2 is drawn to a fluid-danped resilient nounting
device conprising, inter alia, at least one resiliently
def ormabl e nmenber and a fluid-tight nodule which is seal ed prior

to its assenbly against the resiliently defornmabl e nenber.

The appel lants argue (brief, p. 11) that claim1l2 is
pat ent abl e since neither Kato nor Hoying discloses a fluid-tight

nmodul e which is sealed prior to its assenbly against the
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resiliently deformable nenber. W agree. Kato does not disclose
a fluid-tight nodule which is sealed prior to its assenbly

agai nst Kato's elastic body 14. Hoying does not disclose a
fluid-tight nmodule which is sealed prior to its assenbly against
aresiliently deformable nenber. Thus, the conbi ned teachings of
Kat o and Hoyi ng woul d not have suggested a fluid-tight nodule
which is sealed prior to its assenbly against the resiliently
def or mabl e nenber. Accordingly, we cannot sustain the exam ner's

rejection of appealed claim12 under 35 U S. C. § 103.
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CONCLUSI ON

To summarize, the decision of the examner to reject clains
6 through 12 under 35 U. S.C. 8 112, second paragraph, is
reversed; the decision of the examner to reject claim®6 under
35 U.S.C. 8 102(b) is reversed; and the decision of the exam ner

to reject claims 7 through 12 under 35 U.S.C. § 103 is reversed.

REVERSED

JEFFREY V. NASE
Adm ni strative Patent Judge

JAMES M MEI STER )
Adm ni strative Patent Judge )

)

g

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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