TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today (1) was
not witten for publication in a law journal and (2) is not binding
precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte DAVID A GLOVER

Appeal No. 95-4250
Application No. 08/086, 395

ON BRI EF

Before WLLIAM SM TH, OWENS, and KRATZ, Adnministrative Patent
Judges.

KRATZ, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's refusa
to allowclains 1, 3-5, 7-9, 12, 14, 15, 17, 18, and 21-24 as

anended subsequent to the final rejection (see the anmendnent

! Application for patent filed July 6, 1993.
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dat ed January 06, 1995, Paper No. 8, entered as per the
comruni cati on dated August 28, 1998, Paper No. 12). dains 1,
3-5, 7-9, 12, 14, 15, 17, 18, and 21- 24 are the only clains
remaining in this application.

BACKGROUND

The appellant's invention relates to a water in volatile
silicone enul sion gel conposition, a nethod of naking the ge
conposition, and a nethod of use of the gel conposition for
noi sturi zing skin. The gel conposition is nade by neasuring the
refractive index of a water phase and an oil phase, matching
the refractive indices thereof, adding the water phase to the
oi | phase and subjecting the phases to shear m xi ng. The oi
phase conprises a volatile silicone selected fromlinear and
cycl opol ysi | oxanes of specified fornulas, a sil oxane pol yet her,
and an enollient. The water phase conprises water and an
oxyet hyl ene functional organosilane of a specified fornmula and
optionally a water sol uble hunectant having a refractive index
above 1. 35.

According to appellant (specification page 2, |line 16
t hrough page 3, line 11 and pages 16 and 17, exanples | and

1), crystal clear gels nay be nmade by nmatching the respective
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wat er and oil phase refractive indices with or without using a
separate hunmectant in addition to the oxyethyl ene organosil ane
(which functions as a hunectant) in the water phase. An
under st andi ng of the invention can be derived froma readi ng of
exenpl ary conposition clainms 21 and 22, which differ in that
claim 22 requires a separate humectant in addition to an
oxyet hyl ene organosilane in the water phase that is used in
maki ng the conposition.? Cains 21 and 22 are reproduced bel ow.

21. A gel conprising a conposition nade by (i) form ng an
oi | phase having a volatile silicone, a siloxane polyether, and
an enollient; (ii)formng a water phase having water, a water
sol ubl e hunectant with a refractive index above 1.35, and an
oxyet hyl ene functional organosilane; (iii) nmeasuring the
refractive index of the oil phase and the water phase; (ivV)
mat ching the refractive indices of the oil phase and the water
phase; (v) adding the water phase to the oil phase: and (vi)
subj ecting the phases to shear m xing; the volatile silicone
bei ng sel ected fromthe group consisting of cyclopol ysil oxanes
of the formula [(CH),SiQ, and linear siloxanes of the fornula
(CH),SIq(CH),SIJ,Si(CH), in which x is three to ten and y is
zero to four; and the oxyethyl ene functional organosilane has
the formula RSIR , in which Ris the radical - QCHCHO,R'; R
Is R or an al kyl radical having one to six carbon atons; and R’
Is selected fromthe group consisting of hydrogen, an al kyl

2 | ndependent clains 1 and 12 are directed to nethods of
maki ng the gel and i ndependent clains 23 and 24 are directed
to met hods of using the gel that correspond with conposition
clains 21 and 22 and in which the differences in scope between
nmethod clains 1 and 12, and between nethod clainms 23 and 24
al so centers on the requirenent of a separate humectant in the
wat er phase in each of clains 1 and 23.
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group of one to six carbon atonms, and an aryl group; and X is
six to thirty.

22. A gel conprising a conposition nmade by (i) formng an
oi | phase having a volatile silicone, a siloxane polyether, and
an enollient; (ii) formng a water phase having water, and an
oxyet hyl ene functional organosilane; (iii) neasuring the
refractive index of the oil phase and the water phase; (iv)
mat ching the refractive indices of the oil phase and the water
phase; (v) adding the water phase to the oil phase: and (vi)
subj ecting the phases to shear m xing; the volatile silicone
bei ng selected fromthe group consisting of cyclopolysil oxanes
of the formula [(CH),SiQ, and linear siloxanes of the fornula
(CH).SIg(CH),SIg,Si(CH); in which x is three to ten and y is
zero to four; and the oxyethyl ene functional organosilane has
the formula RSSIR ,; in which Ris the radical -Q(CHCHO,R'; R
is Ror an al kyl radical having one to six carbon atons; and R’
is selected fromthe group consisting of hydrogen, an al kyl
group of one to six carbon atons, and an aryl group; and X is
six to thirty.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Yoneyama et al. (Yoneyanm) 5, 015, 469 May 14,
1991
Legrow et al. (Legrow) 5,157, 139 Cct. 20,
1992
Shi oya et al. (Shioya) 5, 306, 838 Apr. 26,
1994

Clainms 1, 3-5, 7-9, 12, 14, 15, 17, 18, and 21-24 stand
rejected under 35 U.S.C. § 112, second paragraph as being
indefinite for failure to particularly point out and distinctly

claimthe subject matter which applicant regards as the
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invention. Clains 1, 3-5, 7-9, 12, 14, 15, 17, 18, and 21-24
stand rejected under 35 U. S.C. 8 103 as bei ng unpatent abl e over
Yoneyama i n view of Legrow and Shioya. The above-noted
rejections represent the only issues before us for review.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appell ant regardi ng the above-noted
rejections, we nake reference to the exam ner's answer for the
exam ner's reasoning in support of the rejections, and to the
appellant's brief for the appellant’'s argunents thereagainst.

OPI NI ON

Havi ng consi dered the entire record of this application,

i ncludi ng the argunents advanced by both the exam ner and
appel l ant in support of their respective positions, we agree
wi th appellant that the clained subject matter is not only
reasonably definite in scope, but also would not have been
obvi ous over the applied references as conbi ned by the
exam ner. Accordingly, we will not sustain any of the
exam ner's rejections for reasons as foll ows.

Rej ection under 35 U. S.C. § 112, second paragraph

The relevant inquiry under 35 U S.C. 8§ 112, second

par agraph, is whether the claimlanguage, as it woul d have been
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interpreted by one of ordinary skill in the art in |ight of
appel lant's specification and the prior art, sets out and
circunscribes a particular area with a reasonabl e degree of

precision and particularity. See In re More, 439 F. 2d 1232,

1235, 169 USPQ 236, 238 (CCPA 1971).

The exam ner urges that the term“nmatching” in appellant's
clainms is indefinite (answer, page 4) in that no particul ar
process steps for adjusting the refractive indices of the water
and oil phases are indicated thereby. However, as indicated
above, the clains are not read in a vacuum

Appel | ant descri bes matching of the refractive indices as
i nvol ving a conparison of the refractive index of the water
phase and the refractive index of the oil phase and adj ust nent
of the water phase conposition if the respective indices differ
in that one is higher or |lower than the other (specification
page 2, line 20 through page 3, line 11 and page 16, exanple
[). In other words, the refractive indices are matched by
adj usting the water phase conposition as necessary to provide
an oil phase and a water phase with equal refractive indices.

In light of appellant's specification wherein the process

of matching the refractive indices is described, we agree with
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appel l ant's conclusion that the clains including the phrase
"matching the refractive indices..." are reasonably definite so
as to be in conpliance with 35 U S.C. § 112, second paragraph.
Accordingly, we can not sustain this rejection.
Rej ection under 35 U.S.C. § 103 over
Yoneyama i n view of Legrow and Shi oya
Yoneyama di scl oses a water-in-oil enul sion conposition and
preparation nmethod useful in cosnetic as well as other
appl i cations. The conposition of Yoneyama includes an oil phase
I ncludi ng silicone conpounds and pol yether nodified silicone
conmpounds and a water phase that is added thereto by m xing.
The water phase of Yoneyana nmay include a pol yhydric al coho
such as gl ycerine (Exanple 1-2), one of appellant's disclosed
humect ants (appellant's specification, page 13, |ines 9-18).
The exam ner acknow edges that Yoneyama does not disclose
the use of an oxyethyl ene organosilane in the water phase and
refractive index matching of the oil and water phases in
preparing the conposition as required by the appeal ed cl ains
herein (exam ner's answer, page 6). According to the exam ner,

it woul d have been obvious to one of ordinary skill in the art
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at the tinme the invention was made to add an oxyet hyl ene
organosilane to the water phase in form ng the conposition of
Yoneyama since Legrow teaches such organosil ane conpounds are
clear and col orless and woul d be useful in cosnetics and
Yoneyama di scl oses addi ng water sol uble additives to the
aqueous phase (answer, pages 7-9).

Appel l ant' s basic argunent with respect to the § 103
rejection appears to be that the applied references do not
suggest the substitution of an organosil ane conpound as cl ai ned
herein for any of the constituents of the conposition of
Yoneyama such as the silicone conpounds thereof.

We note that the exam ner bears the initial burden of

presenting a prim facie case of obviousness in rejecting

clains under 35 U S.C. § 103. See Inre Rijckaert, 9 F.3d

1531, 1532, 28 USPQRd 1955, 1956 (Fed. Cir. 1993). Furthernore,

the conclusion that the clainmed subject matter is prina facie

obvi ous nust be supported by evidence, as shown by sone

obj ective teaching in the prior art or by know edge generally
avai l able to one of ordinary skill in the art that would have
| ed that individual to conbine the relevant teachings of the

references to arrive at the clained invention. See In re Fine,
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837 F.2d 1071, 1074, 5 USPQ2d 1596, 1598 (Fed. Cir. 1988).

Rej ecti ons based on §8 103 nust rest on a factual basis with
these facts being interpreted w thout hindsight reconstruction
of the invention fromthe prior art.

In our view, the exam ner has not furnished an adequate
evidentiary foundation fromwhich a conclusion of obviousness
can be reached. In this regard, we do not find that the use of
an organosilane as clained herein would have been reasonably
suggested for use in the conposition of Yoneyama and woul d have
been rendered obvious within the neaning of 35 U.S.C. § 103 by
t he teachi ngs of Yoneyama taken together with Legrow and
Shioya. In particular, the exam ner has acknow edged and we
agree that Yoneyama does not disclose organosil anes as being
useful additives for their conposition. Wile Legrow does teach
t hat organosil anes of the type called for by the appeal ed
clains herein may be used in cosnetics as well as in other
applications (colum 4, lines
1-7), we do not find this general suggestion of utility is
sufficiently specific to teach the use of such organosilanes in
the specific conpositions of Yoneyana as a water phase

i ngredient. The evidentiary record furni shed by the exam ner
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does not suggest any advantage or reason to enpl oy
organosi l anes as clained in the water phase of Yoneyama as a
partial or conplete substitute for sonme or all of the other
conponent (s) thereof.?® Wiile Shioya (colum 11, |ines 23-32)
may suggest that substantially matching the refractive indices
of the water and oil phases used in making a sim|ar
conmposition may enhance the transparency of the fina

conposi tion, Shioya does not cure the deficiency noted above
with respect to a |lack of a teaching or suggestion for using
organosi |l anes of the type clainmed herein in the water phase of
Yoneyama for preparing a clear gel conposition.

We agree with the exam ner (answer, page 14) that a prim
faci e case of obviousness under 35 U. S.C. 8§ 103 does not
requi re a suggestion in or expectation fromthe prior art that
the use of organosilanes as taught by Legrow woul d have the
sanme advantage or simlar utility as a hunectant or substitute
therefore in the conposition as clainmed as apparently newy

di scovered by appel | ant herein.

® W note that the use of an organosil ane conpound in the
conmposition of Yoneyama necessarily involves a substitution
since all of the utilized conponents of the conposition nust
total 100% t hereof.
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In our view, however, at |east one prior art supported
reason or advantage for using an organosilane as taught by
Legrow i n the aqueous phase of Yoneyana is required to support
the proffered rejection under 8 103. Here, the nost that can
be concluded fromthe collective teachings of the applied
references is that it m ght have been obvious for one of
ordinary skill in the art to try an organosilane as a cosnetic
i ngredi ent as generally taught by Legrow. O course, it is by
now wel | settled that such is not the proper standard for
det erm ni ng obvi ousness under 35 U.S.C. §8 103. In this regard,
our court of review has made clear that "obvious to try" is not
the correct standard for determ ning obvi ousness under 35

USC 8§ 103. Seelnre OFarrell, 853 F.2d 894, 903-04, 7

UsPQ2d 1673, 1681 (Fed. Cir. 1988). In this regard, no
suggestion of using an oxyethyl ene functional organosil ane as
an agueous phase constituent in a gel conposition as disclosed

by Yoneyana is suggested by the conbined reference teachings.

Accordingly, we are constrained to reverse the rejection
of the appealed clains under 35 U S.C. 8§ 103 because the

exam ner has sinply failed to neet his burden of establishing
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an evidentiary record to establish a prina facie case of
obvi ousness of the clained subject matter as a whole within the
meaning of 35 U.S.C. § 103.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 1, 3-5, 7-9, 12, 14, 15, 17, 18, and 21-24 under 35
US C 8§ 112, second paragraph as being indefinite for failure
to particularly point out and distinctly claimthe subject
matter which applicant regards as the invention, and to reject
claims 1, 3-5, 7-9, 12, 14, 15, 17, 18, and 21-24 under 35

U.S.C. § 103 as being
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unpat ent abl e over Yoneyama in view of Legrow and Shioya is

rever sed.

REVERSED

PETER F. KRATZ
Adm ni strative Patent Judge

WLLIAMF. SM TH )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
TERRY J. OVWENS ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

PFK/j | b
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