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The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the
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Bef ore PAK, OWNENS and SPI EGEL, Admi ni strative Patent Judges.

PAK, Adm nistrative Patent Judge.

DECI S| ON ON APPEAL

Urich Brill (appellant) appeals fromthe exam ner’s
refusal to allowclains 1, 2, 4 and 5, which are all of the
clainms remaining in the application. Caim2 was anended

subsequent to the final rejection.

Y Application for patent filed April 2, 1992.
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The subject natter on appeal is directed to an austenitic
ni ckel -chromumiron alloy consisting of particul ar anmounts of
specific constituents. This subject mater is adequately
described in the broadest claimon appeal, claiml1, which is
repr oduced bel ow

1. An austenitic nickel-chromumiron alloy consisting
of (details in % by weight):

car bon : 0.12 to 0.30 %

chrom nmum X 23 to 30 %

i ron : 8 to 11 %

al um num : 1.8 to 2.4 %

yttrium 0.01 to 0.15 %

titani um 0.01 to 1.0 %

ni obi um X 0.01 to 1.0 %

Zi rconi um : 0.01 to 0. 20
%

magnesi um X 0. 001 to 0. 015%

cal ci um : 0.001 to 0.010%

ni trogen : max 0. 030%

silicon : max 0.50 %

manganese : nmax 0.25 %

phosphor ous X max 0. 020%

sul phur : max 0.010%

ni ckel : resi due

I ncl udi ng unavoi dable inpurities.
As acknow edged by appellant (Brief, page 2), the transitiona
phrase “consisting of” in claim1 precludes the presence of
ot her constituents which are not specifically recited.
Claims 1, 2, 4 and 5 stand rejected under 35 U.S.C. § 103
as unpatentabl e over the disclosure of Japanese Kokai patent

2



Appeal No. 95-4209
Application No. 07/862, 486

application 61-79742 published on April 23, 1986 (hereinafter
referred to as “Tsuji”)?2

W reverse.

As apparent from Appendi x Il supplied by appellant, Tsuji
descri bes an all oy having the clained constituents in
proportions that overlap with those clained, in addition to
havi ng cobal t, nol ybdenum tungsten and boron. See al so page
2. As far as the clained proportions are concerned, we concur

with the exam ner that it would have been prinma facie obvious

to an artisan with ordinary skill to enploy the clained
proportions of the clainmed constituents in the alloy described
in Tsuji wth a reasonabl e expectation of successfully

obtai ning an all oy havi ng excellent high tenperature strength

and econom cal efficiency. See In re Whodruff, 919 F. 2d 1575,

1578, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 1990); ln re Boesch,

617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980); In re Aller,

220 F. 2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). However, as

I ndi cated by appellant, we do not believe that Tsuji’s

2 Reference to this published Japanese patent application
is to the correspondi ng English translation which is attached
herew t h.
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di scl osure regardi ng the enploynent of cobalt in an anmount of
9% or bel ow, nol ybdenumin an anount of 12% or bel ow, tungsten
in an anount of 6% or bel ow and boron in an anmount of 0.05% or
less in an alloy can be interpreted as not requiring the
presence of all of the above-nenti oned conponents.
Specifically, Tsuji states (page 3) that:
Particularly, anong the precipitation-hardening Ni -
based heat-resistant alloys for forging (which are
currently put to practical use), those which have
the 103h creep rupture strength of 80MPa or higher at
871EC contain 10% or nore of Co wi thout exception (as
shown in Figure 1).
Unfortunately, Co is an expensive elenent. |If a
preci pi tation-hardeni ng N -based
heat-resi stant all oy for forging
is devel oped with a | ow Co
content, it will be cost-
efficient.
Cobalt is effective in raising the Young's nodul us of the
all oy at a high tenperature and in decreasing the nmean thernal
expansi on coefficient at a high tenperature. See page 10.
Mol ybdenum and tungsten, on the other hand, are necessary for
effectively reinforcing the base material of the alloy by
solid dissolution. See pages 10 and 11. Al so, nol ybdenum
i ke cobalt, is effective in |lowering the nean thernal

expansi on coefficient. See page 10. According to Tsuji,
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nol ybdenum “shoul d be added in a | arge anount.” See page 10.
Mor eover, boron is enployed to strengthen “the crystalline
interface” and inprove “the high-tenperature strength and
ductility.” See page 12. Consistent with this disclosure,
Tsuji exenplifies alloys which all have cobalt, nolybdenum
tungsten and boron or at |east cobalt and nol ybdenum See
page 15, Table 1. Thus, when Tsuji is considered inits
entirety, it would have suggested to one of ordinary skill in
the art that at |east sone anobunts of cobalt and nol ybdenum
are required in Tsuji’s alloy.

The dispositive question is, therefore, whether it would
have been obvious to elimnate cobalt, nolybdenum tungsten
and boron, along with their attendant properties. As a
general rule, the om ssion of a conponent, and its function

froma conposition is prinma facie obvious as a matter of

sinplification and/or econom cs. Conpare In re Thonpson, 545

F.2d 1290, 1294, 192 USPQ 275, 277 (CCPA 1976); ILn re Kuhle,

526 F.2d 553, 555, 188 USPQ 7, 9 (CCPA 1975). However, as

i ndi cated supra, cobalt, nolybdenum tungsten and boron inpart
significant properties to the alloy described in Tsuji.

Al though it may be possible that one of ordinary skill in the
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art would have been |l ed to exclude one or two of these
conponents, together with its or their attendant properties,
as a matter of sinplification and/or economcs, the
elimnation of all four conponents, along with their
properties, would not have been suggested to one of ordinary
skill in the art. To do so would have destroyed the invention

on which Tsuji is based. See Ex parte Hartman, 186 USPQ 366,

367 (Bd. Pat. App. & Int. 1974). Accordingly, we reverse the
exam ner’s decision rejecting clains 1, 2, 4 and 5 under 35
Uu.S. C § 103.

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
§ 1.136(a).

REVERSED



Appeal No. 95-4209
Application No. 07/862, 486

CHUNG K. PAK
Adm ni strative Patent Judge

BOARD OF PATENT

TERRY J. OVENS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CAROL A. SPI EGEL
Adm ni strative Patent Judge

N N N N N N N N N N N N N



Appeal No. 95-4209
Application No. 07/862, 486

Pr oskauer Rose LLP
1585 Br oadway
New York, NY 10036



