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Deci sion on appeal under 35 U.S.C. § 134

The appeal is froma decision of the Primary Exam ner
rejecting clains 1-12 and 15. W vacate the rejection nade by
t he exam ner and enter new grounds of rejection pursuant to

37 CFR § 1.196(b).

A Fi ndi ngs of fact
The record supports the follow ng findings by a

preponder ance of the evidence.

The i nvention

1. Appl i cant has di scovered a cl eani ng conposition
for renoval of |inescale on |inescal e-containing bathroomtype
stains (specification, page 2, second paragraph).

2. Prior to applicant's discovery, cleaning
conpositions are said to have contai ned phosphoric acid. But
the use of phosphoric acid is said to have "becone subject to
di scussions, in relation to environnental questions”
(specification, page 1, |ast paragraph). Consistent with

applicant's point of view, is Cook, U S. Patent 5,008, 030
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(1991),2 which tells us that certain "prior art conpositions
i ncor porate phosphate aci ds and consequently have associ at ed
probl enms concerning environnental safety"” (col. 3, |ines 20-
23) .

3. Applicant's cleaning conpositions "conprise from
4% to 25% by weight of the total conposition of maleic acid"
(specification, page 3, third paragraph).

4. Applicant's cl eaning conpositions also "conprise
a nonionic surfactant systeni (page 4, first full paragraph).
Apparently, nonionic surfactant systens are "nore desirable"
because anionic and cationic surfactants are said to
"adversely affect the linmescale renoving capacity of naleic
acid" (specification, page 4, second full paragraph). The
noni oni ¢ surfactant conprise from1%to 15% by wei ght of the
cl eani ng conposition (id.).

5. There is data described in the specification,
which is apparently based on actual experinmentation.® The

data is said to show that (1) a cleaning conposition

2 Cook is prior art under 35 U. S.C. § 102(e).

8 Applicant submitted no declaration under 37 CFR § 1.132 to establish that
experinmental work described in the specification was actually conducted. However, the
specification says experinmental work was conduced. W decide the appeal on the basis
that the data described in the specification is based on actual experinments.

- 3 -
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containing at |least maleic acid and a nonionic surfactant nade
by et hoxyl ating an undefined G;-C, al cohol perforns better on
a soap scum covered marble bl ock (0.86 granms of marbl e bl ock
di ssol ved) than (2) a cleaning conposition containing at |east
mal ei ¢ acid and an anionic surfactant identified as coconut

al kyl sulfate (only 0.60 grans of marble bl ock di ssol ved)
(specification, page 6, LSR/ soap scum covered marbl e col unm

for Conpositions B and O).

The cl ai ns

6. Caiml is the broadest claimon appeal and
reads (indentation and paragraph nunbering added):

An aqueous cl eaning conposition for hard surfaces
conpri si ng
[1] from1%to 15% by weight of the total
conmposition of a nonionic surfactant or
m xtures thereof,
[2] from4%to 25% by weight of the total
conposition of maleic acid,
[3] said conposition having a pH of from1.0 to
4. 0.

7. Claim6 reads as foll ows:
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A conposition according to Caim1l1 which is substantially
free of anionic or cationic surfactant.

8. Claim7 reads as foll ows:

A conposition according to Caim1l which is substantially

free of phosphoric acid.

The exami ner's rejection

9. The exam ner has rejected all the clains as
bei ng unpatentabl e under 35 U . S.C. 8 103 over Thomas, U. S
Pat ent 5,039,441 (1991)% and Heit, U S. Patent 3,277,008

(1966). °

Thonmas
10. Thomas descri bes cl eaning conpositions having a
pH of 1 to 4 (col. 8, lines 36-37).
11. The conpositions are said to be useful for
cl eani ng bat ht ubs and ot her bat hroom surfaces (col. 2, line
13).

12. The Thomas conpositions contain:

4  Thomas is prior art under 35 U.S.C. § 102(e).

5 Heit is prior art under 35 U.S.C. § 102(b).

- 5 -
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a. a surfactant inter alia selected fromthe

group consisting of anionic, nonionic or cationic surfactants
or m xtures thereof (col 2, lines 34-38);

b. phosphoric acid (col. 4, lines 9-11); and

C. a carboxylic acid (col. 3, line 52 through
col. 4, line 8).

13. Wth respect to the carboxylic acid, Thonmas says

the following (col. 3, Iine 54 through col. 4, line 4)
(di scussion with respect to the nunber of carbon atons and
enphasi s added):

Various *** carboxylic acids can perform*** [the]
function [of lowering the pHto 1 to 4] but those which
have been found *** [effective] to renpbve soap scum and
l'ime scale from bat hroom surfaces best, while still not
destabilizing the enmul sion, are pol ycarboxylic acids, and
of these the dicarboxylic acids are preferred. O the

di carboxylic acids group, which includes those of 2 to 10
carbon atons, fromoxalic acid [2 carbon atons] through
sebacic acid [10 carbon atons], [each of] suberic [8
carbon atons], azelaic [9 carbon atons] and sebacic acids

[10 carbon atons] are of lower solubilities and therefore

are not as useful in the present enul sions as other

di basic [i.e., dicarboxylic] aliphatic fatty acids, al
of which are preferably saturated and strai ght chai ned.

Oxalic [2 carbon atons] and mal onic acids [3 carbon

- 6 -
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atons], although useful as reducing agents too, may be
too strong for delicate hard surface cl eanings.

Preferred such dibasic acids are those of the mddle
portion of the 2 to 10 carbon atom acid range, succinic
[4 carbon atons], glutaric [5 carbon atons], adipic [6
carbon atons] and pinelic acids [7 carbon atons],
especially the first three thereof, which fortunately are

avai |l abl e comercially in m xture.

14. The saturated dicarboxylic acids nentioned in
Fi ndi ng 13 have the general fornmula:
HOOG( CH;) ,JCOCH,
where n varies fromO (oxalic acid) to 8 (sebacic acid).
Hence, the formula for glutaric acid [5 carbon atons] is:

HOOC( CH,) ;JCOOH.
See Wertheim Organic Chem stry, page 249 (2d ed. 1948).

Heit
15. Heit describes conposition which contains maleic
acid which are said to be useful for renoving scale fromthe
j acket side of a glass-lined jacketed equi pnment (col. 1,
lines 13-14). "Scale" includes "m neral and organic solids"”
deposited on glass surfaces fromcontact with water (col. 1,

lines 21-23).
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16. According to Heit, maleic acid "may be used
alone or with inhibitors or in conbination with other cleaning
agents"” (col. 1, lines 60-62).

17. An object of Heit's invention is to provide a
conposi tion useful for cleaning glass-coated netal objects
(col. 1, lines 44-46). Ceaning the glass would include
renmoving mneral and other deposits.

18. Further according to Heit, "nmaleic acid is
preferred *** by reason of its |ow cost, abundant supply and

| ow equi val ent weight” (col. 2, lines 59-62).

The exanmi ner's rationale

19. According to the examner, maleic acid falls
within the scope of the carboxylic acids described by Thonmas.

20. The exam ner notes that Thomas differs fromthe
clainmed invention in that it does not describe the use of
mal ei ¢ aci d.

21. Heit, however, says that maleic acid is useful
for renoving scale fromthe glass side of a glass-lined netal
equi pnent .

22. The exam ner therefore reasons that a person

having ordinary skill in the art would have found it obvious

- 8 -
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to use the maleic acid of Heit as the carboxylic acid

conmponent of the cleaning conposition of Thomas.

Applicant's rationale

23. According to applicant, the inventionis "a
sel ection invention"” [whatever that m ght be] over Thonas.

24. Applicant says that Thomas "does not teach
mal ei ¢ aci d* (Appeal Brief, page 2). To the extent that
appl i cant neans that Thomas does not explicitly describe the
use of maleic acid, applicant is correct.

25. Moreover according to applicant, Thomas "teaches
away from[the use of] unsaturated acids such as naleic
[acid]" based on Thomas' expressed preference for saturated
aci ds (Appeal Brief, page 2).

26. Apparently on the basis of experinental data
described in the specification, applicant says that "nonionic
detergent surfactants in conbination with nmaleic acid are
clearly superior linmescale and soap scum renovi ng conpositions
over other detergent surfactants in conbination with mal eic
aci d" (Appeal Brief, page 2). Applicant accordingly argues
that the clainmed invention would not have been obvious to a

person having ordinary skill in the art.

-9 -
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Addi tional prior art

27. During the course of our review of the record in

this case, two prior art docunents have conme to our attention

Bechst edt

28. Mentioned in the specification of the
application on appeal is German Patent Docunent DE 33 40 033.

29. According to the specification, the German
Pat ent Docunent "describes a conposition for the renoval of
| i mestone traces on |laundry; these conposition contain naleic
acid and nonionic surfactants, as well as high amounts of
phosphoric acids and urea" (specification, page 2).

30. Bechstedt, U S. Patent 4,539,123 (1985),°% is
believed to be an English | anguage equi val ent of the German
Pat ent Docunent.

31. Bechstedt describes a conposition for softening
fabrics stiffened by washing in hard water (col. 1, lines 7-
9).

32. The conposition is described as being made from

6 Bechstedt is prior art under 35 U S.C. 8§ 102(b).

- 10 -
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a. 5 to 10 parts by weight of naleic acid;

b. 20 to 45 parts by wei ght of phosphoric
aci d,

C. 10 to 25 parts of urea; and

d. 1 to 10 parts of a nonionic surfactant.

33. Bechstedt does not tell us the pH of his
cl eani ng conposition. But the anmobunts of base (urea) and acid
(rmal ei ¢ acid and phosphoric acid) described as being present
in the conposition are such that it would appear that there is
nore acid than base.

34. For exanple, we calculate that in Exanple 1
there are 0.43 noles of maleic acid (50/116); 1.43 noles of
phosphoric acid ((165 x 0.85)/98); and 0.86 noles of urea
(62.5/72). Hence, it is entirely plausible that the

conposition of Bechstedt has a low pH in the range of 1-4.7

Cook

35. The npbst rel evant reference we have di scover ed

is areference cited by an exam ner who conducted a PCT search

7 Shoul d there be further prosecution of the application, applicant can (1) make
the conpositions described in each of Exanples 1 through 8 of Bechstedt, (2) measure the
pH and (3) report the results to the exam ner in a declaration under 37 CFR § 1.132.

- 11 -
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in connection with an earlier PCT application filed by
applicants. The reference is Cook, U S. Patent 5,008, 030
(1991).°

36. W are at a loss to understand why the exam ner
did not cite and apply Cook.

37. Cook describes "all-purpose liquid cleaning
conpositions for use on hard surfaces" (col. 1, lines 7-8)
which are said to be "effective in renobving soap scum ***
[froml hard surfaces being cleaned" (col. 1, lines 9-11). The
conpositions are said to be "particularly suitable for
cl eani ng hard surfaces such as *** glass and ceramc tile"
(col. 3, lines 55-58). 38. According to Cook, his
"conpositions exhibit inproved efficacy in renobving soap scum
and m neral deposits and, therefore, have particular utility
in the cleaning of bathroons and kitchens" (col. 3, lines 61-
64) .

39. Cook, like applicant, seeks to elimnate the use
of phosphoric acid apparently based on environnmental concerns

(col. 3, lines 20-22).

8 As noted earlier, Cook is prior art under 35 U . S.C. § 102(e).

- 12 -
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40. The Cook conpositions contain (col. 3,
| i nes 40-52; enphasis added):
a. 0.5 to 4% by weight of a nonionic
surfact ant;
b. at least 0.1% by weight of a disinfectant
compound;
C. 3 to 7% by weight of an organic acid
selected fromthe group consisting of a

| ower al i phatic nonocarboxylic acid,

di carboxylic acid and m xtures thereof; and
d. optionally, O to 2% of an acid stable
cationic or anionic soil rel easing agent.
41. The nonionic surfactants include those made from
C,-C,, al cohol s ethoxylated with 6 ethoxyethyl ene radicals
(col. 5, line 30).
42. According to Cook (col. 6, lines 27-53)
(di scussion with respect to the nunber of carbon atons and
enphasi s added):

The liquid cleaner of the present invention cleans
soap scum soil and renoves mneral deposits through the
action of both the nonionic surfactant system and,

additionally, at |least one organic acid selected fromthe

- 13 -
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group consisting of [ower aliphatic nonocarboxylic acids

and di carboxylic acids in an anount of about 3-7% by

wei ght of the [cleaning] conpositions. Representative
menbers of the aliphatic acid include C-GC al kyl and

al kenyl nonobasic [i.e., nonocarboxylic] acids and

di basic [i.e., dicarboxylic] acids such as glutaric acid
[di carboxylic acid with 5 carbon atons], succinic acid
[di carboxylic acid with 4 carbon atons], propionic acid
[ monocar boxylic acid with 3 carbon atons], adipic acid
[di carboxylic acid with 6 carbon atons], hydroxyacetic
acid [ nonocarboxylic acid with 2 carbon atons®l and

m xtures thereof. (Qutaric acid [dicarboxylic acid wth
5 carbon atons] is preferred, however, a mxture of the
*** [dicarboxylic] acids, adipic, glutaric and succinic
acids is easily available comrercially! ***  The ratio
of the acids in the foregoing mxture is adjusted to
maxi m ze water solubility of the m xture by enpl oyi ng

glutaric acid, the nost water-soluble of these three
saturated aliphatic dibasic acids, as the major

conponent. The organic acids provide noderate acidity to
the cl eaning conpositions and thereby [are said to]
enhance cl eani ng performance, particularly renoval of

soap scumfromtiles and other hard surfaces, with very

9 Hydr oxyacetic acid also has a free hydroxy group. The fornula for hydroxyacetic
acid i s HOCH,)COOH.

10 One product woul d appear to be a conposition sold under the designati on DAGS.
DAGS is further described in footnote 1 of Exanple 1 of Cook.

- 14 -
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little danage to the grout between the tiles and with

reduced irritation to the skin of the user.

43. The Cook conpositions are described as having a
pH of generally 2-4 (col. 3, lines 52-53).

44. Cook provides exanples w th' and w thout *?
cationic and/or anionic surfactants.

45. Cook differs fromthe subject matter of claiml
in that Cook does not describe the use of maleic acid as one
of the acids which can be used as the "lower aliphatic ***

di carboxylic acids" (col. 6, lines 31-32).

46. Cook further differs fromthe subject matter of

claims 9 and 10 in that Cook does not describe a conposition

having a pH of 1.2.

Level of ordinary skill in the art

47. A person having ordinary skill in the art would
have appreci ated the concern explicitly addressed by Cook that

the acid conponent should be readily soluble in water given

1 See, e.q., Exanple 2, Formula B containi ng MDAEM

12 See,, e.q., Exanple 1 and Exanple 2, Formula A, which do not have either an
anionic or cationic surfactant.

- 15 -
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Cook' s suggestion that glutaric acid is used to "nmaxim ze
wat er solubility” of a m xture of acids (col. 6, line 42).

48. Cook's solubility concerns are mrrored by
Thomas. Thonas says (col. 3, lines 62-63) that "suberic,
azel aic and sebacic acids are of |lower solubilities and
therefore are not as useful ***."

49. In addition, a person having ordinary skill in
the art would have been able to determ ne from standard texts
the solubility of acids falling within the scope of those
descri bed by Cook as "l ower aliphatic nonocarboxylic acids and
di carboxylic acids *** "

50. Based on standard texts, a person having
ordinary skill in the art would have appreciated the
solubility in water of various acids to be the follow ng:*

a. Mal oni ¢ acid [3 carbon atons] 138 parts in
100 parts of water at 16EC.

b. Succinic acid [4 carbon atons] 6.8 parts in

100 parts of water at 20EC.

13 See, e.q9., Wertheim Oganic Chem stry, page 249, Table 22 (2d ed. 1948); Kirk-
O hmer, Encycl opedi a of Chenical Technol ogy, Vol. 14, page 772 (3d ed. 1981); and
Stephen et al., Solubilities of Inorganic and Organic Conpounds, Vol 1, Part 1, pages
387-389, 392-394, 412 and 451 (1063) (Copy of Stephen attached as an Appendix to this
opi ni on) .

- 16 -
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C. GQutaric acid [5 carbon atons] 63.9 parts
in 100 parts of water at 20EC.

d. Adipic acid [6 carbon atons] 1.44 parts in
100 parts of water at 15EC.

e. Mal eic acid [4 carbon atons and a doubl e
bond] 44.1 parts in 100 parts of water at
25EC.

51. Propionic acid [al so known as propanoi ¢ acid],
explicitly described by Cook (col. 6, line 36) is "conpletely
wat er - sol ubl e” (Wertheim page 163; see also Stephen, supra
n. 13 at 389).

52. A person having ordinary skill in the art would
have understood the Cook | anguage "l ower aliphatic *** aci ds”
(col.6, line 31) to nean saturated and unsaturated acids
having 1 to 6 carbon atons. See, e.q., Kirk-Q hner,

Encycl opedi a of Chem cal Technol ogy, Vol. 7, page 614 (3d ed.

1979), which describes dicarboxylic acids having the formula:
HOOG( CH;) ,JCOOH

as "saturated, linear aliphatic *** dicarboxylic acids ***."

Kirk-Q hnmer describes maleic acid as an unsaturated aliphatic

di carboxylic acid. Hence, an "aliphatic dicarboxylic acid"

- 17 -
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i ncludes acids with and w thout unsaturated bonds. Maleic
acid is a cis-isonmer formof a dicarboxylic acid having a
doubl e bond: *

HOOCCHCHCOOH.

53. A person having ordinary skill in the art would
recogni ze that nmaleic acid has |ong been a readily avail able
comrerci al product, often sold in the formof naleic anhydride
(which upon mxing with water turns to maleic acid). See
Heit, col. 2, line 59-61; Kirk-OQ hner, Vol. 14, page 784.

54. A person having ordinary skill in the art would
have recogni zed that the pH of an acid-containing cleaning
conmposition could be in the range of 1 to 4 (Thomas, col. 8,

i nes 36-37).

55. A person having ordinary skill in the art would
have recogni zed that the pH can be adjusted "to produce the
desired pHin the emul sion, for greatest functiona
ef fectiveness, wth safety" (Thomas, col. 4, lines 6-8).

56. Cook al so reveals what a person having ordinary
skill in the art would have appreciated with respect to

adj ustnment of the pH (Cook, col. 7, lines 5-13):

4 Wertheim page 263.
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The pH of the acidic |iquid detergent conposition is
adjusted to maxim ze the antimcrobial effect of the
di si nfecting agent while maintaining effective cleaning
of soap scumand oily soils. Cenerally, the pHis from
about 2-4, preferably about 2.5-3. 1In addition to
providing efficient cleaning, this pHrange is |ess
damagi ng to the cleaned surface and less irritating to

the skin than the commercially avail abl e acidic cl eaners.

B. D scussi on

1. | nt r oducti on

We start our analysis of the patentability of clains 1-12
and 15 over the prior art wwth two new grounds of rejection

pursuant to 37 CFR § 1.196(b).

2. New ground of rejection based on Bechst edt

Clainms 1-6 and 7-12 are rejected as antici pated under
35 U.S.C. § 102(b) by Bechstedt.
Bechstedt reads on claim1 as foll ows:
An aqueous (col. 2, line 35) cleaning conposition
for hard surfaces conprising from1%to 15% by
wei ght of the total conposition of a nonionic

surfactant or m xtures thereof (col. 2, lines 39-
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42), from4%to 25% by wei ght of the total

conposition of maleic acid (col. 2, |lines 32-33),

said conposition having a pH of from1.0 to 4.0.
Bechstedt does not explicitly describe a pHfor his
conpositions. However, as noted in our Finding 34, there is a
pl ausi bl e basis for finding that the pH of the Bechstedt
conpositions is probably in the range of 1 to 4. Under the
ci rcunstances, including the fact that the Patent and
Trademark O fice has no |aboratory in which to nmake
conpositions and test their pH the burden is reasonably
shifted to applicant to show that the conpositions of
Bechstedt do not have a pHin the range of 1 to 4. Conpare In
re Spada, 911 F.2d 705, 15 USPQ2d 1655 (Fed. Cir. 1990); In re
Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977)
(where the clainmed and prior art products are identical or
substantially identical, or are produced by identical or
substantially identical processes, the PTO can require an
applicant to prove that the prior art products do not
necessarily or inherently possess the characteristics of his

cl ai med product).
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We have not overl ooked the preanbl e | anguage "cl eani ng
conposition for hard surfaces ***." G ven that the Bechstedt
conposition contains all the ingredients called for by the
cl ai ms, the Bechstedt conposition would necessarily function
to clean hard surfaces.
The limtations of clains 2-4 are |ikew se described by
Bechstedt. See the citations in claim1l reproduced above.
Claim5 reads on Bechstedt as follows:

A conposition according to Caim4 wherein the

noni oni ¢ surfactant is a condensation product of

et hyl ene oxide (col. 3, line 2) with an al coho

(col. 2, line 68), said alcohol having a straight

al kyl chain conprising from6 to about 22 carbon
atons (col. 3, lines 1-2), said condensation product
havi ng a degree of ethoxylation of from5 to 12
(col. 3, lines 3-4).

Wth respect to claim6, Bechstedt describes conpositions
whi ch do not contain an anionic or cationic surfactant.

Since the Bechstedt conpositions contain phosphoric acid,
claim7 has not been rejected as being anticipated by
Bechstedt. W do not understand why the Iimtation of claim?7

does not appear in claim1l given that one of applicant's
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pur poses was to devel op cl eani ng conpositions w t hout
phosphori c aci d.

Wth respect to clains 8-10, see the discussion above
dealing with claim1.

Wth respect to clainms 11-12, see Bechstedt, col. 3, line
1, describing alcohols with 12 carbon atons and col. 3, line 3
descri bing 5-10 nols of ethylene oxide. While 6 is not
descri bed per se, the nunber of possibilities is so snall that
each of 6, 7, 8 and 9 is described wthin the nmeani ng of
35 U.S.C. 8 102(b) by the description of the range 5-10.

Conpare In re Schaumann, 572 F.2d 312, 316, 197 USPQ 5, 9

(CCPA 1978), reaffirmng In re Petering, 301 F.2d 676, 133

USPQ 275 (CCPA 1962) (description of genus of 20 conpounds
hel d to describe all 20 conmpounds). Moreover, it should be
noted that Bechstedt describes ethoxylation of nonyl pheno

with 6 nols of ethylene oxide (col. 3, lines 30-32).

3. New ground of rejection based on Cook

Clains 1-12 and 15 are rejected under 35 U S.C. § 103 as
unpat ent abl e over Cook when considered in |ight of the |evel
of ordinary skill in the art as set out in Findings 47 through

56.
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Cook differs fromthe subject matter of claim1l in that
Cook does not describe the use of naleic acid as one of the
aci ds which can be used as one of the "lower aliphatic ***

di carboxylic acids" (col. 6, lines 31-32) (Finding 45). In
our opinion, the subject matter of claim1 as a whole would
have been obvi ous notwi t hstandi ng the noted difference.

At the outset, we note that Cook limts the acids which
can be used to those which are "lower aliphatic" acids. Wiile
“"lower" is not defined per se, we note that Cook refers to
representative acids having 1 to 6 carbon atons (col. 6,

line 34). Moreover, Cook specifically nentions al kenyl acids,

whi ch woul d be aci ds having a double bond, i.e., unsaturated
as opposed to saturated acids. Inportant also is the enphasis
Cook places on the acid being soluble in water (col. 6, line

42). Cook enphasi zes solubility in the context of describing
the use of a mxture of acids in which glutaric acid is used
to "maximze water solubility of the m xture" (col. 6, line
42). The mixture also is said to contain adipic and succinic
acids, neither of which is particularly soluble. Wertheim
page 249, Table 2. Thomas al so expresses a concern for

solubility, preferring acids which are nore sol uble.
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A person having ordinary skill in the art would have
recogni zed that maleic acid is nore soluble in water (44.1
parts per 100 parts of water) than adipic acid (1.44 parts per
100 parts of water) or succinic acid (6.8 parts per 100 parts
of water), two acids which Cook and Thomas find suitable.

Li kewi se, we note that propionic acid described as suitable by
Cook is "conpletely water-soluble" (Wrtheim page 163).

In view of the description that the acids are "l ower”
acids and the enphasis on solubility, we find that Cook
essentially describes the use of acids (1) having 6 or |ess
carbon atons and (2) which are at |east as soluble in water as
adipic acid (i.e., > 1.44 parts per 100 parts of water).

Mal eic acid is an acid which fits well into the acids
descri bed by Cook as being useful in his cleaning
conpositions. Moreover, maleic acid is readily avail abl e,
nostly in the formof naleic anhydride which when mxed in
water is converted to naleic acid.

In rendering our decision, we have not overl ooked the

Federal Circuit's holdings in In re Baird, 16 F.3d 380, 382,
29 USP2d 1550, 1552 (Fed. Cir. 1994) (fact that clainmed

conpound may be enconpassed by a di scl osed generic formula
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does not by itself render that conmpound obvious) and In re
Jones, 958 F.2d 347, 350, 21 USPQRd 1941, 1943 (Fed. GCr

1992) (fact that clai ned conpound may be enconpassed by an
open- ended description of a genus does not by itself render

t hat conmpound obvious). Unlike the facts in Baird and Jones,

in this case there are factors described by Cook which suggest
that maleic acid would be useful, i.e., the nunber of carbon
atons in the acid and the solubility requirenments set out by
Cook. Moreover, we note that Heit says that nmaleic acid is
useful for renoving mneral deposits fromglass. See Findings
15 through 17.

When the prior art and | evel of ordinary skill are
consi dered as a whole, we hold that it would have been prim
facie obvious to a person having ordinary skill in the art to
have used inter alia maleic acid as the |ower aliphatic acid
called for by Cook.

Cains 9 and 10 further differ from Cook in that Cook
does not describe a pH of 1.2. 1In fact, Cook describes a pH
of generally 2-4, preferably a pHof 2.5 to 3 (col. 7, lines
8-9). However, Cook's pH teaching nmust be viewed in context.

Cook sought a pHless irritating to the skin. A pHof 2.51to0
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3isless irritating to skin that a pHof 1.2. There is
not hi ng i n Cook which says the pH cannot be 1.2 given that
Cook says the pHis "[g]enerally from about 2-4" (col. 7,
lines 8-9). Based on Thomas, one skilled in the art would
have recogni zed that the pH of a cleaning conposition could be
as low as 1. Mreover, Thonas tells us that pHis adjusted to
achi eve the "greatest functional effectiveness with safety”
(col. 4, lines 7-8). Were the user is wearing gloves,
irritation to the skin may not be as nmuch a concern and a

| oner pH woul d be acceptable. Accordingly, we find nothing
unobvi ous about the use of a pHof 1.2. Certainly nothing in
the record woul d establish that any unusual result is achieved
with a pH of 1.2.

In rendering our decision, we have not overl ooked the
fact that the Cook conpositions optionally may contain an
anionic or cationic surfactant and that applicant's claim®6
calls for a conposition substantially free of an anionic or
cationic surfactant. However, Cook expressly makes the
presence of an anionic or cationic surfactant optional and
descri bes exanples with and wi thout those surfactants.

Appl i cant has not established that a conposition with nmaleic
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acid and a nonionic surfactant has unusual properties vis-a-
vis the same conposition also containing an anionic or
cationic surfactant.

In rendering our decision, we have not overl ooked the
"Experinental Data" described on pages 5 through 8 of
applicant's specification.

Experinental Data (a) (pages 5-7) does not conpare the
closest prior art with the clained subject matter. Conpare In

re Merchant, 575 F.2d 865, 869, 197 USPQ 785, 788 (CCPA 1978)

(an applicant relying upon a conparative showing to rebut a
prima facie case of obviousness nust conpare clained invention

with the closest prior art); In re DeBlauwe, 736 F.2d 699,

705, 222 USPQ 191, 196 (Fed. G r. 1984) (sane). Thus,
Conposition B (with nmaleic acid) has not been conpared to
simlar conpositions with the preferred dicarboxylic acids of
Cook. The conparison of Conposition B to Conposition Cis
entitled to little, if any, weight given that Cook descri bes
conmpositions w thout an anionic surfactant.

Experinental Data (b) (pages 7-8) is entitled to little,
i f any, weight given that neither applicant nor Cook describe

cl eani ng conpositions nmade solely from nmal ei c aci d.
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Alternatively, if the "base conposition” nentioned on page 7
is a cleaning conposition containing ingredients other than
the acid, we have not found in the specification any cogent

description of the ingredients in the "base conposition.”

4. The exaniner's rejection

We do not reach the exam ner rejection based on Thonas
and Heit. Qur rationale based on Cook and the |evel of
ordinary skill in the art is believed to be a stronger
rejection. |If it cannot be sustained, it necessarily follows
that the exam ner's rejection based on Thomas and Heit coul d
not be sustained. On the other hand, if our new ground of
rejection based on Cook and the level of ordinary skill in the
art is correct, there is no need to reach the exam ner's
rejection based on Thomas and Heit.

Accordi ngly, we vacate the exam ner's rejection based on

Thomas and Heit on the basis that it has becone noot.

C. Deci si on

The exam ner's rejection based on Thomas and Heit is

vacat ed.
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Pursuant to 37 CFR 8 1.196(b), clains 1-6 and 7-12 are
rejected under 35 U. S.C. 8§ 102(b) as anticipated by Bechstedt.
Pursuant to 37 CFR 8 1.196(b), clains 1-12 and 15 are
rejected under 35 U.S.C. 8 103 over Cook when taken with the
| evel of ordinary skill in the art as set out in Findings 47

t hrough 56.

D. Time for taking action

Thi s opi nion contains a new ground of rejection pursuant
to Rule 196(b) (37 CFR 8 1.196(b), anended effective Dec. 1,
1997). See Notice of Final Rule, 62 Fed. Reg. 53131, 53197

(Cct. 10, 1997), reprinted in 1203 Of. Gaz. Pat. & Trademark

Office 63, 122 (Cct. 21, 1997)).

Rul e 196(b) provides that, "A new ground of rejection
shall not be considered final for purposes of judicial
review. '

Rul e 196(b) al so provides that the applicant, WTH N TWO
MONTHS FROM THE DATE OF ENTRY OF THI S DECI SI ON, mnust exercise
one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs

(8 1.197(c)) as to the rejected clains:
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(1) Submt an appropriate anendnent
of the clains so rejected or a show ng of
facts relating to the clains so rejected,
or both, and have the matter reconsidered
by the exam ner, in which event the
application will be remanded to the
exam ner.

(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the

sane record.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

VACATED
(New grounds of rejection 37 CFR § 1.196(b))

WLLIAMF. SM TH,
Adm ni strative Patent Judge

N N N N N
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FRED E. McKELVEY, Seni or
Adm ni strative Patent Judge

Rl CHARD E. SCHAFER
Adm ni strative Patent Judge

)
)
)
)
)
)
)

BOARD OF PATENT
APPEALS AND
| NTERFERENCES
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