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DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s final rejection of clains 8 9 and 22, which are
all of the clains remaining in this application.
According to appellants, the invention is directed to a

chem cal | y adsorbed nononol ecul ar fil m having a sil oxane-based

! Application for patent filed April 22, 1992.
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main chain fixed onto a substrate surface by coval ent -Si-
bonds, with this chain including siloxane bonds oriented
substantially vertically to the substrate surface (Brief, page
2). Caim22 is illustrative of the subject matter on appea
and i s reproduced bel ow
22. A chemcally adsorbed film conprising a nononol ecul ar
filmhaving a sil oxane based main chain fixed onto a substrate
surface by covalent - Si- bonds, wherein the sil oxane based
mai n chai n includes siloxane bonds oriented substantially
vertically to said substrate surface.
The exam ner has relied upon the following reference to
support the rejection:?
Yundt 4,199, 649 Apr. 22, 1980
Clains 8, 9 and 22 stand rejected under 35 U.S.C. § 112,
first paragraph, for the reasons set forth in paragraphs 15
and 16 of ... Paper No. 16.” (Answer, page 3). W reverse

this rejection for reasons which foll ow.

OPI NI ON

2Contrary to the examner’s statenent on page 2 of the
Answer that "[n]o prior art are [sic, is] relied upon by the
exam ner in the rejection of clains under appeal.", the
exam ner relies upon Yundt on page 3 of the Answer "to show
formati on of nononvol ecul ar pol ysil oxane | oops".

2
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The Answer refers to Paper No. 16, dated Nov. 26, 1993,
for the statenent of the rejection (Answer, page 3). The
examner’s rejection of clainms 8, 9 and 22 under the first
par agr aph of
8§ 112 is for “failing to provide an adequate witten
description of the invention” (Paragraph 15, page 2, see al so
par agraph 16, page 3, of Paper No. 16). Inmediately follow ng
this reason for the rejection the exam ner states that “[i]t
is not clear fromthe enabling description ...” (Paragraph 15,
page 2, Paper No. 16, enphasis added).

As our reviewi ng Court has stated in Vas-Cath Inc. v.

Mahur kar, 935 F.2d 1555, 1563, 19 USPQ2d 1111, 1117 (Fed. Cir

1991), “...we hereby reaffirm that 35 U S.C. 112, first
paragraph, requires a ‘witten description of the invention
which is separate and distinct fromthe enabl enent

requi renent.” The examner’'s rejection states that appellants
have failed “to provide an adequate witten description”
(Paragraph 15, page 2, Paper No. 16) but sets forth reasoning
for a | ack of enablenent rejection (1d. at pages 2-3). Since

the basis for the rejection is unclear, we will discuss both
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the witten description and enabl enment requirenents with
regard to the examner’s rejection.
VWRI TTEN DESCRI PTI ON

To neet the witten description requirenent of § 112,
appel l ants nmust convey with reasonable clarity to those
skilled in the art that, as of the filing date sought,
appel l ants were in possession of the invention as now cl ai ned.
Vas-Cath Inc. v. Mahurkar, 935 F.2d at 1563, 19 USPQ2d at
1117. In rejecting a claimunder the first paragraph of 8§
112, it is incunbent upon the exam ner to establish by
evi dence or reasoning that the originally-filed disclosure
woul d not have reasonably conveyed to one having ordinary
skill in the art that appellants had possession of the now
cl ai mred subject nmatter. Inre Alton, 76 F.3d 1168, 1175, 37
UsP2d 1578, 1583 (Fed. Cr. 1996).

In the record before us, the exam ner has not presented
any evidence or reasoning to establish that an artisan woul d
not recognize in the application disclosure a description of
the now cl ai med subject matter. The clained subject matter is

descri bed al nost verbatimin the disclosure at page 5, lines
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5-13. Accordingly, insofar as the exaniner’s rejection is
based on appellants’ failure to neet the witten description
requi renent of 8§ 112, first paragraph, we determ ne that the
exam ner has failed to neet the initial burden of establishing
a lack of witten description of the invention as now cl ai ned
and the examner’s rejection of clains 8, 9 and 22 is
reversed.
LACK OF ENABLEMENT

“[T]o be enabling, the specification of a patent nust
teach those skilled in the art how to nmake and use the ful
scope of the clained invention w thout ‘undue
experinmentation.”” Inre Wight, 999 F.2d 1557, 1561, 27
UsP2d 1510, 1513 (Fed. Cir. 1993). The burden of proof is

set forth by the Court in In re Wight, supra:

When rejecting a claimunder the enabl enent
requi renent of section 112, the PTO bears an initia
burden of setting forth a reasonabl e expl anation as

to why it believes that the scope of protection

provi ded by that claimis not adequately enabl ed by
t he description of the invention provided in

t he specification of the application; this

i ncl udes, of course, providing sufficient reasons for
doubting any assertions in the specification as to the
scope of enabl enment. If the PTO neets this burden
t he burden then shifts to the applicant to provide
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sui tabl e proofs i ndicating that the specification is
i ndeed enabl i ng. [citation omtted]

The exam ner has stated that it is not clear “fromthe
enabl i ng description” why or how only one and not both of the
reactive SiCl, end groups react with the reactive hydroxyl
groups on the substrate surface (Paper No. 16, page 2,
paragraph 15). The exam ner has advanced a theory that both
reactive end groups will bond to the substrate surface and
form | oops (Paper No. 16). As evidence in support of this
theory, the exam ner cites Yundt “which shows formation of
nmononol ecul ar pol ysil oxane | oops” (Answer, page 3).

On this record, we find that the exam ner has failed to
meet the initial burden of establishing | ack of enabl enent.
Yundt does not disclose or teach the use of Sid; end groups
in the formation of a nononol ecular filmon a substrate.

Yundt is limted to flexible backbone | ong chain polynmer units
whi ch can form | oops (colum 2, lines 42-50; colum 4, lines
15-17, 35-37), e.g., chain polyners having a |l ength of at

| east about 60 Angstrons (columm 5, lines 42-61). Yundt

di scl oses an exanple where, with certain chain | engths, the

pol ymer forms chai ns which are bonded at only one end (Exanple
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3, columm 10). Therefore Yundt does not provide any evidence
to support the exam ner’s reasoning for doubting the
assertions in the specification as to the scope of enabl enent.
Furt hernore, the exam ner has only questioned the enabling

di scl osure for the formulas recited on page 2, paragraph 15,
of Paper No. 16, and the scope of appealed claim?22 is not
limted to these sil oxane chains.

For the foregoing reasons, we determ ne that the exam ner
has failed to neet the initial burden of establishing a |ack
of enabling disclosure. Therefore we need not discuss the
sufficiency of the two Ogawa Decl arations under 37 CFR § 1.132
subm tted by appellants. See In re Wight, supra.

Accordingly, insofar as the exam ner’s rejection under the
first paragraph of 8 112 is based on the enabl enent
requi renent, the examner’s rejection of clains 8 9 and 22 is

rever sed.

The decision of the exam ner is reversed.

REVERSED
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