TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe examner’s final rejection of
claims 1-5, which are all of the clains in the application.
THE | NVENTI ON

Appel l ants’ claimed invention is directed toward a

Y Application for patent filed August 17, 1992.
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tenporary replacenent notor vehicle w ndow, conprised of two

sheets of flexible transparent filmwhich are attached such

that they forman envel ope which will fit snugly over the
frame of a vehicle door. Caimlis illustrative and reads as
fol | ows:

1. A tenporary replacenent w ndow conpri sing:

two sheets of a flexible transparent filmpre-cut to a
pattern that is shaped to snugly fit over a broken w ndow
frame on an autonobile or notor vehicle;

and nmeans of attaching the two sheets of a flexible
transparent film along a portion of their edges, so that
together the two sheets form an envel ope which will fit snugly
over the frame of a vehicle door having the broken w ndow.

THE REFERENCES

Var gas 4, 889, 754 Dec. 26, 1989
Schraner et al. (Schraner) 5,044,776 Sep. 3, 1991

Mles Kinball Co. Catalog (Mles Kinball), page 58 (Dec.
1990) .

THE REJECTI ONS
Clainms 1-5 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Vargas or Mles, each taken with Schraner.
These clains also stand rejected under 35 U S.C. § 112, first
and second paragraphs, on the grounds that the clained

i nvention is not described in such full, clear, concise and
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exact terns as to enable a person of ordinary skill in the art
to nmake and use the invention, and/or that the clainms fail to
particularly point out and distinctly claimthe subject matter
whi ch appellants regard as the invention.
CPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejection under 35 U S. C
8§ 103 is not well founded. Accordingly, we do not sustain
this rejection. Nor do we sustain the rejection under 35
US C 8 112, first paragraph. W sustain the rejection under
35 U.S.C. 8 112, second paragraph, only as to clains 4 and 5.

Rej ection under 35 U . S.C. 8§ 103

Vargas di scl oses a tenporary w ndow conpri sed of at |east
two | ayers of transparent polyneric filmheld together by a
thin layer of transparent adhesive (col. 1, lines 44-48). At
| east one of the outer layers is perforated or precut such
that strips or sections of that |ayer can be peeled off,
t her eby exposi ng adhesive which is used to bond the tenporary

wi ndow to a wi ndow frame such as that of an autonobile (col
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1, lines 48-58; col. 2, lines 20-24).
Ml es Kinball (page 58) discloses two protective
w ndshi el d covers. One is a sunshield which reflects heat and
is held in place by four built-in magnets. The other is a
bl ack wi nter cover which attaches with self-stick gripper

tape. The covers
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can be anchored by closing the ends in the car doors.

Schraner discloses a reseal able, plastic, foil, paper or
| am nate bag for containing itens such as potato chips, dog
food, and | awn care products (col. 2, lines 38-43). The bag
has on its side one or nore pressure-sensitive adhesive strips
covered by a release liner having perforated cuts such that
sections of the release liner can be individually renoved to
expose new areas of the adhesive, thereby providing nmultiple
securing sites for closing and sealing the bag (col. 1, lines
6-16; col. 2, lines and 15-23; col. 5, lines 17-34; col. 6,
lines 40-51). The multiple closing sites permt the void
volume in the bag to be decreased as the product vol une
decreases (col. 2, lines 49-53).

The exam ner argues that Schraner’s teaching of encl osing
or folding plastic covers to forma sheath or bag-like feature
woul d have fairly suggested, to one of ordinary skill in the
art, nodifying the Vargas or Mles Kinball articles such that
they are in the formof an envel ope (suppl enental answer,
pages 6-7). The exam ner provides no reasoning in support of
thi s concl usi on.

Appel I ants argue that the examner’ rejection relies upon
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i rper m ssi bl e hindsi ght (anended brief, pages 20-23). W
agree. It is clear that the notivation relied upon by the

exam ner for



Appeal No. 95-4047
Application 07/931, 206

maki ng a tenporary replacenent wi ndow in the formof an
envel ope cones solely fromthe description of appellants’
invention in their specification. Thus, the exam ner used
I nper m ssi bl e hindsi ght when rejecting the clains. See WL.
Gore & Associates v. Garlock, Inc., 721 F.2d 1540, 1553, 220
USPQ 303, 312-13 (Fed. Gr. 1983); In re Rothernel, 276 F.2d
393, 396, 125 USPQ 328, 331 (CCPA 1960). Accordingly, we
reverse the rejection under 35 U.S.C. § 103.
Rej ection under 35 U. S.C. 8§ 112, first paragraph
The exam ner makes no argunent as to why appel |l ants’
speci fication does not describe the clainmed invention such
that an enabling disclosure is provided, and no reason is
apparent. Consequently, we reverse the rejection under 35
US C 8§ 112, first paragraph.
Rej ection under 35 U. S.C. § 112, second paragraph
The relevant inquiry under 35 U S.C. 8§ 112, second
par agr aph, is whether the claimlanguage, as it woul d have
been interpreted by one of ordinary skill in the art in |ight
of appellants’ specification and the prior art, sets out and

circunscribes a particular area with a reasonabl e degree
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of precision and particularity. See In re More, 439 F.2d

1232, 1235, 169 USPQ 236, 238 (CCPA 1971).
The exam ner argues that “a portion” in appellants’ claim
1 is speculative and that the clai mdoes not set forth the
met es and bounds of the invention because is does not specify
the portion at which the sheets are attached (suppl enental
answer, page 3). The term“a portion” broadly enconpasses any
portion, but the fact that the termis broad does not nean
that it is indefinite. See In re Gardner, 427 F.2d 786, 788,
166 USPQ 138, 140 (CCPA 1970) (“Breadth is not
i ndefiniteness.”); In re Borkowski, 422 F.2d 904, 909, 164
USPQ 642, 645-46 (CCPA 1970). The exam ner has not expl ai ned,
and it is not apparent, why “a portion” in appellants’ claim
1, when interpreted by one of ordinary skill in the art in
vi ew of appellants’ specification, wuld not have set out and
circunscribed a particular area with a reasonabl e degree of
precision and particularity. We therefore reverse the
rejection of claim1 under 35 U S.C. § 112, second paragraph.
Regarding claim4, the exam ner argues that “transparent

grades” and “filmgrade” are nebul ous (suppl enental answer,
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page 3). Regarding “transparent grades”, the exam ner argues
that it is unclear whether the term neans that the polyolefins
are transparent (see id.). It is clear that “transparent” in

t he
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term “transparent grades of polyol efins” neans that the
pol yol efins are transparent. The exam ner provides no
expl anation as to why the term*“filmgrade” is indefinite, and
none i s apparent.

However, “acrylics such a film grade
pol ymet hyl met hacryl ate” in claim4 is indefinite because it is
not clear whether this term enconpasses acrylics generally or
only those which have sonme unspecified simlarity to
pol ynmet hyl net hacryl ate. Also, “related copolyners” in the
expression “acrylics such a filmgrade pol ynet hyl net hacryl ate
and rel ated copolyners” is indefinite because it is not clear,
in view of appellants’ disclosure, how the copolyners are
related, e.g., with respect to conposition, physica
properties, etc. For these reasons, we sustain the rejection
under 35 U. S.C. 8§ 112, second paragraph, of claim4 and claim
5 whi ch depends therefrom

DECI SI ON

The rejections of clainms 1-5 under 35 U.S.C. § 103 as

bei ng unpat ent abl e over Vargas or Ml es, each taken with

Schraner, and under 35 U S.C. 8 112, first paragraph, are
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reversed. The rejection of clainms 1-3 under 35 U. S.C. § 112,

second par agr aph,
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is reversed. The rejection of clains 4 and 5 under 35 U.S. C
8§ 112, second paragraph, is affirned.
No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 C. F. R
§ 1.136(a).

AFFI RVED- | N- PART

CHUNG K. PAK
Adm ni strative Patent Judge
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CAROL A. SPI EGEL
Adm ni strative Patent Judge
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