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! The application was filed on May 14, 1993. It is a
conti nuation of Application Serial No. 07/790,008, which was
filed on Novenber 4, 1991 and is now abandoned; which is a
conti nuation of Application Serial No. 07/488,386, which was
filed on February 23, 1990 and is now abandoned; which is a
conti nuation of Application Serial No. 07/057,806, which was
filed on June 2, 1987 and i s now abandoned.
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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134

fromthe final rejection of clains 37-47. W affirmin-part.

BACKGROUND

The invention at issue controls a disk drive. The disk
conprises a plurality of data tracks. Each track is divided
Into sectors; each sector contains a sector mark. A “sector
period” is the time between two successive sector marks. A
m crocontrol | er schedul es tasks to be done under control of a
m croprocessor during each sector period. A sector task and a
not or speed control task are anong those schedul ed. The tasks
are scheduled to nmaintain their initiation in a constant
spatial relationship to the sector period despite the

rotational speed of the disk.

Claim37, which is representative for our purposes,
fol | ows:

37. A programmable mcrocontroller in a disk
drive systemfor controlling the initiation of a
plurality of processes during each sector period
where said disk drive systemperforns a plurality of
processes for controlling the operation of said disk
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drive system and includes rotational media upon
which is recorded a plurality of data tracks, where
each data track is divided into sectors and each
sector contains a recorded sector mark and a
transducer for recovering data fromsaid data tracks
i ncludi ng said sector narks, where the tinme between
the occurrence of two adjacent sector marks is
defined as a sector period, said programuabl e

m crocontrol |l er conprising:
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first neans for detecting the occurrence of each
said sector mark fromthe data read by said
transducer;

second nmeans connected to said first neans for
determining and storing fromthe [ast two said
sector marks detected by said first neans the sector
period for a previous sector to a present sector for
use as a predicted length for the present sector;
and

third neans, in response to said sector mark
detected by said first neans for said present sector
and said sector period for said previous sector
determ ned and stored by said second neans, for
scheduling the initiation of each of said plurality
of processes so as to nmaintain said initiation of
each of said processes in a constant spatia
rel ationship to said predict present sector period
thereby mnimzing the effect of variations in the
rotational speed of said rotating nedia and
synchroni zing the initiation of said processes to
said sector mark for the present sector.

The reference relied on by the patent exam ner in
rejecting the clains foll ows:
Moon et al. (Moon) 4, 669, 004 May 26,
1987.

Clainms 37-47 stand rejected under 35 U.S.C. § 103 as
obvi ous over Moon. Rather than repeat the argunents of the

appel l ants or examiner in toto, we refer the reader to the

briefs and the answer for the respective details thereof.
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OPI NI ON

In reaching our decision in this appeal, we considered
the subject matter on appeal and the rejection and evi dence
advanced by the exam ner. W also considered the argunents of
the appellants and exam ner. After considering the record
before us, it is our view that the evidence and | evel of
skill in the art would have suggested the invention of clains
37 and 43-44. W cannot say, however, that they would have
suggested the invention of clains 38-42 and 45-47.

Accordingly, we affirmin-part.

We begi n our consideration of the obviousness of the
clains by finding that the references represent the | evel of

ordinary skill in the art. See In re GPAC Inc., 57 F.3d 1573,

1579, 35 USP2d 1116, 1121 (Fed. Cir. 1995) (finding that the
Board of Patent Appeals and Interference did not err in
concluding that the level of ordinary skill in the art was

best determ ned by the references of record); In re Celrich,
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579 F.2d 86, 91, 198 USPQ 210, 214 (CCPA 1978) ("[T]he PTO
usual ly nmust evaluate ... the level of ordinary skill solely
on the cold words of the literature.”). O course, every
pat ent application and reference relies on the know edge of

persons skilled in the art to
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conpl enment its disclosure. 1n re Bode, 550 F.2d 656, 660, 193

USPQ 12, 16 (CCPA 1977). Persons skilled in the art,
nor eover, nust be presuned to know sonet hi ng about the art

apart fromwhat the references disclose. 1n re Jacoby, 309

F.2d 513, 516, 135 USPQ 317, 319 (CCPA 1962). CQur opinion
consi ders the obviousness of clains 37, 43, and 44 and of

clains 38-42 and 45-47 seriatim

In rejecting clains under 35 U . S.C. 8§ 103, the patent
exam ner bears the initial burden of establishing a prinma

facie case of obviousness. A prina facie case is established

when the teachings fromthe prior art itself would appear to
have suggested the cl ai med subject natter to a person of

ordinary skill inthe art. [If the examner fails to

establish a prima facie case, an obviousness rejection is

i nproper and will be overturned. In re Rijckaert, 9 F. 3d

1531, 1532, 28 USPQRd 1955, 1956 (Fed. Cir. 1993). Wth this

in mnd, we address the appellants’ argunents.
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Cains 37, 43, and 44

Duri ng patent exam nation, pending clains nust be given
their broadest reasonable interpretation. Limtations from
the specification are not to be read into the clains. |Inre
Van CGeuns, 988 F.2d 1181, 1184, 26 USPQd 1057, 1059 (Fed.

Cir. 1993); In re Prater, 415 F.2d 1393, 1404, 162 USPQ 541,

550 (CCPA 1969). Wth this in mnd, we address the
appel | ants’ ar gunents.

Regardi ng clainms 37 and 43, the appellants argue, “Moon
does not control the initiation of a plurality of events or
tasks that are to be processed during each sector period such
that the initiation of each of those events will be nmaintained
in a constant spatial relationship to the sector period
regardl ess of the velocity of the disk.” (Reply Br. at 3.)

In response, the exam ner asserts, “Moon is also directed to
direct liner spatial relationship [sic].” (Exam ner’s Answer

at 8.)
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We find that invention of independent clains 37 and 43
does not define over Mbon. The clains specify in pertinent
part scheduling “the initiation of each of said plurality of
processes so as to maintain said initiation of each of said
processes in a constant spatial relationship to said predict
present sector period thereby mnimzing the effect of
variations in the rotational speed of said rotating nedia and
synchroni zing the initiation of said processes to said sector
mark for the present sector.” @Gving the clains their
br oadest reasonable interpretation, they recite scheduling
tasks to maintain their initiation in a constant spatia
relationship to a sector period.

Moon di scloses a disk file subsystem 10 for storing and
retrieving data. Col. 7, Il. 15-17. A DC spindle notor 16
rotates disks 22 at an angular velocity. [d. at 60-65. Head
transducers 24 wite and read data stored on each of the
disks. Col. 8, |Il. 2-4. Each surface of the disks conprises
concentric data tracks 50. Each data track is divided into
thirty two equal sectors 52. Col. 9, Il. 14-15, 22-23. Each
sector includes a qualification area 250 foll owed by a user

data region 54. 1d. at Il. 24-27, col. 13, Il. 25-27. The
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qual i fication area includes sector pulse pairs 254 and echo
pul se pairs 258 separated by three erase gaps 252, 256, and
260. Col. 18, II. 11-14. A reliable sector marker is

achieved with the sector and echo pul se pairs in conjunction

with a timng controller 130. 1d. at Il. 46-48.

The timng controller responds to signals read by the
transducer heads in qualification areas. It generates all the
timng signals needed to position the transducer heads.

Col. 10, Il. 64-68. The controller includes two counters, an
up counter and a down counter. Each counter counts-out a 512-
m crosecond interval corresponding to the duration of each
sector. The counters are clocked by a 15- MHz system cl ock.
During systemreset, the counters are set by a TRIGGER (TRl G
pul se after the first of two consecutive sectors has been

r ead. Col. 14, 1. 12-20.

Upon arrival of the TRI G pul se, the up counter begins
counting. It continues to count until the next TRIG pulse is
received after the second of the two consecutive sectors has

been read. At this point, the count in the up counter is
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| oaded into the down counter. Then, the up counter is reset
to zero and begins counting. Sinultaneously, the down counter
begins to count. The down counter will reach a zero count
after 512 m croseconds, the nom nal duration of each sector.

Id. at |I. 24-34.

When a qualification area has been tested, the TRI G pul se
Is generated. It causes the up counter's count to be | oaded
into the down counter. The resultant count neasures the tine
| ength of the preceding sector and is used to predict the

begi nni ng of the next qualification area. 1d. at Il. 36-39.

When a qualification area is not validated, the timng
controller does not initiate the clear and | oad operati ons of
the up and down counters, and a "virtual" TRIG pulse is
gener at ed when the down counter reaches zero. The virtua
TRI G pul se operates in the same way as the aforenentioned TRI G
pul se: the value in the up counter is |oaded into the down
counter and then reset to begin counting fromzero. Thus, the

timng controller achieves a flywheel action when a
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qual i fication area of consecutively occurring sectors fails to

be validated. 1d. at |Il. 48-60.

Accordingly, timng is seldomlost, and the system
recovers absolute timng when a qualification area is
val idated. Al so, the nechanismfor marking in time the
begi nni ng of each sector is corrected when each qualification

area is validated and is
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aver aged whenever a qualification area fails to be

qualified. [Id. at Il. 61-67.

Foll owi ng a control programin a ROM 104, a
m croprocessor 102 executes three principal tasks. Col. 26,
1. 19-21. The first task 212 is called "Main Tine." It
conprises a collection of routines, e.g., spindle notor speed
nonitoring, not directly related to head transducer position
or the handling of commands and status words passing through
an SCSI interface controller 110 between the disk file
subsystem and a host conputer with which the subsystem

operates. 1d. at Il. 28-37.

The second task 214 is a position interrupt service
routine (POS ISR). WEDGE is an interrupt to the
m croprocessor, which initiates POS_ | SR Wen the down
counter reaches a certain count for each sector, the interrupt
is asserted. Col. 15, Il. 22-27. POS ISR is thus executed
thirty two tinmes during each disk revolution, corresponding to
the thirty two sectors. The task controls the position of the

transducer heads. Id. at |l. 38-45.
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The third task 216 is the SCSI interrupt service routine
(SCSI _ISR). It is initiated by a low priority interrupt,
which is asserted when a command has been received through the

interface controller fromthe host. Id. at |l. 48-52.

The m croprocessor spends approxi mately the first 300
m croseconds of every sector interval executing POS-1SR  The
remai ni ng approxi mately 212 m croseconds of each sector find
the m croprocessor executing Main Time to do housekeeping, to
wait for an interrupt, or to respond to an interrupt by

executing SCSI ISR 1d. at Il. 52-60.

The appellants erred in reading limtations fromtheir
specification into the clains. Conparison of Mon's
di scl osure to the claimlanguage evidences that the reference
woul d have suggested the clai ned scheduling of tasks to
maintain their initiation in a constant spatial relationship
to a sector period. Mwon's Main Tine and POS_| SR tasks woul d
have suggested the cl aimed tasks. The reference’s initiation
of POS ISR at the begi nning of each sector interval and its

initiation of Main Tinme after POS ISR is conpl eted woul d have
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suggested the claimed scheduling of tasks in the sanme spatia
rel ati onship for each sector period. Mon’s synchronization
of the tasks to a qualification area for each sector would
have suggested the initiation of tasks to a sector nmark for a
present sector. The reference’ s aforenentioned scheduling of

the tasks woul d have ipso facto mnimnmzed the effect of

variations in the rotational speed of the disks as clained.
Therefore, we find that the reference woul d have suggested the

| anguage of clains 37 and 43.

Regardi ng cl ai m 44, the appellants argue, “Mon does not
generate count values for each event but rather uses the sane
count value for the sanme event for all sector periods.”
(Appeal Br. at 31.) |In response, the exam ner asserts, “Moon
di scl ose [sic] an interrupt signal [WEDGE] (e.g. see col. 15
lines 22-27) to initiate routine POS-1SR which included Seek
Routine (see fig.17; col.28) and Servo Routine (see fig.18;

col.29).” (Exam ner’s Answer at 9.)

W find that invention of claim44 does not define over

Moon. The claimspecifies in pertinent part “generating an
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initiation value for the initiation of each said processes as
a function of said predicted present sector period” and
“generating an initiation signal fromsaid initiation val ue
for each said processes to initiate said processes after the
occurrence of said sector mark in said present sector period.”
Gving the claimits broadest reasonable interpretation, it
recites generating a value and, in response to the val ue,

generating a signhal to start tasks.

The appellants erred in reading the [imtation of a
di fferent count value for each task fromtheir specification
into the claim Conparison of the Mon's disclosure to the
cl ai m | anguage evi dences that the reference woul d have
suggested the clai ned generating of a value and, in response
to the value, generating a signal to start tasks. As
af orenenti oned, Mon’s Main Tinme and POS_| SR tasks woul d have
suggested the claimed tasks. The reference’s use of the up
counter and down counter to generate counts woul d have
suggested the clainmed generating of a value. Mon s assertion
of the WEDGE interrupt, when the down counter reaches a

certain count, to initiate POS ISR and its initiation of Min
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Ti me when POS | SR conpl etes, woul d have suggested the cl ai ned
generating a signal to start tasks in response to the val ue.
Therefore, we find that the reference woul d have suggested the
| anguage of claim44. Next, we consider the obviousness of

clains 38-42 and 45-47.

Clains 38-42 and 45-47

Regardi ng cl ai m 38, the appellants argue, “Mon does not
have an initiating means for each event that receives a count
fromthe m croprocessor which determ nes when that event
occurs.” (Appeal Br. at 29.) The exam ner neither responds
to the argunment nor specifically addresses the argued

limtations in his rejection.

We cannot find that Moon teaches or woul d have suggested
the invention of claim38. The claimspecifies in pertinent
part the following limtations:

a plurality of initiation nmeans, each said
initiation neans associated with one of said
processes for receiving said initiation value for
said process fromsaid m croprocessor and for
generating an initiation signal for said process
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after the occurrence of said sector nark as a

function of said received initiation val ue.
In short, the claimrecites plural initiating neans. Each of
the initiating neans is associated with one of the tasks and
each receives one of a plurality of the count val ues for

initiating a respective task.

The exam ner erred in not addressing this limtation.
Conmpari son of Mon’s disclosure to the clai mlanguage does not
evi dence that the reference woul d have suggested the clai ned
initiating neans. The reference’ s counters operate together
to initiate the sane task, viz., POS ISR Contrary to the
cl ainms, each counter does not initiate a different task. For
the foregoing reasons, the exam ner failed to show that Mon
woul d have suggested the plural initiating neans of claim 38
and its dependent clains 39-42. Therefore, we find that the

exam ner’s rejection does not anmobunt to a prima facie case of

obvi ousness.

Regardi ng claim45, the appellants argue, “Moon teaches

that of the three routines only the POS-1SR routine is to be
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initiated by an interrupt to the mcroprocessor.” (Appea

Br. at 31.) The exam ner neither responds to the argunent nor
specifically addresses the claimin his rejection. Instead,
he all eges, “the scope of clains 43-47 is not distinguishable

form([sic] clains 37-42.” (Exam ner’s Answer at 8.)

We cannot find that the reference teaches or woul d have
suggested the invention of claim45. The claimspecifies in
pertinent part “generating for each said task to be schedul ed
during said present sector an interrupt signal fromsaid
initiation value for each said task” and “sending said
interrupt signals to said mcroprocessor to initiate
processi ng of said tasks by said mcroprocessor.” In short,
the claimrecites

generating an interrupt for each task.

The exam ner erred in not addressing these |imtations.
Conpari son of Mon’s disclosure to the claimlanguage does not
evi dence that the reference woul d have suggested the clai nmed
generating an interrupt for each task. Although Mon

generates an interrupt to initiate POS ISR, it does not
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generate one to initiate Main Task. For the foregoing
reasons, the examner failed to show that Mon woul d have
suggested the generation of an interrupt for each task of
claim45 and its dependent clains 46 and 47. Therefore, we
find that the exanminer’s rejection does not anmpbunt to a prim

facie case of obvi ousness.

Because the exam ner has not established a prima facie

case, the rejection of clains 38-42 and 45-47 over Mwon is
i nproper. Therefore, we reverse the rejection of the clains

under 35 U.S.C. § 103.
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We end our consideration of the clains by concluding that
we are not required to raise or consider any issues not argued
by the appellants. Qur reviewing court stated, “[i]t is not
the function of this court to examne the clains in greater
detail than argued by an appellant, |ooking for nonobvious

di stinctions over the prior art.” 1n re Baxter Traveno

Labs., 952 F.2d 388, 391, 21 USPQ2d 1281, 1285 (Fed. Cr

1991) .

37 CF.R 8 1.192(a), as anmended at 60 Fed. Reg. 14518
(Mar. 17, 1995), was controlling when the appeal brief was

filed. Section 1.192(a) stated as follows:.

The brief . . . nmust set forth the authorities and
argunments on which the appellant will rely to
mai ntain the appeal. Any argunents or authorities

not included in the brief will be refused
consi deration by the Board of Patent Appeals and
Interferences, unless good cause is shown.

Si nul taneously, 37 CF.R 8 1.192(c)(8)(iv) stated as foll ows:

For each rejection under 35 U. S.C. 103, the argunent
shall specify the errors in the rejection and, if
appropriate, the specific limtations in the
rejected clains which are not described in the prior
art relied onin the rejection, and shall explain
how such Iimtations render the clai ned subject
matt er unobvi ous over the prior art. |If the
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rejection is based upon a conbi nati on of references,
the argunent shall explain why the references, taken
as a whole, do not suggest the clained subject
matter, and shall include, as nay be appropriate, an
expl anation of why features disclosed in one
reference may not properly be conbined with features
di scl osed in another reference. A general argunent
that all the limtations are not described in a
single reference does not satisfy the requirenents
of this paragraph.

In summary, section 1.192 provides that just as the court is
not under any burden to raise or consider issues not argued by
the appellants, the Board of Patent Appeals and Interferences

is also not under any such burden.

CONCLUSI ON

To summari ze, the examner’s rejection of clainms 37 and
43-44 under 35 U.S.C. 8 103 is affirnmed. H s rejection of

clains 38-42 and 45-47 under 8 103, however, is reversed.
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No period for taking subsequent action concerning this

appeal nmay be extended under 37 CF. R § 1.136(a).
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