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(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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! Application for patent filed April 9, 1993. According to appellants,
this application is a continuation of application 07/762,630, filed Septenber
19, 1991.
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This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s rejection of clainms 13-22, which
constitute all the clains remaining in the application. An
anendnent after final rejection was filed on August 24, 1994
and was entered by the exam ner.

The disclosed invention pertains to a data processing
system having a m croprocessor and a nenory. The nenory
stores special input/output control code for controlling input
and out put between the m croprocessor and i nput/out put
devi ces. The microprocessor causes the special input/output
control code to be executed each tinme an input/out put
instruction is executed by the m croprocessor.

Representative claim 13 is reproduced as foll ows:

13. A systemincluding a mcroprocessor and a nenory,
sai d m croprocessor having neans for executing a series of
instructions, said mcroprocessor having a plurality of
i nput/out put ports, said series of instructions including
i nput and output instructions:

speci al input/output control code stored at addresses
begi nning at a particular address in said nenory for
controlling input and output between said m croprocessor and
said ports;

special register neans for storing said particular

address of the beginning of said special input/output control
code;
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means operative each tinme said m croprocessor encounters
an input or an output instruction in said series of
instructions for causing said mcroprocessor to access said
speci al register nmeans and to execute said speci al
i nput/out put code beginning at said particul ar address;

wher eby said special input/output code is executed by
said mcroprocessor each tine an I/O instruction is executed.

The examiner relied on the followng reference in the
final rejection:

Konopi k et al. (Konopi k) 4,768, 149 Aug. 30,
1988

The exam ner cited the follow ng additional references
in

t he exam ner’'s answer:

Al bright et al. (Albright) 4,727, 480 Feb. 23,
1988
Letw n 5,027, 273 June 25,
1991

Al t hough the exam ner only discusses claim13 in the
answer, it is clear that the exam ner’s rejections apply
against all the claims. Cains 13 and 14 stand rejected under
35 US.C. 8§ 102(b) as being anticipated by the disclosure of
Konopi k as set forth in the final rejection. Cains 15-22
stand rejected under 35 U S.C. § 103 as unpatentable over the
t eachi ngs of Konopi k taken alone as set forth in the final

3



Appeal No. 95-3800
Application 08/ 046, 109

rejection. Cdains 13-22 have been additionally rejected in

t he answer under 35 U. S.C

8 102(b) as being anticipated by the disclosure of Al bright?2
Rat her than repeat the argunents of appellants or the

exam ner, we nmake reference to the briefs and the answers for

the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answers.

It is our view, after consideration of the record

before us, that the invention of clains 13-22 is neither

2 Since Letwin was not included in the statenment of any of the
rejections of the clainms, we have not considered the disclosure or the
teachings of Letwin in this decision. Note In re Hoch, 428 F.2d 1341, 1342
n.3, 166 USPQ 406, 407 n.3 (CCPA 1970).
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antici pated nor rendered obvious by the teachings of Konopik.
We reach the opposite conclusion with respect to the
di scl osure and teachings of Albright. Accordingly, we affirm
Appel I ants have indicated that for purposes of this
appeal the claims will all stand or fall together as a single
group [brief, page 4]. Consistent with this indication
appel l ants have nmade no separate argunents with respect to any
of the clainms on appeal. Accordingly, all the clains before

us will stand or fall together. Note In re King, 801 F.2d

1324, 1325, 231 USPQ 136, 137 (Fed. Cir. 1986); In re

Sernaker, 702 F.2d 989, 991, 217 USPQ 1, 3 (Fed. Cr. 1983).
Therefore, we will consider the rejection against independent
claim 13 as representative of all the clains on appeal.

We consider first the rejection of clains 13 and 14
under 35 U.S.C. §8 102(b) as anticipated by the disclosure of
Konopi k. Anticipation is established only when a single prior
art reference discloses, expressly or under the principles of
i nherency, each and every el enent of a clainmed invention as
wel | as disclosing structure which is capable of perform ng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ 385,
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388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Assocs., Inc. v. Grlock, Inc., 721 F.2d 1540, 1554,

220 USPQ 303, 313 (Fed. Cr. 1983), cert. denied, 469 U S. 851

(1984) .

The exam ner indicates how he reads representative
claim13 on the disclosure of Konopi k [answer, page 3].

Al t hough the exam ner admts that Konopi k only di scusses the
handl i ng of i nput/output requests which originate at the 1/0
devices, the exam ner asserts that interrupts which originate
at the processor, or software interrupts, are inherently
performed by the Konopi k system|[id., page 4].

Appel l ants argue that their invention has nothing to
do with interrupts which originate at the 1/0O devi ces.
Appel I ants argue that Konopi k’s system does not execute
special /O control code each tine that an I/O instruction is
executed as recited in claim13 [brief, pages 4-7]. W agree
w th appel |l ants.

Claim 13 recites that the special input/output control
code i s executed whenever an instruction in the instruction
sequence is an input or an output instruction. As the
exam ner admts, Konopik only describes an interrupt systemin
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which I/O code is executed in response to an external request
fromthe 1/O device. An I/Oinstruction in the Konopi k system
does not have to result inan I/Ointerrupt. Al though an I/O
instruction in Konopik may lead to an I/ O interrupt which
woul d execute 1/0O code in Konopik, such result is not
required. As appellants point out, such I/O instructions
woul d be ignored in Konopik if the 1/0O devices are not
connected. Thus, the operation of claim13 is not inherent in
t he operation of Konopi k as argued by the exam ner.
Since the recitations of claim13 are not fully nmet by
t he di scl osure of Konopik, we do not sustain the rejection of
clainms 13 and 14 as anticipated by the disclosure of Konopik.
We now consider the rejection of clainms 15-22 under
35 U.S.C. 8 103 as unpatentable over the teachings of Konopik
taken alone. Cains 15-21 depend fromclaim 13 while
i ndependent claim 22 has recitations simlar to independent
claim13. Since we have determ ned that Konopi k does not
di scl ose the operative neans of claim 13, and since the
exam ner has failed to address the obviousness of this

recitation, the examiner has failed to establish a prima facie




Appeal No. 95-3800
Application 08/ 046, 109

case for the obviousness of clainms 15-22. Therefore, we do
not sustain this rejection of clainms 15-22.

We now consi der the new rejection of clains 13-22
under 35 U. S.C. 8 102(b) as anticipated by the disclosure of
Al bright. The exam ner indicates how he reads representative
claim 13 on the disclosure of Al bright [answer, page 5].
Appel l ants argue that the operative neans of claim 13 is not
fully nmet by the disclosure of Albright. Appellants note that
only “foreign” 1/O requests generate an interrupt in Al bright,
whereas, the clained invention branches to special code each
time an I/Oinstruction is encountered [reply brief, pages 2-
4]. The exam ner insists that the operative neans of claim 13
reads on the first interrupt neans of Al bright's claim11
[ suppl enental answer, pages 2-3].

Al t hough appellants are correct in their discussion of
the operation of Al bright’'s system we find that claim 13
reads on the device disclosed by Al bright. As appellants
poi nt out, Al bright executes special 1/0O code whenever a
“foreign” I/Orequest is received. These I/0O requests are
descri bed as occurring in prograns (that is, part of an

i nstruction sequence) [colum 2, line 68 to colum 3, line 6].
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An /O request in Albright is considered to be “foreign” if it
occurs in a programoriginally witten for a second system but
is being run on a first system Since a programin Al bright
is either witten for the first systemor is not witten for
the first system all the I/Oinstructions within a given
program woul d be foreign or not foreign as far as Albright’s
systemis concerned. Therefore, if a programwitten for the
second systemis run on Albright’s first system all the I/0O
requests would be treated as “foreign” requests and woul d | ead
to the execution of special I/0O code each tinme such an I/0O
instruction is executed. In our view, this operation of
Al bright is sufficient to fully nmeet the invention as recited
in claim13. The fact that Al bright can al so execute prograns
whi ch are not “foreign” does not alter the fact that once a
“foreign” programis |oaded into Al bright’'s system the
invention as recited in claim13 is fully net.

Therefore, we sustain the examner’'s rejection of
claim 13 as anticipated by the disclosure of Al bright. Since
appel l ants have not separately argued any of clains 14-22,

these clains fall with claim13.
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In summary, we have not sustained the exam ner’s
rejection of the clainms based on Konopi k, however, we have
sustained the examner’'s rejection of the clains based on
Al bright. Therefore, the decision of the exam ner rejecting
clainms 13-22 is affirned.

No tinme period for taking any subsequent action in

connection with this appeal nmay be extended under 37 CFR

8§ 1.136(a).
AFFI RMED
JAMVES D. THOVAS )
Adm ni strative Patent Judge )
)
)
)
JERRY SM TH ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
ERIC S. FRAHM )
Adm ni strative Patent Judge )
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