TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte PAUL L. RUBEN

Appeal No. 95-3797
Application 07/975, 7641

ON BRI EF

Bef ore McCANDLI SH, Seni or Admi ni strative Patent Judge, and
MElI STER and CRAWFORD, Admi ni strative Patent Judges.

CRAWFORD, Admi ni strative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
final rejection of clainms 1-3 and 5. Cdains 4, 6-8 and 9 have

been cancel ed and claim 10 is all owed.

! Application for patent filed Novenber 13, 1992.
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Appel l ant’ s claimed subject matter is a real inmage
vi ewf i nder which includes a first and second optical path.
Caiml is exenplary of the subject matter on appeal and
recites:

1. Avreal imge viewfinder for use in a canera, the
vi ewf i nder havi ng an objective lens, an inage reflecting optic
unit having first, second, third, and fourth reflecting
surfaces, and an eyepiece lens that define a first optica
path in which a first real image plane is |ocated between the
obj ective lens and the eyepiece |lens, further having a novabl e
variator lens that varies the nagnification of the view inder
as the variator lens is noved, wherein:

the second and third reflecting surfaces of the
i mage reflecting optic unit are novable to conpensate for
variation in the position of the first real inmage plane with
respect to the eyepiece lens such that the first real inmage
pl ane noves sinmultaneously with novenent of the reflecting
surfaces and the fourth reflecting surface is adapted to
define a second optical path through the viewfinder such that
a second real image plane is fixedly | ocated at a focal plane
of the eyepiece | ens and can be viewed through the eyepiece
| ens, said real image viewfinder further including a display,
| ocated at the second real imge plane, that displays data
itens that can be viewed through the eyepi ece |ens.

THE REFERENCES

The follow ng references were relied on by the

exam ner:

Asano et al. (Asano) 4,165, 932 Aug. 28, 1979
Bent ensky et al. (Bentensky) 5, 155, 517 Cct. 13,
1992
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THE REJECTI ONS

Clains 1-3 and 5 stand rejected under 35 U S. C
8 103 as being unpatentabl e over Bentensky in view of Asano.

Rat her than reiterate the entire argunents of the
exam ner and the appellant in support of their respective
positions, reference is nade to the appellant’s brief (Paper
No. 13) and the exam ner’s answer (Paper No. 14) for the ful
exposition thereof.

OPI NI ON

In reaching our conclusions on issues raised in this
appeal we have carefully considered appellant’s specification,
the appeal ed clains, the applied references, and the
respecti ve vi ewpoi nts advanced by the appellant and the
exam ner. As a consequence of our review, we have made the
determination that the rejection should not be sustained. CQur
reasons for this determnation follow

W initially note that, for reasons stated infra. in

our, new rejections under the provisions of 37 CFR § 1.196(b),

we are of the opinion that claiml fails to satisfy the
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requi renents of 35 U.S.C. 8§ 112, second paragraph. Normally a
claimwhich fails to conply with the second paragraph of § 112
will not be analyzed as to whether it is patentable over the
prior art since to do so would of necessity require

specul ation as to the neets and bounds of the clainmed subject
matter. See In re Steel, 305, F.2d 859, 862-863, 134 USPQ

292, 295-296 (CCPA 1962); and In re WIlson, 424 F.2d 1382,

1385, 165 USPQ 494, 496 (CCPA 1970). Nevertheless, in this

instance, in an effort to avoid pieceneal appellate review

(See Ex parte Saceman, 27 USPQRd 1472, 1474 (BPAl 1993) and Ex

parte lonescu, 222 USPQ 537, 540 (Bd. App.1984)), we neke the

followi ng interpretation of the term nol ogy appearing in claim
1 for the purpose of reaching the rejection based on prior
art. Inclaiml, line 13, we interpret “the reflecting
surfaces” to be “the second and third reflecting surfaces.”

W now turn to the examner’s rejection of clainms 1-
3 and 5 as unpatentable over Bentensky in view of Asano. In
the exam ner’s view, Bentensky discloses each el ement of claim
1 except:

...the fourth reflecting surface (M)

adapted to define a second optical path
t hrough the viewfinder such that a second
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real image plane is fixedly |ocated at a
focal plane of the eyepiece | ens and can be
vi ewed through the eyepiece lens; the rea

I mage viewfinder further including a

di splay, located at the second real inmage
pl ane, that displays data itens that can be
vi ewed t hrough the eyepiece | ens.

[ Exam ner’ s Answer at page 4]

The exam ner relies on Asano for teaching (1) “a
stationary sem -transparent reflecting surface (6) that
permts the second optical path (optical axis Z) to extend
fromthe eyepi ece through the sem -transparent reflecting
surface to the second real inmage plane (w ndow plate 18)",
(2) “that the display itens (data carrying plate 12 and bri ght
frame S) can be viewed through the eyepiece lens” and (3)
“that the display can be solely illum nated by |ight passing

t hrough the viewfinder along the second optical path.

(Exam ner’s Answer at pages 4-5)” The exam ner concl udes:

G ven the teachings of Asano et al, it
woul d have been obvi ous to one havi ng
ordinary skill in the art to nodify the

fourth reflecting surface (M4) of Bentensky
et al to define a second undevi at ed

strai ght optical path which extend|s]
through the viewfinder fromthe eyepi ece

| ens such that a display is fixedly |ocated
at a focal plane of eyepiece lens for the
pur pose of view ng data display through the
eyepi ece wth the view of the object to be
phot ogr aphed observed through the objective
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| ens of the viewfinder optical system
[ Exam ner’s Answer at page 5].

Appel | ant argues that Asano does not disclose a
second real image plane fixedly |ocated at a focal plane of
the eyepiece lens and at which a display is |located. W note

that The Acadenic Press Dictionary of Science and Technol ogy

(Academ c Press, San D ego 1992) defines “focal plane” as a

pl ane that is perpendicular to the principal axis and passes
through the focal point of the axis of a mrror, lens, or |lens
system As such, the focal plane of eyepiece 8 in Asano is
perpendi cular to axis X. Cearly, the display 12 depicted in
Asano is disposed on axis Z which is not |ocated at a focal

pl ane of eyepiece 8.  The exam ner while recognizing that

di splay 12 is not disposed in the focal plane of eyepiece 8
states:

Neverl ess, Asano et al clearly teaches that
a di splay can be placed in the second
optical path. Thus, it would have been
obvious to nodify the fourth reflecting
surface (M4) to be a stationary sem -
transparent reflecting surface to define a
second optical path through the viewfinder
because this nodification would provide the
shortest and an undevi ated, straight |ine-
of -si ght optical path. [Exam ner’s Answer
at pages 6-7].
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Wiile it is true that if the device disclosed in
Bent ensky were nodified as proposed by the exam ner the
di spl ay woul d be | ocated at the focal plane of eyepiece 8,
this fact, however, does not provide the proper notivation for
nodi fyi ng the Betensky device as proposed. It is the
teachings of the prior art taken as a whol e which nust provide
the notivation or suggestion for the nodification. See

Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044, 1051, 5

USPQ2d 1434, 1438 (Fed. Cir. 1988); Interconnect Pl anning

Corp. v. Feil 774 F.2d 1132, 1143,

227 USPQ 543, 551 (Fed. Gir. 1985); In re Dem nski, 796 F.2d

436, 442, 230 USPQ 313, 315 (Fed. Cir. 1986). Here, only the
appel | ant have suggested that a display be placed on a second
optical path at the focal plane of the eyepiece. As the court
in Uniroyal 837 F.2d at 1051, 5 USPQ at 1438 stated : “it is
I nperm ssible to use the clains as a frane and the prior art
references as a nosaic to piece together a facsimle of the

claimed invention.” In view of the foregoing, we wll not
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sustain the examner’s rejection of clains 1-3 and 5 under 35
US C § 103.

Under the provision 37 CFR §8 1.196(b) we neke the
foll owi ng new rejection.

Clains 1-3 and 5 are rejected under 35 U S.C. § 112,
second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe subject matter
whi ch applicant regards as the invention. Caim1, in line 13
recites “the reflecting surfaces.” It is not clear fromthis
recitati on whether this phrase refers to the “first, second,
third and fourth reflecting surfaces” (line 3) or the “second

and third reflecting surfaces” (line 9).

In summary, the decision of the exam ner is
reversed.

A new rejection of clainms 1-3 and 5 has been nade
under 35 U . S.C. 8§ 112, second paragraph.

Thi s deci sion contains a new ground of rejection
pursuant to 37 CFR § 1.196(b)(anmended effective Dec. 1, 1997,

by final rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10,
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1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct.
21, 1997)). 37 CFR 8§ 1.196(b) provides that, “A new ground of
rejection shall not be considered final for purposes of
judicial review”

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options with respect to the new
ground of rejection to avoid term nation of proceedi ngs
(8 1.197(c)) as to the rejected cl ains:

(1) Submt an appropriate anendnent of
the clains so rejected or a show ng of
facts relating to the clains so rejected,
or both, and have the matter reconsi dered
by the exam ner, in which event the
application wll be renmanded to the
exam ner.

(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of
Pat ent Appeal s and Interferences upon the
sanme record.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
REVERSED (196(Db))
HARRI SON E. McCANDLI SH, Seni or )
Adm ni strative Patent Judge )
)
|
JAMES M MEl STER ) BQOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
MURRI EL E. CRAWFCORD )
Adm ni strative Patent Judge )
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Joshua G Levitt

East man Kodak Conpany
Patent Legal Staff
Rochester, NY 14650-2201
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