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Bef ore COHEN, PATE, and NASE, Adninistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's rejection
of claims 15 through 22, which are all of the clains pending in

this application.

We REVERSE and enter a new rejection pursuant to 37 CFR

! Application for patent filed April 12, 1993. According to
the appellants, the application is a continuation of Application
No. 07/831,053, filed February 4, 1992, now abandoned, which was
a division of Application No. 07/493,779, filed March 15, 1990,
now U. S. Patent No. 5,104, 706
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§ 1.196(h).
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BACKGROUND

The appellants' invention relates to a hot filled contai ner
and a nethod of nmaking a hot filled container. Cdains 15 and 19
are representative of the subject nmatter on appeal and a copy of
those clains, as they appear in the appendix to the appellants’

brief, is attached to this deci sion.

The prior art references of record relied upon by the

exam ner as evidence of obviousness under 35 U S.C. § 103 are:

Agrawal et al. (Agrawal) 4,497, 855 Feb. 5, 1985

Collette 4,755, 404 July 5, 1988

Mller et al. (Mller) 4,785, 950 Nov. 22, 1988

Cook 1,062,671 Sep. 18, 1979
(Canada)

Clainms 15, 16, 18, 19, 20 and 22 stand rejected under
35 U.S.C. §8 103 as being unpatentable over Collette in view of

Cook and Agrawal . 2

2 This ground of rejection was set forth as a new ground of
rejection in the exam ner's answer (Paper No. 22, mailed March
22, 1995).
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Clains 17 and 21 stand rejected under 35 U S.C. §8 103 as
bei ng unpatentable over Collette in view of Cook, Agrawal and

Mller.:®

Rat her than reiterate the conflicting viewoints advanced by
the exam ner and the appellants regarding the 8 103 rejections,
we nmake reference to the exam ner's answer and the communication
regarding the reply brief (Paper No. 24, mailed June 12, 1995)
for the examner's conplete reasoning in support of the
rejections, and to the appellants' brief (Paper No. 21, filed
Novenber 30, 1994) and reply brief (Paper No. 23, filed May 22,

1995) for the appellants' argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we nake the

determ nati ons which foll ow
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Bef ore addressing the examner's rejections based upon prior
art, it is an essential prerequisite that the clainmed subject
matter be fully understood. Analysis of whether a claimis
pat ent abl e over the prior art under 35 U S.C. 88 102 and 103
begins with a determ nation of the scope of the claim The
properly interpreted claimnust then be conpared with the prior
art. Caiminterpretation nust begin with the | anguage of the

claimitself. See Snithkline Diagnostics, Inc. v. Helena

Laboratories Corp., 859 F.2d 878, 882, 8 USPQRd 1468, 1472 (Fed.

Cr. 1988). Accordingly, we will initially direct our attention
to appellants' independent clains 15 and 19 to derive an

under st andi ng of the scope and content thereof.

Before turning to the proper construction of independent
claims 15 and 19, it is inportant to review sone basic principles
of claimconstruction. First, and nost inportant, the |anguage
of the claimdefines the scope of the protected invention. Yale

Lock Mg. Co. v. Geenleaf, 117 U S. 554, 559 (1886) ("The scope

of letters patent nust be limted to the invention covered by the
claim and while the claimmay be illustrated it cannot be
enl arged by | anguage used in other parts of the specification.");

Autogiro Co. of Am v. United States, 384 F.2d 391, 396, 155 USPQ
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697, 701 (Ct. d. 1967) ("Courts can neither broaden nor narrow
the clains to give the patentee sonething different than what he

has set forth [in the claim."). See also Continental Paper Bag

Co. v. Eastern Paper Bag Co., 210 U. S. 405, 419 (1908); Cmotti

Unhairing Co. v. Anerican Fur Ref. Co., 198 U. S. 399, 410 (1905).

Accordingly, "resort must be had in the first instance to the
words of the clainf and words "will be given their ordinary and
accust omed neani ng, unless it appears that the inventor used them

differently."” Envirotech Corp. v. Al George, Inc., 730 F.2d 753,

759, 221 USPQ 473, 477 (Fed. Cir. 1984). Second, it is equally
"fundanental that clains are to be construed in the |ight of the
specifications and both are to be read with a viewto

ascertaining the invention." United States v. Adans, 383 U. S.

39, 49, 148 USPQ 479, 482 (1966).

A review of independent clains 15 and 19 reveals that the
phrase "on the order of" is used three tinmes in each claim
Specifically, each claimrecites that the planar stretch ratio is
"on the order of 9 to 12," that the tenperature of the hot
product is "on the order of 185-190°F," and that the container is

internally pressurized at a pressure "on the order of 40 to 45

psig."
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The phrase "on the order of" is a termof degree. Wen a
word of degree is used, it is necessary to determ ne whether the
specification provides sone standard for neasuring that degree.

See Seattle Box Conpany, Inc. v. Industrial Crating & Packing.

Inc., 731 F.2d 818, 826, 221 USPQ 568, 573-74 (Fed. Cr. 1984).

Admttedly, the fact that sonme claimlanguage, such as the
term of degree nentioned supra, nay not be precise, does not
automatically render the claimindefinite under the second

paragraph of 8§ 112. Seattle Box, supra. Nevertheless, the need

to cover what m ght constitute insignificant variations of an

i nvention does not anount to a license to resort to the unbridled
use of such ternms w thout appropriate constraints to guard

agai nst the potential use of such terns as the proverbial nose of

wax. 4

In Seattle Box, the court set forth the follow ng

requi renents for terns of degree:

When a word of degree is used the district court nust
determ ne whether the patent's specification provides
sone standard for nmeasuring that degree. The trial

4 See White v. Dunbar, 119 U. S. 47, 51-52 (1886) and
Townsend Engi neering Co. v. HiTec Co. Ltd., 829 F.2d 1086, 1089-
91, 4 USP@d 1136, 1139-40 (Fed. Cir. 1987).
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court nust decide, that is, whether one of ordinary
skill in the art would understand what is claimed when
the claimis read in |ight of the specification.

In Shatterproof d ass Corp. v. Libbey-Onens Ford Co., 758

F.2d 613, 624, 225 USPQ 634, 641 (Fed. Cr. 1985), the court
added:
If the clainms, read in Iight of the specifications
[sic], reasonably apprise those skilled in the art both
of the utilization and scope of the invention, and if

the | anguage is as precise as the subject matter
permts, the courts can demand no nore.

| ndeed, the fundanental purpose of a patent claimis to
define the scope of protection® and hence what the claim
precludes others fromdoing. Al things considered, because a
patentee has the right to exclude others from maki ng, using and
selling the invention covered by a United States letters patent,
the public nmust be apprised of what the patent covers, so that
t hose who approach the area circunscribed by the clains of a
patent may nore readily and accurately determ ne the boundaries

of protection in evaluating the possibility of infringenent and

5 See In re Vanco Machine & Tool, Inc., 752 F.2d 1564, 224
USPQ 617 (Fed. Gir. 1985).
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dom nance. See In re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204,

208 (CCPA 1970).

In the present case, we have reviewed the appellants’
di sclosure to help us determ ne the neaning of the phrase "on the
order of" as used in clains 15 and 19. That review has reveal ed
that the appellants' specification utilizes the phrase "on the
order of" on pages 2-4 and 7-9.°%° However, these portions of the
di scl osure do not provide explicit guidelines defining the phrase
"on the order of." Furthernore, there are no guidelines that
woul d be inplicit to one skilled in the art defining the phrase
"on the order of" that would enable one skilled in the art to
ascertain what is neant by the phrase "on the order of." For
exanpl e, one cannot ascertain if a pressure of 35 psig is "on the
order of 40 to 45 psig." Absent such guidelines, we are of the
opinion that a skilled person would not be able to determ ne the

nmet es and bounds of the clainmed invention with the precision

6 Qur review of the record reveals that the appellants (see
Paper No. 7, filed August 31, 1992) canceled original claim4
whi ch clainmed "a pressure of 40-45 psig" and added new claim6
which clainmed "a pressure on the order of 40 to 45 psig." In our
view, this clearly indicates that pressures outside of 40-45 psig
are now enconpassed by the phrase "a pressure on the order of 40
to 45 psig."



Appeal No. 95-3789 Page 10
Appl i cation No. 08/047,047

requi red by the second paragraph of 35 U S.C. 8§ 112. See In re

Hammack, supra.

Since the appellant's disclosure fails to set forth an
adequate definition as to what is neant by the phrase "on the
order of" as used in clains 15 and 19, the appellant has failed
to particularly point out and distinctly claimthe invention as

requi red by the second paragraph of 35 U S.C. § 112.

Secondl y, independent clains 15 and 19 are m sdescriptive of
the cl ai ned subject nmatter. The appellants' specification
provi des the follow ng description of the process of the
invention. The invention is practiced by hot filling a
container, imediately thereafter adding |liquid nitrogen,
followed by imedi ately closing the container "wherein the liquid
ni trogen becomes nitrogen gas and internally pressurizes the
container." Specification page 1. Thus, the disclosure is to
applying the closure and then internally pressurizing the
container. Both independent clains indicate that the container
is pressurized before closure. 1In claim15, the preanble states
that the container is “filled with hot liquid product and

thereafter internally pressurized and then sealed with a
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closure.” Cdaim19 positively recites the step of "internally
pressurizing . . ." and thereafter recites the step of "applying
a closure. . . ." As can readily be seen the steps clained do

not conport with the order of steps in the process given in the
appel l ants' disclosure. Thus, clains 15 and 19 are
m sdescriptive of the process as disclosed and are therefore

i ndefinite.

Thirdly, both of the independent clainms on appeal call for a
"hot filled container of the type. . . ." W have often held
t hat | anguage such as this is indefinite for the reason that no
definitive statenent in the specification explains what type of

container "of the type" is intended to cover. Cf. Ex parte

Kristensen, 10 USPQ2d 1701 (Bd. Pat. App. & Int. 1989)("for high
pressure cleaning units or simlar apparatus”). See also Ex

parte Steigerwald, 131 USPQ 74 (Bd. App. 1981)("such as"), Ex

parte Hasche, 86 USPQ 481 (Bd. App. 1949)("which may be," and

"such as, for exanple"), Ex parte Hall, 83 USPQ 38 (Bd. App

1948) ("materi al such as rock wool or asbestos,"), Ex parte Lean,

72 USPQ 453 (Bd. Pat. App. 1947)("and like pests" in preanble),
Ex parte Caldwell, 1906 C. D. 58 (Commir. 1905), and Ex parte
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Pappas, 23 USPQ2d 1636 (Bd. Pat. App. & Int. 1992)("or simlar

structure").

Finally, with respect to claim15, another issue is raised.
In our view, the subject matter enconpassed by claim 15 is not
clearly set forth. First, it is unclear tous if claim15 is
reciting an "internedi ate product of a sealed container filled
with a hot liquid product (185-190°F) and internally pressurized
(40 to 45 psig)" or a "final product of a sealed container on a
shel f sonewhere at anbient tenperature and unknown i nternal
pressure."” Qur difficulty stenms fromthe appellants use of the
phrase "In a hot filled container"” (claim115, line 1) and their
use of product-by process Iimtations (claim15, |ast paragraph).
In one sense, these limtations can be construed as limting the
clainmed container to the "internmedi ate product” as set forth
above. In another sense, these limtations can be construed as
nmerely describing how the container is assenbled. Since the
subject matter of claim15 is susceptible to at |east two
meanings, it is therefore indefinite. Second, the disclosure
does not state, and the clainms do not set out, the internal
pressure of the filled container after the container has cool ed

to anbi ent tenperature when the claimis construed to recite the
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"final product"” as set forth above. Since the claimis stated in
product - by- process format, patentability of the subject matter is
considered wwth respect to other hot-filled container products at
anbi ent tenperature and pressure. Yet one does not know the
pressure of the product of the claimas it exists in final form
to establish patentability or determ ne the nmetes and bounds of

i nfringenent.

NEW GROUND OF REJECTI ON
Under the provisions of 37 CFR 8 1.196(b), we enter the

foll ow ng new ground of rejection.

| ndependent clainms 15 and 19 and clains 16 through 18 and 20
t hrough 22 dependent thereon are rejected under 35 U. S. C
8§ 112, second paragraph, as being indefinite for failing to
particularly point out and distinctly claimthe invention, for

t he reasons expl ai ned above.

35 U S.C. 8 103 Rejections
Consi dering now the rejections of clainms 15 through 22 under
35 U S.C 8 103, we have carefully considered the subject matter

defined by these clainms. However, for reasons stated supra in
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our new rejection under the second paragraph of Section 112
entered under the provisions of 37 CFR 1.196(b), no reasonably
definite meaning can be ascribed to certain | anguage appearing in

the clains. As the court in ln re WIlson, 424 F.2d 1382, 165

USPQ 494 ( CCPA 1970) stated:
Al words in a claimnmnust be considered in judging the
patentability of that claimagainst the prior art. |If no
reasonably definite nmeaning can be ascribed to certain terns
in the claim the subject matter does not becone obvious --
t he cl ai m becones i ndefinite.
In conparing the clainmed subject matter with the applied
prior art, it is apparent to us that considerabl e specul ations
and assunptions are necessary in order to determne what in fact

is being clained. Since a rejection based on prior art cannot be

based on specul ati ons and assunptions, see In re Steele, 305 F. 2d

859, 862, 134 USPQ 292, 295 (CCPA 1962), we are constrained to
reverse, pro forma, the examner's rejections of clainms 15

t hrough 22 under 35 U.S.C. 8 103. W hasten to add that this is
a procedural reversal rather than one based upon the nerits of

the section 103 rejections.

CONCLUSI ON
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To summari ze, the decision of the examner to reject clains
15 through 22 under 35 U.S.C. 8 103 is reversed and a new
rejection of clainms 15 through 22 under 35 U . S.C. § 112, second
par agraph, has been added pursuant to provisions of 37 CFR

§ 1.196(h).

Thi s deci sion contains a new ground of rejection pursuant to
37 CFR 8 1.196(b)(anended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997), 1203 Of. Gaz.
Pat. Office 63, 122 (Oct. 21, 1997)). 37 CFR § 1.196(b) provides
that, "A new ground of rejection shall not be considered final

for purposes of judicial review"

37 CFR 8 1.196(b) al so provides that the appellants, WTH N
TWO MONTHS FROM THE DATE OF THE DECI SI ON, rmust exerci se one of

the followng two options with respect to the new ground of
rejection to avoid termnation of proceedings (8 1.197(c)) as to
the rejected cl ai ns:

(1) Submt an appropriate anmendnent of the clains
so rejected or a showng of facts relating to the
clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner. :

(2) Request that the application be reheard under
§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the sanme record.
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No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR
§ 1.136(a).

REVERSED, 37 CFR § 1.196(b)

| RW N CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

WLLIAM F. PATE, |11 APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge

N N N N N N N N N N N N N N
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THERESE A. HENDRI CKS
WOLF, GREENFI ELD & SACKS
FEDERAL RESERVE PLAZA
600 ATLANTI C AVENUE
BOSTON, MA 02210
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APPENDI X

15. In a hot filled container of the type which is filled
with a hot liquid product and thereafter internally pressurized
and then sealed with a closure, the inprovenent conprising;

an expanded bi axially-oriented pol yester preform
container, the container including a neck finish, a body
portion and a base portion;

t he body portion having a noderately high degree of
bi axial orientation with orientation induced crystallinity
based on a planar stretch ratio on the order of 9 to 12,
said orientation providing both thermal stability and a high
resistance to internal pressurization of the container;

t he base portion being substantially thicker than the
body portion to provide both thermal stability and a high
resistance to internal pressurization of the container; and

t he contai ner having been filled wth a hot product at
a tenperature on the order of 185-190°F, internally
pressurized at a pressure on the order of 40 to 45 psig and
then seal ed by application of a closure to the neck finish,
w t hout the container undergoing any substantial vacuum
col | apse or creep defornmation.

19. In a nmethod of making a hot filled container of the
type which is filled with a hot |iquid product and thereafter
internally pressurized and then sealed wwth a closure, the
I nprovenent conpri sing;

stretch blow nolding a biaxially oriented pol yester
container froma preform the container including a neck

Page 1
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finish, a body portion and a base portion, the body portion
being stretched at a planar stretch ratio on the order of 9
to 12 to produce a noderately high degree of biaxial
orientation with orientation induced crystallinity, said
orientation providing both thermal stability and a high
resistance to internal pressurization of the container, the
base portion being substantially thicker than the body
portion to provide both thermal stability and a high
resistance to internal pressurization of the container;
filling the container wwth a hot product at a tenperature on
the order of 185-190°F

internally pressurizing the filled container at a
pressure on the order of 40 to 45 psig; and

applying a closure to the neck finish, wherein the
hot-filled pressurized contai ner does not undergo any
substanti al vacuum col | apse or creep deformation.

Page 2
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